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‘TRaDE-MARK—CHARACTER OF RIGHT. 


There is no property in a trade-mark, except as appurtenant to an 
established business or trade, in connection with which the mark is 
used. 

Trave-Marxs AND Unrair ComMPETITION. 

The law of trade-marks is part of the broader law of unfair com- 
petition. The function of a trade-mark is to protect the good-will of its 
user’s business against injury arising from the sale of another’s article 
as his. 

TrapE-MarkK—TErriToriAL ExtTENT. 

The adoption of a trade-mark does not project the right to protec- 
tion in advance of the extension of the trade, or confer rights in terri- 
tory to which it may be desired thereafter to extend the trade. 
Trabe-Mark—Basis oF Property. 

Property in trade-marks rests upon the laws of the several states, 
and depends upon them for protection, subject to the Congressional 
authority to regulate interstate and foreign commerce. 
Trape-Mark—Srate RicHrts. 

It seems that there is nothing to prevent a state from conferring 
on the first user within that state a right to a trade-mark that shall be 
exclusive in that state against an earlier user elsewhere. 

Trape-Marx RecistraTionN—EFFEct. 

Neither the state registration nor the federal registration under the 
Act of 1881 of a mark used only in New England territory could en- 
large the rights of its user beyond what they were at common law, as 
against one who had acquired adverse rights at common law before the 
registration. 

TrapdE-Mark RecistratioN—EFFECtT. 

Whether registration of a mark under the federal act of 1905 

enlarges the common law rights of the registrant, query. 
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8. Trape-Mark Prorerty—Priority or Use. 

The general rule is that priority of use determines the title to a 
mark, because priority of use makes the mark distinctive of the goods 
of the first user. The rule does not apply where the same mark is 
simultaneously employed by different traders in good faith in different 
and distinct territories. In such a case, the rights of both parties must 
be preserved. 

9. Trape-Marks—TerritoriaL RGus. 

The first user of a mark who had employed the mark in a limited 
territory only denied an injunction against a later user in good faith, 
in a territory which the former had failed to occupy during a long 
period of years. 


On certiorari to and appeal from the United States Circuit 
Court of Appeals for the Sixth Circuit, to review a decree which 
reversed that of the United States District Court in favor of the 
plaintiff, and remanded the case, with directions to dismiss the 
bill. Affirmed. 

For decree of the District Court, see 3 T. M. Rep. 444. For 
decree of the Circuit Court of Appeals, see 6 T. M. Rep. 28. 


Lawrence A. Janney, of Chicago, Ill., and Frederick L. Emery, 
of Boston, Mass., for petitioner and appellant. 

Clayton B. Blakey, of Louisville, Ky., for respondent and 
appellee. 


Mr. Justice Pirney delivered the opinion of the Court. 

This was a suit in equity brought September 24, 1912, in the 
United States District Court for the Western District of Kentucky 
by the present petitioner, a Massachusetts corporation, against the 
respondent, a Kentucky corporation, together with certain individual 
citizens of the latter state, to restrain infringement of trade-mark 
and unfair competition. 

The District Court granted an injunction against the corpora- 
tion defendant pursuant to the prayer of the bill. 206 Fed. 570 
[3 T. M. Rep. 444]. The Circuit Court of, Appeals reversed the 
decree and remanded the cause with directions to dismiss the bill. 
226 Fed. 545, 141 C. C. A. 301 [6 T. M. Rep. 28]. An appeal was 
allowed by one of the judges of that court, and afterwards we al- 
lowed a writ of certiorari. Pursuant to a stipulation, the transcript 
of the record filed for the purposes of the appeal was treated as 
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a return to the writ. Under section 128, Judicial Code (Act of March 
3, 1911, c. 231, 36 Stat. 1133), as amended by Act of January 28, 
1915 (38 Stat. 803, c. 22, § 2; Comp. St. 1916, § 1120), the appeal 
must be dismissed, and the cause will be determined on the writ of 
certiorari. 

The essential facts are as follows: About the year 1877 Ellen 
M. Regis, a resident of Haverhill, Mass., began to compound and 
distribute in a small way a preparation for medicinal use in cases 
of dyspepsia and some other ailments, to which she applied as a 
distinguishing name the word “Rex’’—derived from her. surname. 
The word was put upon the boxes and packages in which the medi- 
cine was placed upon the market, after the usual manner of a trade- 
mark. At first alone, and afterwards in partnership with her son 
under the firm name of “E. M. Regis & Co.,” she continued the 
business on a modest scale; in 1898 she recorded the word “Rex” 
as a trade-mark under the laws of Massachusetts (Acts 1895, p. 
519, c. 462 § 1); in 1900 the firm procured its registration in the 
United States Patent Office under the Act of March 3, 1881 (21 
Stat. 502, c. 1388); in 1904 the Supreme Judicial Court of Massa- 
chusetts sustained their trade-mark right under the state law as 
against a concern that was selling medicinal preparations of the 
present petitioner under the designation of “Rexall Remedies” 
(tegis v. Jaynes, 185 Mass. 458, 70 N. E. 480); afterwards the 
firm established priority in the mark as against petitioner in a con- 
tested proceeding in the Patent Office; and subsequently, in the year 
1911, petitioner purchased the business with the trade-mark right, 
and has carried it on in connection with its other business, which 
consists in the manufacture of medicinal preparations and their 
distribution and sale through retail drug stores, known as “Rexall 
stores,” situate in the different states of the Union, four of them 
being in Louisville, Ky. 

Meanwhile, about the year 1883, Theodore Rectanus, a drug- 
gist in Louisville, familiarly known as “Rex,” employed this word 
as a trade-mark for a medicinal preparation known as a “blood 
purifier.” He continued this use to a considerable extent in Louis- 
ville and vicinity, spending money in advertising and building up a 
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trade, so that—except for whatever effect might flow from Mrs. 
Regis’ prior adoption of the word in Massachusetts, of which he was 
entirely ignorant—he was entitled to use the word as his trade-mark. 
In the year 1906 he sold his business, including the right to the use 
of the word, to respondent; and the use of the mark by him and 
afterwards by respondent was continuous from about the year 1883 
until the filing of the bill in the year 1912. 

Petitioner’s first use of the word “Rex” in connection with the 
sale of drugs in Louisville or vicinity was in April, 1912, when two 
shipments of “Rex Dyspepsia Tablets,’ aggregating 150 boxes and 
valued at $22.50, were sent to one of the “Rexall” stores in that 
city. Shortly after this the remedy was mentioned by name in 
local newspaper advertisements published by those stores. In the 
previous September, petitioner shipped a trifling amount—-5 boxes— 
to a drug store in Franklin, Ky., approximately 120 miles distant 
from Louisville. There is nothing to show that before this any 
customer in or near Kentucky had heard of the Regis remedy, with 


> 


or without the description “Rex,” or that this word ever possessed 
any meaning to the purchasing public in that state, except as point- 
ing to Rectanus and the Rectanus Company and their “blood 
purifier.” That it did and does convey the latter meaning in Louis- 
ville and vicinity is proved without dispute. Months before peti- 
tioner’s first shipment of its remedy to Kentucky, petitioner was 
distinctly notified (in June, 1911) by one of its Louisville dis- 
tributors, that respondent was using the word “Rex” to designate 
its medicinal preparations, and that such use had been commenced 
by Mr. Rectanus as much as 16 or 17 years before that time. 

There was nothing to sustain the allegation of unfair competi- 
tion, aside from the question of trade-mark infringement. As to 
this, both courts found, in substance, that the use of the same mark 
upon different but somewhat related preparations was carried on 
by the parties and their respective predecessors contemporaneously, 
but in widely separated localities, during the period in question— 
between 25 and 30 years—in perfect good faith; neither side having 
any knowledge or notice of what was being done by the other. The 
District Court held that, because the adoption of the mark by Mrs. 
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Regis antedated its adoption by Rectanus, petitioner's right to the 
exclusive use of the word in connection with medicinal prepara- 
tions intended for dyspepsia and kindred diseases of the stomach and 
digestive organs must be sustained, but without accounting for profits 
or assessment of damages for unfair trade, citing McLean y. Flem- 
ing, 96 U. S. 245, 24 L. Ed. 828; Menendez v. Holt, 128 U. S. 
514, 9 Sup. Ct. 148, 82 L. Ed. 526; Saalehner v. Eisner & Mendel- 
son Co., 179 U. S. 19, 89, 21 Sup. Ct. 7, 45 L. Ed. 60; Schehner 
v. Siegel-Cooper Co., 179 U. S. 42, 21 Sup. Ct.-16, 45 L. Ed. 77. 
The Circuit Court of Appeals held that in view of the fact that 
Rectanus had used the mark for a long period of years in entire 
ignorance of Mrs. Regis’ remedy or of her trade-mark, had ex- 
pended money in making his mark well known, and had established 
a considerable though local business under it in Louisville and 
vicinity, while on the other hand, during the same long period Mrs. 
Regis had done nothing, either by sales agencies or by advertising, 
to make her medicine or its mark known outside of the New Eng- 
land States, saving sporadic sales in territory adjacent to those 
states, and had made no effort whatever to extend the trade to 
Kentucky, she and her successors were bound to know that, misled 
by their silence and inaction, others might act, as Rectanus and his 
successors did act, upon the assumption that the field was open, 
and therefore were estopped to ask for an injunction against the 
continued use of the mark in Louisville and vicinity by the Rectanus 
Company. 

The entire argument for the petitioner is summed up in the 
contention that whenever the first user of a trade-mark has been 
reasonably diligent in extending the territory of his trade, and as a 
result of such extension has in good faith come into competition 
with a later user of the same mark who in equal good faith has 
extended his trade locally before invasion of his field by the first 
user, so that finally it comes to pass that the rival traders are 
offering competitive merchandise in a common market under the 
same trade-mark, the later user should be enjoined at the suit of 
the prior adopter, even though the latter be the last to enter the 
competitive field and the former have already established a trade 
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there. Its application to the case is based upon the hypothesis 
that the record shows that Mrs. Regis and her firm, during the 
entire period of limited and local trade in her medicine under the 
Rex mark, were making efforts to extend their trade so far as they 
were able to do with the means at their disposal. There is little in 
the record to support this hypothesis; but, waiving this, we will 
pass upon the principal contention. 

The asserted doctrine is based upon the fundamental error of 
supposing that a trade-mark right is a right in gross or at large, 
like a statutory copyright or a patent for an invention, to either of 
which, in truth, it has little or no analogy. Canal Co. v. Clark, 13 
Wall. 311, 322, 20 L. Ed. 581; McLean v. Fleming, 96 U. S. 245, 
254, 24 L. Ed. 828. There is no such thing as property in a trade- 
mark except as a right appurtenant to an established business or 
trade in connection with which the mark is employed. The law of 
trade-marks is but a part of the broader law of unfair competition ; 
the right to a particular mark grows out of its use, not its mere 
adoption; its function is simply to designate the goods as the product 
of a particular trader and to protect his good-will against the sale 
of another’s product as his; and it is not the subject of property 
except in connection with an existing business. Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 412-414, 36 Sup. Ct. 357, 60 L. Ed. 
713 [6 T. M. Rep. 149]. 

The owner of a trade-mark may not, like the proprietor of a 
patented invention, make a negative and merely prohibitive use of 
it as a monopoly. See United States v. Bell Telephone Co., 167 
U.S. 224, 250, 17 Sup. Ct. 809, 42 L. Ed. 144; Bement v. National 
Harrow Co., 186 U. S. 70, 90, 22 Sup. Ct. 747, 46 L. Ed. 1058; 
Paper Bag Patent Case, 210 U. S. 405, 424, 28 Sup. Ct. 748, 52 
L. Ed. 1122. 

In truth, a trade-mark confers no monopoly whatever in a 
proper sense, but is merely a distinguishing mark or symbol—a 
contection of one’s good-will in trade by placing a distinguishing 
mark or symbol—a commercial signature—upon the merchandise or 
the package in which it is sold. 

It results that the adoption of a trade-mark does not, at least 
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in the absence of some valid legislation enacted for the purpose, 
project the right of protection in advance of the extension of the 
trade, or operate as a claim of territorial rights over areas into 
which it thereafter may be deemed desirable to extend the trade. 
And the expression, sometimes met with, that a trade-mark right is 
not limited in its enjoyment by territorial bounds, is true only in 
the sense that wherever the trade goes, attended by the use of the 
mark, the right of the trader to be protected against the sale by 
others of their wares in the place of his wares will be sustained. 

Property in trade-marks and the right to their exclusive use 
rest upon the laws of the several states, and depend upon them 
for security and protection; the power of Congress to legislate on 
the subject being only such as arises from the authority to regulate 
commerce with foreign nations and among the several states and 
with the Indian tribes. Trade-Mark Cases, 100 U. S. 82, 93, 25 
L. Ed. 550. 

Conceding everything that is claimed in behalf of the petitioner, 
the entire business conducted by Mrs. Regis and her firm prior to 
April, 1911, when petitioner acquired it, was confined to the New 
England States, with inconsiderable sales in New York, New Jersey, 
Canada and Nova Scotia. There was nothing in all of this to give 
her any rights in Kentucky, where the principles of the common 
law obtain. Hunt v. Warnicke’s Heirs, 3 Ky. (Hardin) 61, 62; 
Lathrop v. Commercial Bank, 38 Ky. (8 Dana) 114, 121, 33 Am. 
Dec. 481; Ray v. Sweeney, 77 Ky. (14 Bush) 1, 9, 29 Am. Rep. 
388; Atna Ins. Co. v. Commonwealth, 106 Ky. 864, 881, 51 S. W. 
624, 45 L. R. A. 855; Nider v. Commonwealth, 140 Ky. 684, 687, 
131 S. W. 1024, Ann. Cas. 1913E, 1246. We are referred to no 
decision by the courts of that state, and have found none that lays 
down any peculiar doctrine upon the subject of trade-mark law. 
There is some meager legislation, but none that affects this case 
(Kentucky Stats. § 2572c, subsec. 7; sections 4749-4755). There 
was nothing to prevent the state of Kentucky (saving, of course, 
what Congress might do within the range of its authority) from 
conferring affirmative rights upon Rectanus, exclusive in that com- 
monwealth as against others whose use of the trade-mark there 
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began at a later time than his; but whether he had such rights, or 
respondent now has them, is a question not presented by the record ; 
there being no prayer for an injunction to restrain petitioner from 
using the mark in the competitive field. 

It is not contended, nor is there ground for the contention, that 
registration of the Regis trade-mark under either the Massachusetts 
statute or the Act of Congress, or both, had the effect of enlarging 
the rights of Mrs. Regis or of petitioner beyond what they would 
be under common law principles. Manifestly the Massachusetts 
statute (Acts 1895, p. 519, c. 462) could have no extraterritorial 
effect. And the Act of Congress of March 3, 1881 (21 Stat. 502, 
c. 188) applied only to commerce with foreign nations or the Indian 
tribes, with either of which this case has nothing to do. See Ryder 
v. Holt, 128 U. S. 525, 9 Sup. Ct. 145, 82 L. Ed. 529. Nor is 
there any provision making registration equivalent to notice of rights 
claimed thereunder. The Act of February 20, 1905 (33 Stat. 
724, c. 592 [Comp. St. 1916, § 9485 et seq.]), which took the place 
of the 1881 act, while extending protection to trade-marks used in 
interstate commerce, does not enlarge the effect of previous registra- 
tions, unless renewed under the provisions of its twelfth section, 
which has not been done in this case; hence we need not consider 
whether anything in this act would aid the petitioner’s case. 

Undoubtedly, the general rule is that, as between conflicting 
claimants to the right to use the same mark, priority of appropria- 
tion determines the question. See Canal Co. v. Clark, 13 Wall. 
311, 323, 20 L. Ed. 581; McLean v. Fleming, 96 U. S. 245, 251, 
24 L. Ed. 828; Manufacturing Co. v. Trainer, 101 U. S. 51, 58, 
25 L Ed. 993; Columbia Mill Co. v. Alcorn, 150 U. S. 460, 468, 
14 Sup. Ct. 151, 37 L. Ed. 1144. But the reason is that purchasers 
have come to understand the mark as indicating the origin of the 
wares, so that its use by a second producer amounts to an attempt 
to sell his goods as those of his competitor. The reason for the 
rule does not extend to a case where the same trade-mark happens 
to be employed simultaneously by two manufacturers in different 
markets separate and remote from each other, so that the mark 
means one thing in one market and an entirely different thing in an- 
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other. It would be a perversion of the rule of priority to give it 
such an application in our broadly extended country that an in- 
nocent party who had in good faith employed a trade-mark in one 
state, and by the use of it had built up a trade there, being the 
first appropriator in that jurisdiction, might afterwards be pre- 
vented from using it, with consequent injury to his trade and good- 
will, at the instance of one who theretofore had employed the same 
mark, but only in other and remote jurisdictions, upon the ground 
that its first employment happened to antedate that of the first- 
mentioned trader. 

In several cases federal courts have held that a prior use of a 
trade-mark in a foreign country did not entitle its owner to claim 
exclusive trade-mark rights in the United States as against one 
who in good faith had adopted a like trade-mark here prior to the 
entry of the foreigner into this market. Richter v. Anchor Remedy 
Co. (C. C.) 52 Fed. 455, 458; Richter v. Reynolds, 59 Fed. 577, 
579, 8 C. C. A. 220; Walter Baker & Co. v. Delapenha (C. C.) 
160 Fed. 746, 748; Gorham Mfg. Co. v. Weintraub (D. C.) 196 
Fed. 957, 961 [2 T. M. Rep. 221]. 

The same point was involved in Hanover Milling Co. v. Metcalf, 
240 U. S. 403, 415, 36 Sup. Ct. 357, 361 heeteos Ed. 713, [6 T. M. 
Rep. 149, 158]), where we said: 

“In the ordinary case of parties competing under the same mark in 
the same market, it is correct to say that prior appropriation settles the 
question. But where two parties independently are employing the same 
mark upon goods of the same class, but in separate markets wholly remote 
the one from the other, the question of prior appropriation is legally in- 
significant, unless at least it appears that the second adopter has selected the 
mark with some design inimical to the interests of the first user, such as 
to take the benefit of the reputation of his goods, to forestall the extension 
of his trade, or the like.” 

In this case, as already remarked, there is no suggestion of a 
sinister purpose on the part of Rectanus or the Rectanus Com- 
pany; hence the passage quoted correctly defines the status of the 
parties prior to the time when they came into competition in the 
Kentucky market. And it results, as a necessary inference from 
what we have said, that petitioner, being the newcomer in that 
market, must enter it subject to whatever rights had previously 
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been acquired there in good faith by the Rectanus Company and its 
predecessor. To hold otherwise—to require Rectanus to retire from 
the field upon the entry of Mrs. Regis’ successor—would be to 
establish the right of the latter as a right in gross and to extend it 
to territory wholly remote from the furthest reach of the trade to 
which it was annexed, with the effect not merely of depriving 
Rectanus of the benefit of the good-will resulting from his long- 
continued use of the mark in Louisville and vicinity and his sub- 
stantial expenditures in building up his trade, but of enabling peti- 
tioner to reap substantial benefit from the publicity that Rectanus 
has thus given to the mark in that locality, and of confusing if not 
misleading the public as to the origin of goods thereafter sold in 
Louisville under the Rex mark, for, in that market, until petitioner 
entered it, “Rex” meant the Rectanus product, not that of Regis. 
In support of its contention petitioner cites the same cases that 
were relied upon by the District Court, namely, McLean v. Fleming, 
96 U. S. 245, 24 L. Ed. 828; Menendez v. Holt, 128 U. S. 514, 9 
Sup. Ct. 148, 82 L. Ed. 526; Sazlehner v. Eisner & Mendelson 
Co., 179 U. S. 19, 39, 21 Sup. Ct. 7, 45 L. Ed. 60; and Sazlehner 
v. Siegel-Cooper Co., 179 U. S. 42, 21 Sup. Ct. 16, 45 L. Ed. 77. 
They exemplify the rule that, where the proof of infringement is 
clear, a court of equity will not ordinarily refuse an injunction for the 
future protection of the proprietor of a trade-mark right, even where 
his acquiescence and laches have been such as to disentitle him to 
an accounting for the past profits of the infringer. The rule finds 
appropriate application in cases of conscious infringement or fraud- 
ulent imitation, as is apparent from a reading of the opinions in 
those cases; but it has no pertinency to such a state of facts as 
we are now dealing with. In McLean v. Fleming, the only question 
raised in this court that affected the right of the appellee to an in- 
junction was whether the Circuit Court had erred in finding that 
defendant’s labels “Dr. McLean’s Universal Pills,” etc., infringed 
complainant’s label “Dr. C. McLane’s Celebrated Liver Pills,” and 
this turned upon whether the similarity was sufficient to deceive 
ordinarily careful purchasers. The evidence showed without dis- 
pute that from the beginning of his use of the offending labels the 
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defendant (McLean) had known of the McLane liver pills, and 
raised at least a serious question whether he did not adopt his labels 
for the purpose of palming off his goods as those of complainant. 
What he controverted was that his labels amounted to an infringe- 
ment of complainant’s and when this was decided against him the 
propriety of the injunction was clear. In Menendez v. Holt, like- 
wise, defendants (Menendez) admitted the existence of the brand 
in question—the words “La Favorita” as applied to flour—and 
admitted using it, but denied that Holt & Co. were the owners, 
alleging that one Rider was a former member of that firm and en- 
titled to use the brand, and that under him defendants had sold 
their flour branded “La Favorita, S. O. Rider.” There was, how- 
ever, no question but that defendants adopted the brand knowing it 
to be already in use by others. In the Saxlehner Cases, the facts 
were peculiar, and need not be rehearsed; injunctions were allowed 
to rest in the sale of certain waters in bottles and under labels in 
which those of complainant were intentionally imitated. In all four 
cases the distinguishing features of the present case were absent. 
Here the essential facts are so closely parallel to those that 
furnished the basis of decision in the Allen & Wheeler Case, reported 
sub nom. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 419-420, 
36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149], as'to render 
further discussion unnecessary. Mrs. Regis and her firm, having 
during a long period of years confined their use of the “Rex” mark 
to a limited territory wholly remote from that in controversy, must 
be held to have taken the risk that some innocent party might in 
the meantime hit upon the same mark, apply it to goods of similar 
character, and expend money and effort in building up a trade under 
it; and since it appears that Rectanus in good faith, and without 
notice of any prior use by others, selected and used the “Rex” mark, 
and by the expenditure of money and effort succeeded in building 
up a local but valuable trade under it in Louisville and vicinity 
before petitioner entered that field, so that “Rex” had come to be 
recognized there as the “trade signature” of Rectanus and of re- 
spondent as his successor, petitioner is estopped to set up their con- 
tinued use of the mark in that territory as an infringement of the 
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Regis trade-mark. Whatever confusion may have arisen from con- 

flicting use of the mark is attributable to petitioner’s entry into the 

field with notice of the situation; and petitioner cannot complain of 

this. As already stated, respondent is not complaining of it. 
Decree affirmed. 


[Nore: For an earlier discussion of the question of territorial rights 
in trade-marks, see note on the “Tea Rose” cases, 6 T. M. Rep. 167. Prior 
to the registration of the “Rex” mark in the United States Patent Office in 
the year 1900 (ante, p. 3), the situation in this case was precisely that 
in the “Tea Rose” cases. This case, therefore, merely holds that a registra- 
tion under the Act of 1881 could not affect nor prejudice the common law 
rights of another, based upon use for seventeen years prior to the regis- 
tration. Thus the decision adds little to the doctrine of the previous cases. 

In the “Bismark” case (6 T. M. Rep. 203 a writ of certiorari was 
granted by the United States Supreme Court March 19, 1917 (243 U. S. 
639). Unfortunately, however, owing to the character of the mark and 
the nature of the product on which it was used, the parties have seen fit 
to abandon the case. This case, therefore, will stand as decided by the 
Circuit Court of Appeals, holding that the registration of a mark under 
the Act of 1905, would prevent a later user, in good faith, and in a non- 
competitive territory, from acquiring any rights in the mark, a doctrine 
which the Supreme Court could hardly have done otherwise than confirm. 

In one particular, however, the above decision seems to mark a decided 
advance in the position of the Supreme Court on this subject. None of the 
decisions previously rendered had disturbed the rights of the earliest user 
of the mark, except so far as equitable consideration interfered with his 
assertion of those rights against a designated party. In all the cases here- 
tofore decided, the limitations upon the rights of the earliest user of the 
mark have been predicated upon purely equitable grounds, denying to the 
first user of the mark the full enjoyment of the right to his mark, because 
of estoppel or laches, or by reason of some other equitable consideration 
which would, in the particular case, make it inequitable to apply the rule of 
priority. 

That such is the case is indicated, not only directly by the language 
of the decisions themselves, but indirectly by the recognition of the fact 
that, in case of fraudulent or intentional misappropriation of the mark of 
a prior user, the later user should not be protected. (See Hanover Star 
Milling Co. v Metcalf, 6 T. M. Rep. 149, 158, 161); Rectanus Co. v. United 
Drug Co., 6 T. M. Rep. 28 (40). 

On the other hand, it is solely to equitable ground that we must look 
for such modification of the doctrines as have been introduced into recent 
cases. The United States Circuit Court of Appeals for the Sixth Circuit 
in two decisions rendered under date of November 2, 1915, stated the 
grounds of these decisions in the only manner that will adequately 
reconcile all conflicting decisions upon the subject as follows: 

“Even if we concede to the first appropriator of the mark the prima 
facie right exclusive against all others and everywhere, courts of equity 
will not enforce it where the rules of laches or estoppel make such enforce- 
ment unjust, and that in such case the original owner does not lose his 
general right, but only the power of enforcing it, in a particular territory, 


UNITED DRUG CO. V. THEODORE RECTANUS CQ. 13 


against a specified person and to the extent that plaintiff has acquiesced.” 
Theodore Rectanus Co. v. United Drug Co., 226 Fed. Rep. 545 (550). 

“For the purposes of this case, and without intimating any opinion, we 
give the first appropriator the benefit of the doubt and assume that his 
title is prima facie country-wide and exclusive against all others, and that 
as against all who have no special and superior equity he is entitled to 
carry his trade into the new territory and there to enforce his exclusive 
right.” Gaines & Co. v. Rock Spring Distilling Co., 226 Fed. Rep. 531 
(538). The Supreme Court, in reversing the decision of the Circuit Court 
of Appeals, seems to have approved the doctrine above formulated (8 T. M. 
Rep. 155 [162]). 

It will be seen that these equitable principles, applied to the facts 
before the court, were the sole ground upon which, in the disposition of the 
“Tea Rose” and other similar cases, the courts have seemed to modify the 
extent of the rights acquired by priority of use. 

In the Allen & Wheeler case, the Supreme Court denied to the first 
user of the mark north of the Ohio an injunction against the later user in 
certain southern states, upon equitable grounds; saying that the Hanover 
Company in good faith and without notice of the Allen & Wheeler mark, 
had expended much money and effort in building up its trade in the south- 
western market, so that the latter company was estopped to assert trade- 
mark infringement as to that territory. (Id. 162.) 

In the Metcalf case, the decision was entirely upon grounds of unfair 
competition, the court finding that the Hanover Star Milling Company 
had come to be known in the southern states mentioned as the “Tea 
Rose” mill and the words “Tea Rose” had come to indicate the Hanover’s 
flour and nothing else; that Metcalf knew all this, but was prevented from 
handling the Hanover flour, by the fact that the Hanover Company had 
an exclusive agent in his territory, that Metcalf’s packages were with 
fraudulent intent made to resemble those of the Hanover Company so 
closely, as to deceive the ordinary purchaser. (Id. 165.) 

Thus, it appears that the grounds of the decisions in the “Tea Rose” 
cases were purely equitable, but this fact further appears by negation, 
since the language of the court specifically excepts from the decision any 
question of affirmative trade-mark rights by the Hanover Company in the 
four states named. 

In the Allen & Wheeler case, in denying an injunction against the 
Hanover Company, the court simply protected the company against inter- 
ference with its trade, without declaring that that company possessed any 
affirmative rights of its own; while in the Metcalf case, it stated that the 
adjudication of the Hanover Company’s claim to affirmative rights might, 
if it is necessary, be made upon final hearing of the case, but was not 
adjudicated in that decision. 

In the “Tea Rose” cases, there was not only an absence of fraud on 
the part of the Hanover Star Milling Company, an absence of knowledge 
of the prior title of Allen & Wheeler, but as the court points out, an 
absence of “notice” of such rights. (Jd. 162.) 

Thus it is evident that in the “Tea Rose” cases, very strong equities 
existed in favor of the later appropriator of the mark, and that the case 
affords no warrant for the extension of like indulgence, when these equities 
are absent. 

The decision of the Circuit Court of Appeals in the Rex case (6 T. M. 
Rep. 28) affirmed above, was put squarely upon the ground of defendant’s 
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good faith, lack of knowledge or notice of complainant’s rights, and, 
secondly, complainant’s negligence in making known those rights, negligence 
so gross and long standing as to amount to an estoppel against the com- 
plainant’s assertion of the rights at the time of the suit. 

In the “Rex” case, as in the “Tea Rose” cases, a lack of notice to the 
defendant was pointed out. What would constitute such notice is not 
definitely stated, but, we may fairly presume that the decision of the 
court would have been altered by anything that would rightly have put the 
defendant on inquiry as a reasonably careful and prudent man would have 
made. In the “Tea Rose” cases, there was no registration of the mark, 
under either state or federal statutes. In the “Rex” case, there was a 
registration of the plaintiff’s mark, but it was fifteen years after the de- 
fendant’s adoption and use of the mark. The court said: 

“It may well be that either a federal registration or some suitable ad- 
vertising would, in a particular case, be notice enough to the public, of 
which the defendant was a member, so that every obligation of fairness 
resting on the claimant would be satisfied, and so the defendant would 
have no basis to say that he had been both innocent and diligent, while the 
claimant had been careless and indifferent in creating the situation tend- 
ing to make an estoppel.” (Id. 37.) 

The Supreme Court, however, in dealing with this case, appears now 
to proceed upon different grounds. It quite clearly recognizes the title 
to a trade-mark as a right of property which, being based upon the common 
law of the several states, is limited by the boundaries of the states in 
which it has been acquired. Thus the common law title to a trade-mark 
is boldly announced to be a matter of state recognition and regulation, 
separable as to each state and capable of being vested in as many several 
owners as there are states in the union. It is impossible to deny that such 
is the meaning of this latest expression from our highest court. 

We are thus confronted with the inquiry, how may common law rights, 
acquired by use in the several states, be affected or modified by the federal 
statutes, providing for the protection of marks used in interstate and 
foreign commerce and by registration under those statutes. 

The first question that remains yet undecided is whether registration 
under the Act of 1881 will prevent a later user in good faith and in a 
non-competitive territory from acquiring any rights in the mark. At 
least it must be conceded that such registration would prevent the equities 
from arising in favor of the later user which were the bases of the im- 
munity accorded to him by the decisions discussed above. While that act 
“applied only to commerce with foreign nations or the Indian tribes,” 
(ante, p. 8) it afforded the only means for a public claim by the owner 
of a mark of a right to use his mark in extra-state trade. One about to 
adopt a mark was seemingly bound to know that a trade-mark so registered 
might be used also in interstate commerce and so find out at his peril 
the extent of such use. He should, therefore, be held to have equitable 
notice, by reason of such registration, of whatever he might with due 
diligence ascertain, even though the act does not make registration equiva- 
lent to notice of rights claimed under it (ante, p. 8). 

A second unsettled question is, whether registration under the Act of 
1905 by the first user of the mark in interstate commerce, will cut off 
any or all rights that were or might otherwise have been enjoyed by a later 
user, in good faith and in a non-competitive territory. Both these questions 
are involved in a suit now awaiting decision in the United States District 
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Court for the Eastern District of Wisconsin and which will appear in the 
Reporter in due course. On this subject, we venture the suggestion that 
any one adopting and using a new mark prior to the Act of 1905 was 
bound to take notice of the fact that Congress had not by the Act of 1881 
exhausted its power to legislate with respect to this subject-matter, but 
that it might proceed at any time to legislate with respect to marks used 
in interstate commerce, and that any rights therefore acquired by the use 
of a mark in interstate commerce must be held to be subject to the subse- 
quent exercise by Congress of its authority to legislate with respect to this 
subject. If the protection accorded by the Statute of 1905 is to be re- 
garded as the utmost protection which Congressional legislation is able to 
confer, it must be protection that is exclusive as against other users in 
interstate commerce. There can hardly be one user entitled by Act of 
Congress to use a mark in interstate commerce and another entitled also 
to the use of the same mark in interstate commerce, in spite of the Act 
of Congress. In determining conflicting rights to the use of the mark in 
interstate commerce, it must be held that the first uSer in interstate com- 
merce has a superior right to the registration of the mark and a right 
which by registration becomes an exclusive right to the use of the mark 
in such commerce. It may be admitted that the right of the defendant 
to manufacture and sell its product under the mark in question within a 
single state cannot be reached under the federal statute, but the exclusive 
right granted by the legislation of 1905 to the complainant must be held 


to cut off any right to the use of an infringing mark in commerce between 
states. ] 


INTERNATIONAL News Service v. AgsociaTep Press 
(39 Supreme Ct. Rep. 68) 


United States Supreme Court 
December 23, 1918 


1, Unramr Competition—Wuat Ir Is. 

What is unfair competition in business must be determined with 
particular reference to the character and circumstances of the business. 
The right to relief against unfair competition is not confined to cases 
of the sale of the goods of one man as those of another. 

2. Unratr Competition—Basis or Prorerty Ricut. 

In order to sustain the jurisdiction of equity to restrain the use 
of unfair methods of gathering news, there need be no general and 
absolute property in the news as such. The right to acquire property 
by honest effort is entitled to protection, equally with property itself. 

3. Unram CompetTition—AppropriaTION oF News. 

To appropriate news gathered at the expense of money and effort 
by another, for his own profit, and sell it for profit in competition 
with the former is unfair. 


On writ of certiorari to the United States Circuit Court of 
Appeals for the Second Circuit, to review an order modifying the 
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order of the District Court, granting a preliminary injunction. 
Affirmed. 

For the opinion of the District Court, see 7 T. M. Rep. 436. 
For the opinion of the Circuit Court of Appeals, see 8 T. M. 
Rep. 37. 


Samuel Untermyer, of New York City, Hiram W. Johnson, of 
San Francisco, Cal., and Henry A. Wise and William A. 
De Ford, both of New York City, for petitioner. 

Frederic W. Lehmann, of St. Louis, Mo., for respondent. 


Mr. Justice Pirnry delivered the opinion of the Court. 

The parties are competitors in the gathering and distribution 
of news and its publication for profit in newspapers throughout 
the United States. The Associated Press, which was complainant 
in the District Court, is a cooperative organization, incorporated 
under. the Membership Corporations Law of the state of New York, 
its members being individuals who are either proprietors or repre- 
sentatives of about 950 daily newspapers published in all parts 
of the United States. That a corporation may be organized under 
that act for the purpose of gathering news for the use and benefit 
of its members and for publication in newspapers owned or repre- 
sented by them, is recognized by an amendment enacted in 1901 
(Laws N. Y. 1901, c. 436). Complainant gathers in all parts of 
the world, by means of various instrumentalities of its own, by ex- 
change with its members, and by other appropriate means, news 
and intelligence of current and recent events of interest to news- 
paper readers and distributes it daily to its members for publication 
in their newspapers. The cost of the service, amounting approx- 
imately to $3,500,000 per annum, is assessed upon the members 
and becomes a part of their cost of operation, to be recouped, pre- 
sumably with profit, through the publication of their several news- 
papers. Under complainant’s by-laws each member agrees upon 
assuming membership that news received through complainant’s 
service is received exclusively for publication in a particular news- 
paper, language, and place specified in the certificate of member- 
ship, that no other use of it shall be permitted, and that no member 
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shall furnish or permit any one in his employ or connected with his 
newspaper to furnish any of complainant’s news in advance of 
publication to any person not a member. And each member is re- 
quired to gather the local news of his district and supply it to the 
Associated Press and to no one else. 

Defendant is a corporation organized under the laws of the state 
of New Jersey, whose business is the gathering and selling of news 
to its customers and clients, consisting of newspapers published 
throughout the United States, under contract by which they pay 
certain amounts at stated times for defendant’s service. It has 
widespread news-gathering agencies; the cost of its operations 
amounts, it is said, to more than $2,000,000 per annum; and it 
serves about 400 newspapers located in the various cities of the 
United States and abroad, a few of which are represented, also, in 
the membership of the Associated Press. 

The parties are in the keenest competition between themselves 
in the distribution of news throughout the United States; and so, 
as a rule, are the newspapers that they serve, in their several 
districts. 

Complainant in its bill, defendant in its answer, have set forth 
in almost identical terms the rather obvious circumstances and con- 
ditions under which their business is conducted. The value of the 
service, and of the news furnished, depends upon the promptness 
of transmission, as well as upon the accuracy and impartiality of 
the news; it being essential that the news be transmitted to members 
or subscribers as early or earlier than similar information can be 
furnished to competing newspapers by other news services, and that 
the news furnished by each agency shall not be furnished to news- 
papers which do not contribute to the expense of gathering it. And 
further, to quote from the answer: 


“Prompt knowledge and publication of world-wide news is essential 
to the conduct of a modern newspaper, and by reason of the enormous 
expense incident to the gathering and distribution of such news, the only 
practical way in which a proprietor of a newspaper can obtain the same is 
either through cooperation with a considerable number of other newspaper 
proprietors in the work of collecting and distributing such news, and the 
equitable division with them of the expenses thereof, or by the purchase of 
such news from some existing agency engaged in that business.” 
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The bill was filed to restrain the pirating of complainant’s 
news by defendant in three ways: First, by bribing employees of 
newspapers published by complainant’s members to furnish Asso- 
ciated Press news to defendant before publication, for transmission 
by telegraph and telephone to defendant’s clients for publication by 
them; second, by inducing Associated Press members to violate its 
by-laws and permit defendant to obtain news before publication; 
and, third, by copying news from bulletin boards and from early 
editions of compiainant’s newspapers and selling this, either hodily 
or after rewriting it, to defendant’s customers. 

The District Court, upon consideration of the bill and answer, 
with voluminous affidavits on both sides, granted a preliminary in- 
junction under the first and second heads, but refused at that stage 
to restrain the systematic practice admittedly pursued by defend- 
ant, of taking news bodily from the bulletin boards and early edi- 
tions of complainant’s newspapers and selling it as its own. The 
court expressed itself as satisfied that this practice amounted to 
unfair trade, but as the legal question was one of first impression it 
considered that the allowance of an injunction should await the 
outcome of an appeal. 240 Fed. 983, 996. Both parties having 
appealed, the Circuit Court of Appeals sustained the injunction 
order so far as it went, and upon complainant’s appeal modified it 
and remanded the cause, with directions to issue an injunction also 
against any bodily taking of the words or substance of complainant’s 
news until its commercial value as news had passed away. 245 
Fed. 244, 253, 157 C. C. A. 486. The present writ of certiorari 
was then allowed. 245 U. S. 644, 38 Sup. Ct. 10, 62 L. Ed. 

The only matter that has been argued before us is whether 
defendant may lawfully be restrained from appropriating news 
taken from bulletins issued by complainant or any of its members, 
or from newspapers published by them, for the purpose of selling it 
to defendant’s clients. Complainant asserts that defendant’s ad- 
mitted course of conduct in this regard both violates complainant’s 
property right in the news and constitutes unfair competition in 
business. And notwithstanding the case has proceeded only to the 
stage of a preliminary injunction, we have deemed it proper to con- 
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sider the underlying questions, since they go to the very merits of 
the action and are presented upon facts that are not in dispute. 
As presented in argument, these questions are: (1) Whether there 
is any property in news; (2) whether, if there be property in news 
collected for the purpose of being published, it survives the instant 
of its publication in the first newspaper to which it is communicated 
by the news-gatherer; and (3) whether defendant’s admitted course 
of conduct in appropriating for commercial use matter taken from 
bulletins or early editions of Associated Press publications consti- 
tutes unfair competition in trade. | 

The federal jurisdiction was invoked because of diversity of 
citizenship, not upon the ground that the suit arose under the copy- 
right or other laws of the United States. Complainant’s news 
matter is not copyrighted. It is said that it could not, in practice, 
be copyrighted, because of the large number of dispatches that are 
sent daily; and, according to complainant’s contention, news is not 
within the operation of the copyright act. Defendant, while ap- 
parently conceding this, nevertheless invokes the analogies of the 
law of literary property and copyright, insisting as its principal 
contention that, assuming complainant has a right of property in its 
news, it can be maintained (unless the copyright act be complied 
with) only by being kept secret and confidential, and that upon the 
publication with complainant’s consent of uncopyrighted news of 
any of complainant’s members in a newspaper or upon a bulletin 
board, the right of property is lost, and the subsequent use of the 
news by the public or by defendant for any purpose whatever be- 
comes lawful. 

A preliminary objection to the form in which the suit is brought 
may be disposed of at the outset. It is said that the Circuit Court 
of Appeals granted relief upon considerations applicable to par- 
ticular members of the Associated Press, and that this was erro- 
neous because the suit was brought by complainant as a corporate 
entity, and not by its members; the argument being that their in- 
terests cannot be protected in this proceeding any more than the 
individual rights of a stockholder can be enforced in an action 
brought by the corporation. From the averments of the bill, how- 
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ever, it is plain that the suit in substance was brought for the benefit 
of complainant’s members, and that they would be proper parties, 
and, except for their numbers, perhaps necessary parties. Com- 
plainant is a proper party to conduct the suit as representing their 
interest; and since no specific objection, based upon the want of 
parties, appears to have been made below, we will treat the objection 
as waived. See Equity Rules 38, 43, 44 (33 Sup. Ct. xxix, xxx). 

In considering the general question of property in news matter, 
it is necessary to recognize its dual character, distinguishing between 
the substance of the information and the particular form or colloca- 
tion of words in which the writer has communicated it. 

No doubt news articles often possess a literary quality and are 
the subject of literary property at the common law; nor do we 
question that such an article, as a literary production, is the subject 
of copyright by the terms of the act as it now stands. In an early 
case at the circuit Mr. Justice Thompson held in effect that a news- 
paper was not within the protection of the copyright acts of 1790 
(1 Stat. 124) and 1802 (2 Stat. 171). Clayton v. Stone, 2 Paine 
382, Fed. Cas. No. 2,872. But the present act is broader; it pro- 
vides that the works for which copyright may be secured shall 
include “all the writings of an author,” and specifically mentions 
“periodicals, including newspapers.” Act of March 4, 1909, c. 
320, §§ 4 and 5, 35 Stat. 1075, 1076 (Comp. St. 1916, §§ 9520, 
9521). Evidently this admits to copyright a contribution to a news- 
paper, notwithstanding it also may convey news; and such is the 
practice of the copyright office, as the newspapers of the day bear 
witness. See Copyright Office Bulletin No. 15 (1917) pp. 7, 14, 
16, 17. 

But the news element—the information respecting current 
events contained in the literary production—is not the creation of 
the writer, but is a report of matters that ordinarily are publici 
juris; it is the history of the day. It is not to be supposed that 
the framers of the Constitution, when they empowered Congress 
“to promote the progress of science and useful arts, by securing for 
limited times to authors and inventors the exclusive right to their 
respective writings and discoveries” (Const. art. 1, § 8, par. 8), 
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intended to confer upon one who might happen to be the first to 
report on an ‘historic event the exclusive right for any period to 
spread the knowledge of it. 

We need spend no time, however, upon the general question of 
property in news matter at common law, or the application of the 
copyright act, since it seems to us the case must turn upon the 
question of unfair competition in business. And, in our opinion, 
this does not depend upon any general right of property analogous 
to the common law right of the proprietor of an unpublished work 
to prevent its publication without his consent; nor is it foreclosed 
by showing that the benefits of the copyright act have been waived. 
We are dealing here not with restrictions upon publication but with 
the very facilities and processes of publication. The peculiar value 
of news is in the spreading of it while it is fresh; and it is evident 
that a valuable property interest in the news, as news, cannot be 
maintained by keeping it secret. Besides, except for matters im- 
properly disclosed, or published in breach of trust or confidence, or 
in violation of law, none of which is involved in this branch of the 
case, the news of current events may be regarded as common prop- 
erty. What we are concerned with is the business of making it 
known to the world, in which both parties to the present suit are 
engaged. That business consists in maintaining a prompt, sure, 
steady and reliable service designed to place the daily events of the 
world at the breakfast table of the millions at a price that, while of 
trifling moment to each reader, is sufficient in the aggregate to 
afford compensation for the cost of gathering and distributing it, 
with the added profit so necessary as an incentive to effective action 
in the commercial world. The service thus performed for news- 
paper readers is not only innocent but extremely useful in itself, 
and indubitably constitutes a legitimate business. The parties are 
competitors in this field; and, on fundamental principles, applicable 
here as elsewhere, when the rights or privileges of the one are liable 
to conflict with those of the other, each party is under a duty so to 
conduct its own business as not unnecessarily or unfairly to injure 
that of the other. Hitchman Coal & Coke Co. v. Mitchell, 245 
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U. S. 229, 254, 38 Sup. Ct. 65, 62 L. Ed. 260, L. R. A. 1918C, 497, 
Ann. Cas. 1918B, 461. 

Obviously, the question of what is unfair competition in business 
must be determined with particular reference to the character and 


circumstances of the business. The question here is not so much 
the rights of either party as against the public but their rights as 
between themselves. See Morison v. Moat, 9 Hare, 241,258. And, 
although we may and do assume that neither party has any re- 
maining property interest as against the public in uncopyrighted 
news matter after the moment of its first publication, it by no means 
follows that there is no remaining property interest in it as between 
themselves. For, to both of them alike, news matter, however little 
susceptible of ownership or dominion in the absolute sense, is stock 
in trade, to be gathered at the cost of enterprise, organization, skill, 
labor and money, and to be distributed and sold to those who will 
pay money for it, as for any other merchandise. Regarding the 
news, therefore, as but the material out of which both parties are 
seeking to make profits at the same time and in the same field, we 
hardly can fail to recognize that for this purpose, and as between 
them, it must be regarded as quasi property, irrespective of the 
rights of either as against the public. 

In order to sustain the jurisdiction of equity over the con- 
troversy, we need not affirm any general and absolute property in 
the news as such. The rule that a court of equity concerns itself 
only in the protection of property rights treats any civil right of 
a pecuniary nature as a property right (In re Sawyer, 124 U. S. 
200, 210, 8 Sup. Ct. 482, 31 L. Ed. 402; In re Debs, 158 U. S. 564, 
5938, 15 Sup. Ct. 900, 39 L. Ed. 1092); and the right to acquire 
property by honest labor or the conduct of a lawful business is 
as much entitled to protection as the right to guard property al- 
ready acquired (T'ruazr v. Raich, 239 U. S. 33, 37-38, 86 Sup. Ct. 
7, 60 L. Ed. 131, L. R. A. 1916D, 545, Ann. Cas. 1917B, 2838; 
Brennan v. United Hatters, 73 N. J. Law, 729, 742, 65 Atl. 165, 
9L. R. A. [N. S.] 254, 118 Am. St. Rep. 727, 9 Ann. Cas. 698; 
Barr v. Essex Trades Council, 58 N. J. Eq. 101, 80 Atl. 881). It 
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is this right that furnishes the basis of the jurisdiction in the or- 
dinary case of unfair competition. 

The question, whether one who has gathered general informa- 
tion or. news at pains and expense for the purpose of subsequent 
publication through the press has such an interest in its publication 
as may be protected from interference, kas been raised many times, 
although never, perhaps, in the precise form in which it is now 
presented. 

Board of Trade v. Christie Grain & Stock Co., 198 U. S. 236, 
250, 25 Sup. Ct. 637, 49 L. Ed. 1031, related to the distribution of 
quotations of prices on dealings upon a board of trade, which were 
collected by plaintiff and communicated on confidential terms to 
numerous persons under a contract not to make them public. This 
court held that, apart from certain special objections that were 
overruled, plaintiff's collection of quotations was entitled to the pro- 
tection of the law; that, like a trade secret, plaintiff might keep to 
itself the work done at its expense, and did not lose its right by 
communicating the result to persons, even if many, in confidential 
relations to itself, under a contract not to make it public; and that 
strangers should be restrained from getting at the knowledge by 
inducing a breach of trust. 

In National Tel. News Co. v. Western Union Tel. Co., 119 
Fed. 294, 56 C. C. A. 198, 60 L. R. A. 805, the Circuit Court of 
Appeals for the Seventh Circuit dealt with news matter gathered 
and transmitted by a telegraph company, and consisting merely of 
a notation of current events having but a transient value due to 
quick transmission and distribution; and, while declaring that this 
was not copyrightable although printed on a tape by tickers in the 
offices of the recipients, and that it was a commercial not a literary 
product, nevertheless held that the business of gathering and com- 
municating the news—the service of purveying it—was a legitimate 
business, meeting a distinctive commercial want and adding to the 
facilities of the business world, and partaking of the nature of prop- 
erty in a sense that entitled it to the protection of a court of equity 
against piracy. 

Other cases are cited, but none that we deem it necessary to 
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mention. Not only do the acquisition and transmission of news re- 
quire elaborate organization and a large expenditure of money, skill 
and effort; not only has it an exchange value to the gatherer, de- 
pendent chiefly upon its novelty and freshness, the regularity of the 
service, its reputed reliability and thoroughness, and its adaptability 
to the public needs; but also, as is evident, the news has an exchange 
value to one who can misappropriate it. 

The peculiar features of the case arise from the fact that, while 
novelty and freshness form so important an element in the success 
of the business, the very processes of distribution and publication 
necessarily occupy a good deal of time. Complainant’s service, as 
well as defendant’s, is a daily service to daily newspapers; most of 
the foreign news reaches this country at the Atlantic seaboard, 
principally at the city of New York, and because of this, and of 
time differentials due to the earth’s rotation, the distribution of 
news matter throughout the country is principally from east to west; 
and, since in speed the telegraph and telephone easily outstrip the 
rotation of the earth, it is a simple matter for defendant to take 
complainant’s news from bulletins or early editions of complainant’s 
members in the eastern cities and at the mere cost of telegraphic 
transmission cause it to be published in western papers issued at 
least as early as those served by complainant. Besides this, and 
irrespective of time differentials, irregularities in telegraphic trans- 
mission on different lines, and the normal consumption of time in 
printing and distributing the newspaper, result in permitting pirated 
news to be placed in the hands of defendant’s readers sometimes 
simultaneously with the service of competing Associated Press 
papers, occasionally even earlier. 

Defendant insists that when, with the sanction and approval of 
complainant, and as the result of the use of its news for the very 
purpose for which it is distributed, a portion of complainant’s 
members communicate it to the general public by posting it upon 
bulletin boards so that all may read, or by issuing it to newspapers 
and distributing it indiscriminately, complainant no longer has the 
right to control the use to be made of it; that when it thus reaches 
the light of day it becomes the common possession of all to whom 
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it is accessible; and that any purchaser of a newspaper has the 
right to communicate the intelligence which it contains to anybody 
and for any purpose, even for the purpose of selling it for profit 
to newspapers published for profit in competition with complainant's 
members. 

The fault in the reasoning lies in applying as a test the right 
of the complainant as against the public, instead of considering 
the rights of complainant and defendant, competitors in business, 
as between themselves. The right of the purchaser of a single 
newspaper to spread knowledge of its contents gratuitously, for 
any legitimate purpose not unreasonably interfering with com- 
plainant’s right to make merchandise of it, may be admitted; but 
to transmit that news for commercial use, in competition with com- 
plainant—which is what defendant has done and seeks to justify— 
is a very different matter. In doing this defendant, by its very 
act, admits that it is taking material that has been acquired by 
complainant as the result of organization and the expenditure of 
labor, skill and money, and which is salable by complainant for 
money, and that defendant in appropriating it and selling it as its 
own, is endeavoring to reap where it has not sown, and by disposing 
of it to newspapers that are competitors of complainant’s members 
is appropriating to itself the harvest of those who have sown. 
Stripped of all disguises, the process amounts to an unauthorized 
interference with the normal operation of complainant’s legitimate 
business precisely at the point where the profit is to be reaped, in 
order to divert a material portion of the profit from those who have 
earned it to those who have not; with special advantage to de- 
fendant in the competition because of the fact that it is not bur- 
dened with any part of the expense of gathering the news. The 
transaction speaks for itself and a court of equity ought not to 
hesitate long in characterizing it as unfair competition in business. 

The underlying principle is much the same as that which lies 
at the base of the equitable theory of consideration in the law of 
trusts—that he who has fairly paid the price should have the bene- 
ficial use of the property. Pom. Eq. Jur. § 981. It is no answer 
to say that complainant spends its money for that which is too 
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fugitive or evanescent to be the subject of property. That might, 
and for the purposes of the discussion we are assuming that it would, 
furnish an answer in a common law controversy. But in a court 
of equity, where the question is one of unfair competition, if that 
which complainant has acquired fairly at substantial cost may be 
sold fairly at substantial profit, a competitor who is misappropriat- 
ing it for the purpose of disposing of it to his own profit and to the 
disadvantage of complainant cannot be heard to say that it is too 
fugitive or evanescent to be regarded as property. It has all the 
attributes of property necessary for determining that a misappro- 
priation of it by a competitor is unfair competition because contrary 
to good conscience. 

The contention that the news is abandoned to the public for all 
purposes when published in the first newspaper is untenable. Aban- 
donment is a question of intent, and the entire organization of the 
Associated Press negatives such a purpose. The cost of the service 
would be prohibited if the reward were to be so limited. No single 
newspaper, no small group of newspapers, could sustain the ex- 
penditure. Indeed, it is one of the most obvious results of de- 
fendant’s theory that, by permitting indiscriminate publication by 
anybody and everybody for purposes of profit in competition with 
the news-gatherer, it would render publication profitless, or so 
little profitable as in effect to cut off the service by rendering the 
cost prohibitive in comparison with the return. The practical 
needs and requirements of the business are reflected in complain- 
ant’s by-laws which have been referred to. Their effect is that 
publication by each member must be deemed not by any means an 
abandonment of the news to the world for any and all purposes, 
but a publication for limited purposes; for the benefit of the readers 
of the bulletin or the newspaper as such; not for the purpose of 
making merchandise of it as news, with the result of depriving com- 
plainant’s other members of their reasonable opportunity to obtain 
just returns for their expenditures. 

It is to be observed that the view we adopt does not result in 
giving to complainant the right to monopolize either the gathering 
or the distribution of the news, or, without complying with the 
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copyright act, to prevent the reproduction of its news articles, but 
only postpones participation by complainant’s competitor in the 
processes of distribution and reproduction of news that it has not 
gathered, and only to the extent necessary to prevent that competitor 
from reaping the fruits of complainant’s efforts and expenditure, 
to the partial exclusion of complainant and in violation of the prin- 
ciple that underlies the maxim “sic utere tuo,” ete. 

It is said that the elements of unfair competition are lacking 
because there is no attempt by defendant to palm off its goods as 
those of the complainant, characteristic of those most familiar, if 
not the most typical, cases of unfair competition. Howe Scale Co. 
v. Wyckoff, Seamans, etc., 198 U. S. 118, 140, 25 Sup. Ct. 609, 
49 L. Ed. 972. But we cannot concede that the right to equitable 
relief is confined to that class of cases. In the present case the 
fraud upon complainant’s rights is more direct and obvious. Re- 
garding news matter as the mere material from which these two 
competing parties are endeavoring to make money, and treating it, 
therefore, as quasi property for the purposes of their business because 
they are both selling it as such, defendant’s conduct differs from 
the ordinary case of unfair competition in trade principally in this 
that, instead of selling its own goods as those of complainant, it 
substitutes misappropriation in the place of misrepresentation, and 
sells complainant’s goods as its own. 

Besides the misappropriation, there are elements of imitation, 
of false pretense, in defendant’s practices. The device of rewriting 
complainant’s news articles, frequently resorted to, carries its own 
comment. The habitual failure to give credit to complainant for 
that which is taken is significant. Indeed, the entire system of 
appropriating complainant’s news and transmitting it as a commer- 
cial product to defendant’s clients and patrons amounts to a false 
representation to them and to their newspaper readers that the news 
transmitted is the result of defendant’s own investigation in the 
field. But these elements, although accentuating the wrong, are 
not the essence of it. It is something more than the advantage of 
celebrity of which complainant is being deprived. 

The doctrine of unclean hands is invoked as a bar to relief; it 
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being insisted that defendant’s practices against which complainant 
seeks an injunction are not different from the practice attributed to 
complainant, of utilizing defendant’s news published by its sub- 
scribers. At this point it becomes necessary to consider a distinc- 
tion that is drawn by complainant, and, as we understand it, was 
recognized by defendant also in the submission of proofs in the 
District Court, between two kinds of use that may be made by one 
news agency of news taken from the bulletins and newspapers of 
the other. The first is the bodily appropriation of a statement of 
fact or a news article, with or without rewriting, but without in- 
dependent investigation or other expense. This form of pirating 
was found by both courts to have been pursued by defendant sys- 
tematically with respect to complainant’s news, and against it the 
Circuit Court of Appeals granted an injunction. This practice 
complainant denies having pursued and the denial was sustained 
by the finding of the District Court. It is not contended by de- 
fendant that the finding can be set aside, upon the proofs as they 
now stand. The other use is to take the news of a rival agency as 
a “tip” to be investigated, and if verified by independent investiga- 
tion, the news thus gathered is sold. This practice complainant ad- 
mits that it has pursued and still is willing that defendant shall 
employ. 

Both courts held that complainant could not be debarred on the 
ground of unclean hands upon the score of pirating defendant’s 
news, because not shown to be guilty of sanctioning this practice. 

As to securing “tips” from a competing news agency the 
District Court (240 Fed. 991, 995), while not sanctioning the prac- 
tice, found that both parties had adopted it in accordance with 
common business usage, in the belief that their conduct was tech- 
nically lawful and hence did not find in it any sufficient ground for 
attributing unclean hands to complainant. The Circuit Court of 
Appeals (245 Fed. 247, 157 C. C. A. 436) found that the tip habit, 
though discouraged by complainant, was “incurably journalistic,” 
and that there was “no difficulty in discriminating between the 
utilization of tips and the bodily appropriation of another’s labor 
in accumulating and stating information.” 
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We are inclined to think a distinction may be drawn between 
the utilization of tips and the bodily appropriation of news matter, 
either in its original form or after rewriting and without independent 
investigation and verification; whatever may appear at the final 
hearing, the proofs as they now stand recognize such a distinction ; 
both parties avowedly recognize the practice of taking tips, and 
neither party alleges it to be unlawful or to amount to unfair com- 
petition in business. In a line of English cases a somewhat anal- 
ogous practice has been held not to amount to an infringement of 
the copyright of a directory or other book containing compiled in- 
formation. In Kelly v. Morris, L. R. 1 Eq. 697, 701, 702, Vice- 
Chancellor Sir William Page Wood (afterwards Lord Hatherly), 
dealing with such a case, said that defendant was 


“not entitled to take one word of the information previously published 
without independently working out the matter for himself, so as to arrive 
at the same result from the same common sources of information, and the 
only use that he can legitimately make of a previous publication is to verify 
his own calculations and results when obtained.” 


This was followed by Vice-Chancellor Giffard in Morris v. 
Ashbee, L. R. 7 Eq. 34, where he said: 

“In a case such as this no one has a right to take the results of the 
labour and expense incurred by another for the purposes of a rival publi- 
cation, and thereby save himself the expense and labour of working out 
and arriving at these results by some independent road.” 

A similar view was adopted by Lord Chancellor Hatherly 
and the former Vice-Chancellor, then Giffard, L. J., in Pike v. 
Nicholas, L. R. 5 Ch. App. Cas. 251, and shortly afterwards by 
the latter judge in Morris v. Wright, L. R. 5 Ch. App. Cas. 279, 
287, where he said, commenting upon Pike v. Nicholas: 


“It was a perfectly legitimate course for the defendant to refer to the 
plaintiff’s book, and if, taking that book as his guide, he went to the original 
authorities and compiled his book from them, he made no unfair or im- 
proper use of the plaintiffs book; and so here, if the fact be that Mr. 
Wright used the plaintiff's book in order to guide himself to the persons 
on whom it would be worth his while to call, and for no other purpose, he 
made a perfectly legitimate use of the plaintiff’s book.” 


A like distinction was recognized by the Circuit Court of Ap- 
peals for the Second Circuit in Edward Thompson Co. v. American 
Law Book Co., 122 Fed. 922, 59 C. C. A. 148, 62 L. R. A. 607 and 














30 NINE TRADE-MARK REPORTER 


in West Pub. Co. v. Edward Thompson Co., 176 Fed. 833, 838, 
100 C, C. A. 303. 

In the case before us, in the present state of the pleadings and 
proofs, we need go no further than to hold, as we do, that the ad- 
mitted pursuit by complainant of the practice of taking news items 
published by defendant’s subscribers as tips to be investigated, 
and, if verified, the result of the investigation to be sold—the 
practice having been followed by defendant also, and by news agen- 
cies generally—is not shown to be such as to constitute an uncon- 
scientious or inequitable attitude towards its adversary so as to fix 
upon complainant the taint of unclean hands, and debar it on this 
ground from the relief to which it is otherwise entitled. 

There is some criticism of the injunction that was directed by 
the District Court upon the going down of the mandate from the 
Circuit Court of Appeals. In brief, it restrains any taking or 
gainfully using of the complainant’s news, either bodily or in sub- 
stance from bulletins issued by the complainant or any of its mem- 
bers, or from editions of their newspapers, “until its commercial 
value as news to the complainant and all of its members has passed 
away.’ The part complained of is the clause we have italicized; 
but if this be indefinite, it is no more so than the criticism. Per- 
haps it would be better that the terms of the injunction be made 
specific, and so framed as to confine the restraint to an extent con- 
sistent with the reasonable protection of complainant’s newspapers, 
each in its own area and for a specified time after its publication, 
against the competitive use of pirated news by defendant’s cus- 
tomers. But the case presents practical difficulties; and we have 
not the materials, either in the way of a definite suggestion of 
amendment, or in the way of proofs, upon which to frame a specific 
injunction; hence, while not expressing approval of the form 
adopted by the District Court, we decline to modify it at this pre- 
liminary stage of the case, and will leave that court to deal with 
the matter upon appropriate application made to it for the pur- 


pose. 


The decree of the Circuit Court of Appeals will be affirmed. 
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Mr. Justice CLarke took no part in the consideration or deci- 
sion of this case. 


Mr. Justice Hoimes, dissenting. 

When an uncopyrighted combination of words is published 
there is no general right to forbid other people repeating them— 
in other words there is no property in the combination or in the 
thoughts or facts that the words express. Property, a creation of 
law, does not arise from value, although exchangeable—a matter 
of fact. Many exchangeable values may be destroyed intentionally 
without compensation. Property depends upon exclusion by law 
from interference and a person is not excluded from using any 
combination of words merely because some one has used it before, 
even if it took labor and genius to make it. If a given person is to 
be prohibited from making the use of words that his neighbors are 
free to make some other ground must be found. One such ground 
is vaguely expressed in the phrase unfair trade. This means that 
the words are repeated by a competitor in business in such a way 
as to convey a misrepresentation that materially injures the person 
who first used them, by appropriating credit of some kind which 
the first user has earned. The ordinary case is a representation 
by device, appearance, or other indirection that the defendant’s 
goods come from the plaintiff. But the only reason why it is action- 
able to make such a representation is that it tends to give the de- 
fendant an advantage in his competition with the plaintiff and that 
it is thought undesirable that an advantage should be gained in 
that way. Apart from that the defendant may use such unpatented 
devices and uncopyrighted combinations of words as he likes. The 
ordinary case, I say, is palming off the defendant’s product as the 
plaintiff's but the same evil may follow from the opposite false- 
hood—from saying whether in words or by implication that the 
plaintiff's product is the defendant’s, and that, it seems to me, is 
what has happened here. 

Fresh news is obtained only by enterprise and expense. To pro- 
duce such news as it is produced by the defendant represents by 
implication that it has been acquired by the defendant’s enterprise 
and at its expense. When it comes from one of the great news col- 
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lecting agencies like the Associated Press, the source generally is 
indicated, plainly importing that credit; and that such a representa- 
tion is implied may be inferred with some confidence from the un- 
willingness of the defendant to give the credit and tell the truth. 
If the plaintiff produces the news at the same time that the de- 
fendant does, the defendant’s presentation impliedly denies to the 
plaintiff the credit of collecting the facts and assumes that credit 
to the defendant. If the plaintiff is later in western cities it 
naturally will be supposed to have obtained its information from the 
defendant. The falsehood is a little more subtle, the injury, a 
little more indirect, than in ordinary cases of unfair trade, but I 
think that the principle that condemns the one condemns the other. 
It is a question of how strong an infusion of fraud is necessary to 
turn a flavor into a poison. The dose seems to me strong enough 
here to need a remedy from the law. But as, in my view, the only 
ground of complaint that can be recognized without legislation is 
the implied misstatement, it can be corrected by stating the truth; 
and a suitable acknowledgment of the source is all that plaintiff 
can require. I think that within the limits recognized by the deci- 
sion of the court the defendant should be enjoined from publish- 
ing news obtained from the Associated Press for hours after 
publication by the plaintiff unless it gives express credit to the 
Associated Press; the number of hours and the form of acknowl- 
edgment to be settled by the District Court. 


Mr. Justice McKenna concurs in this opinion. 


Mr. Justice Branpets, dissenting. 

There are published in the United States about 2,500 daily pa- 
pers.* More than 800 of them are supplied with domestic and foreign 
news of general interest by the Associated Press—a corporation 
without capital stock which does not sell news or earn or seek to 
earn profits, but serves merely as an instrumentality, by means of 
which these papers supply themselves at joint expense with such 
news. Papers not members of the Associated Press depend for 





*See American Newspaper Annual and Directory (1918) pp. 4, 10, 
1193-1212. 
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their news of general interest largely upon agencies organized for 
profit.2 Among these agencies is the International News Service 
which supplies news to about 400 subscribing papers. It has, like 
the Associated Press, bureaus and correspondents in this and foreign 
countries; and its annual expenditures in gathering and distributing 
news is about $2,000,000. Ever since its organization in 1909, it 
has included among the sources from which it gathers news, copies 
(purchased in the open market) of early editions of some papers 
published by members of the Associated Press and the bulletins 
publicly posted by them. These items, which constitute but a small 
part of the news transmitted to its subscribers, are generally verified 
by the International News Service before transmission; but fre- 
quently items are transmitted without verification; and occasionally 
even without being rewritten. In no case is the fact disclosed that 
such item was suggested by or taken from a paper or bulletin pub- 
lished by an Associated Press member. 

No question of statutory copyright is involved. The sole ques- 
tion for our consideration is this: Was the International News 
Service properly enjoined from using, or causing to be used gain- 
fully, news of which it acquired knowledge by lawful means 
(namely, by reading publicly posted bulletins or papers purchased 
by it in the open market) merely because the news had been orig- 
inally gathered by the Associated Press and continued to be of 
value to some of its members, or because it did not reveal the source 
from which it was acquired? 

The “ticker” cases, the cases concerning literary and artistic 
composition and cases of unfair competition were relied upon in 
support of the injunction. But it is admitted that none of those 
cases affords a complete analogy with that before us. The question 
presented for decision is new, and it is important. 


* The Associated Press, by Frank B. Noyes, Sen. Doc. No. 27, 63d Con- 
gress, First Session. In a brief filed in this court by counsel for the Asso- 
ciated Press the number of its members is stated to be 1030. Some mem- 
bers of the Associated Press are also subscribers to the International News 
Service. 

Strictly the member is not the publishing concern, but an individual 
who is the sole or part owner of a newspaper, or an executive officer of a 
company which owns one. By-laws, article II, section 1. 
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News is a report of recent occurrences. The business of the 
news agency is to gather systematically knowledge of such occur- 
rences of interest and to distribute reports thereof. The Asso- 
ciated Press contended that knowledge so acquired is property, 
because it costs money and labor to produce and because it has 
value for which those who have it not are ready to pay; that it re- 
mains property and is entitled to protection as long as it has com- 
mercial value as news; and that to protect it effectively, the de- 
fendant must be enjoined from making, or causing to be made, any 
gainful use of it while it retains such value. An essential element 
of individual property is the legal right to exclude others from 
enjoying it. If the property is private, the right of exclusion may 
be absolute; if the property is affected with a public interest, the 
right of exclusion is qualified. But the fact that a product of the 
mind has cost its producer money and labor, and has a value for 
which others are willing to pay, is not sufficient to ensure to it this 
legal attribute of property. The general rule of law is that the 
noblest of human productions—knowledge, truths ascertained, con- 
ceptions, and ideas—becomes, after voluntary communication to 
others, free as the air to common use. Upon these incorporeal pro- 
ductions the attribute of property is continued after such communi- 
cation only in certain classes of cases where public policy has seemed 
to demand it. These exceptions are confined to productions which, 
in some degree, involve creation, invention, or discovery. But by 
no means are all such endowed with this attribute of property. 
The creations which are recognized as property by the common law 
are literary, dramatic, musical and other artistic creations; and 
these have also protection under the copyright statutes. The in- 
ventions and discoveries upon which this attribute of property is 
conferred only by statute, are the few comprised within the patent 
law. There are also many other cases in which courts interfere to 
prevent curtailment of plaintiff's enjoyment of incorporeal produc- 
tions; and in which the right to relief is often called a property 
right, but is such only in a special sense. In those cases, the plain- 
tiff has no absolute right to the protection of his production; he has 
merely the qualified right to be protected as against the defendant’s 
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acts, because of the special relation in which the latter stands or 
the wrongful method or means employed in acquiring the knowledge 
or the manner in which it is used. Protection of this character is 
afforded where the suit is based upon breach of contract or of trust 
or upon unfair competition. 

The knowledge for which protection is sought in the case at 
bar is not of a kind upon which the law has heretofore conferred 
the attributes of property; nor is the manner of its acquisition or 
use nor the purpose to which it is applied, such as has heretofore 
been recognized as entitling a plaintiff to relief. 

First. Plaintiff's principal reliance was upon the “ticker” 
cases; but they do not support its contention. The leading cases on 
this subject rest the grant of relief, not upon the existence of a 
general property right in news, but upon the breach of a contract 
or trust concerning the use of news communicated; and that ele- 
ment is lacking here. In Board of Trade v. Christie Grain & 
Stock Co., 198 U. S. 236, 250, 25 Sup. Ct. 687, 689 (49 L. Ed. 
1031) the court said the Board 


“does not lose its rights by communicating the result [the quotations] to 
persons, even if many, in confidential relations to itself, under a contract 
not to make it public, and strangers to the trust will be restrained from 
getting at the knowledge by inducing a breach of trust and using knowledge 
obtained by such a breach.” 

And it is also stated there (198 U. S. 251, 25 Sup. Ct. 640, 
49 L. Ed. 1081): 


“Time is of the essence in matters like this, and it fairly may be said 
that, if the contracts with the plaintiff are kept, the information will not 
become public property until the plaintiff has gained its reward.” 

The only other case in this court which relates to this subject 
is Hunt v. N. Y. Cotton Exchange, 205 U. S. 322, 27 Sup. Ct. 529, 
51 L. Ed. 821. While the opinion there refers the protection to a 
general property right in the quotations, the facts are substantially 
the same as those in the Christie Case, which is the chief authority 
on which the decision is based. Of the cases in the lower. federal 
courts and in the state courts it may be said, that most of them too 
can, on their facts, be reconciled with this principle, though much 
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of the language of the courts cannot be.* In spite of anything that 
may appear in these cases to the contrary it seems that the true 
principle is stated in the Christie Case, that the collection of quota- 
tions “‘stands like a trade secret.” And in Dr. Miles Medical Co. 
v. Park & Sons Co., 220 U. S. 878, 402, 31 Sup. Ct. 376, 382 (55 
L. Ed. 502), this court says of a trade secret: 


“Any one may use it who fairly, by analysis and experiment, discovers 
it. But the complainant is entitled to be protected against invasion of 
its right in the process by fraud or by breach of trust or contract.” 


See John D. Park & Sons Co. v. Hartman, 153 Fed. 24, 29, 
82 C.C. A. 158,12 L. R. A. (N.S.) 135. 

The leading English case, Exchange Telegraph Co. v. Gregory 
& Co. [1896]1 Q. B. 147, is also rested clearly upon a breach of 
contract or trust, although there is some reference to a general 
property right. The later English cases seem to have rightly un- 
derstood the basis of the decision, and they have not sought to ex- 
tend it further than was intended. Indeed, we find the positive 
suggestion in some cases that the only ground for relief is the man- 
ner in which knowledge of the report of the news was acquired.* 


’Board of Trade of City of Chicago v. Tucker, 221 Fed. 305, 137 
C. C. A. 255; Board of Trade of City of Chicago v. Price, 213 Fed. 336, 
130 C. C. A. 302; McDearmott Commission Co. v. Board of Trade of City 
of Chicago, 146 Fed. 961, 77 C. C. A. 479, 7 L. R. A. (N. S.) 889, 8 Ann. 
Cas. 759; Board of Trade v. Cella Commission Co., 145 Fed. 28, 76 C. C. A. 
28; National Tel. News Co. v. Western Union Tel. Co., 119 Fed. 294, 56 
Cc. C. A. 198, 60 L. R. A. 805; Illinois Commission Co. v. Cleveland Tel. Co., 
119 Fed. 301, 56 C. C. A. 205; Board of Trade v. Hadden-Krull Co. (C. C.) 
109 Fed. 705; Cleveland Tel. Co. v. Stone (C. C.) 105 Fed. 794; Board of 
Trade v. C. B. Thomson Commission Co. (C. C.) 103 Fed. 902; Kiernan v. 
Manhattan Quotation Telegraph Co., 50 How. Prac. (N. Y.) 194. The bill 
in F. W. Dodge Co. v. Construction Information Co., 183 Mass. 62, 66 
N. E. 204, 60 L. R. A. 810, 97 Am. St. Rep. 412, was expressly based on 
breach of contract or of trust. It has been suggested that a Board of 
Trade has a right of property in its quotations because the facts reported 
originated in its exchange. The point has been mentioned several times 
in the cases, but no great importance seems to have been attached to it. 

*In Exchange Telegraph Co., Ltd. v. Howard, 22 Times Law Rep. 375, 
377, it is intimated that it would be perfectly permissible for the defendant 
to take the score from a newspaper supplied by the plaintiff and publish 
it. And it is suggested in Exchange Telegraph Co., Ltd. v. Central News, 
Ltd., [1897] 2 Ch. 48, 54, that there are sources from which the defendant 
might be able to get the information collected by the plaintiff and publish 
it without committing any wrong. Copinger, Law of Copyright (5th Ed.) 
p. 35, explains the Gregory Case on the basis of the breach of confidence 
involved. Richardson, Law of Copyright, p. 39, also inclines to put the 
case “on the footing of implied confidence.” 
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If the news involved in the case at bar had been posted in 
violation of any agreement between the Associated Press and its 
members, questions similar to those in the “ticker” cases might have 
arisen. But the plaintiff does not contend that the posting was 
wrongful or that any papers were wrongfully issued by its sub- 
scribers. On the contrary it is conceded that both the bulletins and 
the papers were issued in accordance with the regulations of the 
plaintiff. Under such circumstances, for a reader of the papers 
purchased in the open market, or a reader of the bulletins publicly 
posted, to procure and use gainfully, information therein contained, 
does not involve inducing any one to commit a breach either of con- 
tract or of trust, or committing or in any way abetting a breach of 
confidence. 

Second. Plaintiff also relied upon the cases which hold that 
the common law right of the producer to prohibit copying is not 
lost by the private circulation of a literary composition, the delivery 
of a lecture, the exhibition of a painting, or the performance of a 
dramatic or musical composition.’ These cases rest upon the ground 
that the common law recognizes such productions as property which, 
despite restricted communication, continues until there is a dedica- 
tion to the public under the copyright statutes or otherwise. But 
they are inapplicable for two reasons: (1) At common law, as under 
the copyright acts, intellectual productions are entitled to such pro- 
tection only if there is underneath something evincing the mind of 
a creator or originator, however modest the requirement. The mere 
record of isolated happenings, whether in words or by photographs 


° Ferris v. Frohman, 223 U. S. 424, 32 Sup. Ct. 263, 56 L. Ed. 492; 
American Tobacco Co. v. Werckmeister, 207 U. S. 284, 299, 28 Sup. Ct. 72, 
52 L. Ed. 208, 12 Ann. Cas. 595; Universal Film Mfg. Co. v. Copperman, 
218 Fed. 577, 134 C. C. A. 305; Werckmeister v. American Lithographic 
Co., 134 Fed. 321, 69 C. C. A. 553, 68 L. R. A. 591; Drummond v. Altemus 
(C. C.) 60 Fed. 338; Boucicault v. Hart, 13 Blatchf. 47, Fed. Cas. No. 
1692; Crowe v. Aiken, 2 Biss. 208, Fed. Cas. No. 3441; Boucicault v. Fox, 5 
Blatchf. 87, Fed. Cas. No. 1691; Bartlett v. Crittenden, 5 McLean, 32, Fed. 
Cas. No. 1076; Bartlett v. Chittenden, 4 McLean, 300, Fed. Cas. No. 1082; 
Tompkins v. Halleck, 183 Mass. 32, 43 Am. Rep. 480; Aronson v. Baker, 
43 N. J. Eq. 365, 12 Atl. 177; Caird v. Sime, L. R. 12 App. Cas. 326; Nicols 
v. Pitman, L. R. 26 Ch. D. 374; Abernethy v. Hutchinson, 3 L. J. (O. S.) 
Ch. 209; Turner v. Robinson, 10 Ir. Eq. Rep. 121. 
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not involving artistic skill, are denied such protection.© (2) At 
common law, as under the copyright acts, the element in intellectual 
productions which secures such protection is not the knowledge, 
truths, ideas, or emotions which the composition expresses, but the 
form or sequence in which they are expressed; that is, “some new 
collocation of visible or audible points—of lines, color, sounds, or 
words.” See White-Smith Music Co. v. Apollo Co., 209 U. S. 1, 
19, 28 Sup. Ct. 319, 52 L. Ed. 655, 14 Ann. Cas. 628; Kalem Co. v. 
Harper Bros., 222 U. S. 55, 68, 32 Sup. Ct. 20, 56 L. Ed. 92, Ann. 
Cas. 1918A, 1285. An author’s theories, suggestions and specula- 
tions, or the systems, plans, methods and arrangements of an 
originator, derive no such protection from the statutory copyright 
of the book in which they are set forth;’ and they are likewise 
denied such protection at common law.* 

That news is not property in the strict sense is illustrated by 
the case of Sports and General Press Agency, Ltd. v. “Our Dogs” 
Publishing Co., Ltd. [1916] 2 K. B. 880, where the plaintiff, the 
assignee of the right to photograph the exhibits at a dog show, was 
refused an injunction against defendant who had also taken pictures 
of the show and was publishing them. The court said that, except 
in so far as the possession of the land occupied by the show enabled 
the proprietors to exclude people or permit them on condition that 
they agree not to take photographs (which condition was not im- 
posed in that case), the proprietors had no exclusive right to photo- 
graph the show and could therefore grant no such right. And it 

*Compare Bleistein v. Donaldson Lithographing Co., 188 U. S. 239, 250, 
23 Sup. Ct. 298, 47 L. Ed. 460; Higgins v. Keuffel, 140 U. S. 428, 432, 11 
Sup. Ct. 731, 35 L. Ed. 470; Burrow-Giles Lithographic Co. v. Sarony, 111 
U. S. 53, 58-60, 4 Sup. Ct. 279, 28 L. Ed. 349; Baker v. Selden, 101 U. S. 
99, 105, 106, 25 L. Ed. 841; Clayton v. Stone, 2 Paine, 382, Fed. Cas. No. 
2872; National Tel. News Co. v. Western Union Tel. Co., 119 Fed. 294, 296- 
298, 56 C. C. A. 198, 60 L. R. A. 805; Banks Law Pub. Co. v. Lawyers’ 
Cooperative Pub. Co., 169 Fed. 386, 391, 94 C. C. A. 642, 17 Ann. Cas. 957. 

7 Baker v. Selden, 101 U. S. 99, 25 L. Ed. 841; Perris v. Hexamer, 99 
U. S. 674, 25 L. Ed. 308; Barnes v. Miner (C. C.) 122 Fed. 480, 491; 
Burnell v. Chown (C. C.) 69 Fed. 993; Tate v. Fullbrook, [1908] 1 K. B. 
821; Chilton v. Progress Printing & Publishing Co., -[1895] 2 Ch. 29, 34; 
Kenrick & Co. v. Lawrence & Co., IL. R. 25 Q. B. D. 99; Pike v. Nicholas, 
L. R. 5 Ch. App. 251. 


* Bristol v. Equitable Life Assurance Society, 182 N. Y. 264, 30 N. E. 
506, 28 Am. St. Rep. 568; Haskins v. Ryan, 71 N. J. Eq. 575, 64 Atl. 436. 
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was further stated that, at any rate, no matter what conditions 
might be imposed upon those entering the grounds, if the defendant 
had been on top of a house or in some position where he could 
photograph the show without interfering with the physical property 
of the plaiatiff, the plaintiff would have no right to stop him. If, 
when the plaintiff creates the event recorded, he is not entitled to 
the exclusive first publication of the news (in that case a photo- 
graph) of the event, no reason can be shown why he should be ac- 
corded such protection as to events which he simply records and 
transmits to other parts of the world, though with great expenditure 
of time and money. 

Third. If news be treated as possessing the characteristics 
not of a trade secret, but of literary property, then the earliest issue 
of a paper of general circulation or the earliest public posting of a 
bulletin which embodies such news would, under the established 
rules governing literary property, operate as a publication, and all 
property in the news would then cease. Resisting this conclusion, 
plaintiff relied upon the cases which hold that uncopyrighted, 
intellectual and artistic property survives private circulation or a 
restricted publication; and it contended that in each issue of each 
paper, a restriction is to be implied, that the news shall not be used 
gainfully in competition with the Associated Press or any of its 
members. There is no basis for such an implication. But it is, 
also, well settled that where the publication is in fact a general one 
—even express words of restriction upon use are inoperative. In 
other words, a general publication is effective to dedicate literary 
property to the public, regardless of the actual intent of its owner.® 
In the cases dealing with lectures, dramatic and musical perform- 
ances and art exhibitions,’® upon which plaintiff relied, there was no 
general publication in print comparable to the issue of daily news- 
papers or the unrestricted public posting of bulletins. The prin- 
ciples governing those cases differ more or less in application, if 

* Jewelers’ Mercantile Agency v. Jewelers’ Publishing Co., 155 N. Y. 
241, 49 N. E. 872, 41 L. R. A. 846, 63 Am. St. Rep. 666; Wagner v. Conried 
& C.) 125 Fed. 798, 801; Larrowe-Loisette v. O’Loughlin (C. C.) 88 Fed. 

“30 See cases in note 5, supra; Richardson, Law of Copyright, p. 128. 
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not in theory, from the principles governing the issue of printed 
copies; and in so far as they do differ, they have no application to 
the case at bar. 

Fourth. Plaintiff further contended that defendant’s practice 
constitutes unfair competition, because there is “appropriation with- 
out cost to itself of values created by” the plaintiff; and it is upon 
this ground that the decision of this court appears to be based. To 
appropriate and use for profit, knowledge and ideas produced by 
other men, without making compensation or even acknowledgment, 
may be inconsistent with a finer sense of propriety; but, with the 
exceptions indicated above, the law has heretofore sanctioned the 
practice. Thus it was held that one may ordinarily make and sell 
anything in any form, may copy with exactness that which another 
has produced, or may otherwise use his ideas without his consent 
and without the payment of compensation, and yet not inflict a legal 
injury ;"* and that ordinarily one is at perfect liberty to find out, 
if he can by lawful means, trade secrets of another, however valu- 
able, and then use the knowledge so acquired gainfully, although it 
cost the original owner much in effort and in money to collect or 
produce.*?” 

Such taking and gainful use of a product of another which, 
for reasons of public policy, the law has refused to endow with the 
attributes of property, does not become unlawful because the 
product happens to have been taken from a rival and is used in 

“ Flagg Manufacturing Co. v. Holway, 178 Mass. 83, 59 N. E. 667; 
Bristol v. Equitable Life Assurance Society, 132 N. Y. 264, 30 N. E. 506, 28 
Am. St. Rep. 568; Keystone Type Foundry v. Portland Publishing Co., 186 
Fed. 690, 108 C. C. A. 508. 

12 Chadwick v. Covell, 151 Mass. 190, 23 N. E. 1068, 6 L. R. A. 839, 21 
Am. St. Rep. 442; Tabor v. Hoffman, 118 N. Y. 30, 36, 23 N. E. 12, 16 
Am. St. Rep. 740; James v. James, L. R. 13 Eq. 421. Even when knowl- 
edge is compiled, as in a dictionary, and copyrighted, the suggestions and 
sources therein may be freely used by a later compiler. The copyright 
protection merely prevents his taking the ultimate data while avoiding the 
labor and expense involved in compiling them. Pike v. Nicholas, L. R. 5 
Ch. App. 251; Morris v. Wright, L. R. 5 Ch. App. 279; Edward Thompson 
Co. v. American Law Book Co., 122 Fed. 922, 59 C. C. A. 148, 62 L. R. A. 
607; West Pub. Co. v. Edward Thompson Co., 176 Fed. 833, 100 C. C. A. 
303. It is assumed that in the absence of copyright, the data compiled 


could be freely used. See Morris v. Ashbee, L. R. 7 Eq. 34, 40. Compare 
also Chilton v. Progress Printing & Publishing Co., [1895] 2 Ch. 29. 


——————— 
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competition with him. The unfairness in competition which hitherto 
has been recognized by the law as a basis for relief, lay in the man- 
ner or means of conducting the business; and the manner or means 
held legally unfair, involves either fraud or force or the doing of 
acts otherwise prohibited by law. In the “passing off” cases (the 
typical and most common case of unfair competition), the wrong 
consists in fraudulently representing by word or act that defendant’s 
goods are those of plaintiff. See Hanover Milling Co. v. Metcalf, 
240 U. S. 408, 412, 413, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. 
Rep. 149]. In the other cases, the diversion of trade was effected 
through physical or moral coercion, or by inducing breaches of 
contract or of trust or by enticing away employees. In some others, 
called cases of simulated competition, relief was granted because 
defendant’s purpose was unlawful; namely, not competition but 
deliberate and wanton destruction of plaintiff’s business.** 

That competition is not unfair in a legal sense, merely because 
the profits gained are unearned, even if made at the expense of a 
rival, is shown by many cases besides those referred to above. He 
who follows the pioneer into a new market, or who engages in the 
manufacture of an article newly introduced by another, seeks profits 
due largely to the labor and expense of the first adventurer; but 


“Trust Laws & Unfair Competition” (U. S. Bureau of Corporations, 
March 15, 1915) pp. 301-331, 332-461; Nims, Unfair Competition and 
Trade-Marks, c. XIX; Sperry & Hutchinson Co. v. Pommer (D. C.) 199 
Fed. 309, 314; Racine Paper Goods Co. v. Dittgen, 171 Fed. 631, 96 C. C. 
A. 433; Schonwald v. Ragains, 32 Okl. 223, 122 Pac. 203, 39 L. R. A. (N. S.) 
854; Attorney General v. National Cash Register Co., 182 Mich. 99, 148, 
N. W. 420, Ann. Cas. 1916D, 638; Witkop & Holmes Co. v. Great Atlantic 
& Pacific Tea Co., 69 Misc. Rep. 90, 124 N. Y. Supp. 956, 958; Dunshee v. 
Standard Oil Co., 152 Iowa, 618, 182 N. W. 371, 36 L. R. A. (N. S.) 263; 
Tuttle v. Buck, 107 Minn. 145, 119 N. W. 946, 22 L. R. A. (N. S.) 599, 131 
Am. St. Rep. 446, 16 Ann. Cas. 807. 

The cases of Fonotipia Limited v. Bradley (C. C.) 171 Fed. 951, and 
Prest-O-Lite Co. v. Davis (D. C.) 209 Fed. 917, which were strongly relied 
upon by the plaintiff, contain expressions indicating rights possibly broad 
enough to sustain the injunction in the case at bar; but both cases involve 
elements of “passing off.” See also Prest-O-Lite Co. v. Davis, 215 Fed. 
349, 131 C. C. A. 491; Searchlight Gas Co. v. Prest-O-Lite Co., 215 Fed. 
692, 131 C. C. A. 626; Prest-O-Lite Co. v. H. W. Bogen (C. C.) 209 Fed. 
915; Prest-O-Lite Co. v. Avery Lighting Co. (C. C.) 161 Fed. 648. In 
Prest-O-Lite Co. v. Auto Acetylene Light Co. (C. C.) 191 Fed. 90, the bill 
was dismissed on the ground that no deception was shown. 
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the law sanctions, indeed encourages, the pursuit."* He who makes 
a city known through his product, must submit to sharing the re- 
sultant trade with others who, perhaps for that reason, locate there 
later. Canal Co. v. Clark, 13 Wall. 311, 20 L. Ed. 581; Elgin 
National Watch Co. v. Illinois Watch Co., 179 U. S. 665, 673, 21 
Sup. Ct. 270, 45 L. Ed. 865. He who has made his name a guar- 
anty of quality, protests in vain when another with the same name 
engages, perhaps for that reason, in the same line of business; 
provided, precaution is taken to prevent the public from being de- 
ceived into the belief that what he is selling was made by his com- 
petitor. One bearing a name made famous by another is permitted 
to enjoy the unearned benefit which necessarily flows from such 
use, even though the use proves harmful to him who gave the name 
value. Brown Chemical Co. v. Meyer, 139 U.S. 540, 544, 11 Sup. 
Ct. 625, 35 L. Ed. 247; Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972; Donnell 
v. Herring-Hall-Marvin Safe Co., 208 U. S. 267, 28 Sup. Ct. 288, 
52 L. Ed. 481; Waterman Co. v. Modern Pen Co., 235 U. S. 88, 
35 Sup. Ct. 91, 59 L. Ed. 142 [5 T. M. Rep. 1]. See Sazlehner 
v. Wagner, 216 U. S. 375, 30 Sup. Ct. 298, 54 L. Ed. 525. 

The means by which the International News Service obtains 
news gathered by the Associated Press is also clearly unobjection- 
able. It is taken from papers bought in the open market or from 
bulletins publicly posted. No breach of contract such as the court 
considered to exist in Hitchman Coal & Coke Co. v. Mitchell, 245 
U. S. 229, 254, 38 Sup. Ct. 65, 62 L. Ed. 260, L. R. A. 1918C, 497, 
Ann. Cas. 1918B, 461; or of trust such as was present in Morison 
v. Moat, 9 Hare, 241; and neither fraud nor force is involved. The 
manner of use is likewise unobjectionable. No reference is made 
by word or by act to the Associated Press, either in transmitting the 
news to subscribers or by them in publishing it in their papers. 
Neither the International News Service nor its subscribers is gain- 
ing or seeking to gain in its business a benefit from the reputation 
of the Associated Press. They are merely using its product with- 


** Magee Furnace Co. v. Le Barron, 127 Mass. 115; Ricker v. Railway, 
90 Me. 395, 403, 38 Atl. 338. 
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out making compensation. See Bamforth v. Douglass Post Card & 
Machine Co. (C. C.) 158 Fed. 355; Tribune Co. of Chicago v. 
Associated Press (C. C.) 116 Fed. 126. That they have a legal 
right to do, because the product is not property, and they do not 
stand in any relation to the Associated Press, either of contract or 
of trust, which otherwise precludes such use. The argument is not 
advanced by characterizing such taking and use a misappropriation. 

It is also suggested that the fact that defendant does not refer 
to the Associated Press as the source of the news may furnish a 
basis for the relief. But the defendant and its subscribers, unlike 
members of the Associated Press, were under no contractual obliga- 
tion to disclose the source of the news; and there is no rule of law 
requiring acknowledgement to be made where uncopyrighted matter 
is reproduced. The International News Service is said to mislead 
its subscribers into believing that the news transmitted was origi- 
nally gathered by it and that they in turn mislead their readers. 
There is, in fact, no representation by either of any kind. Sources 
of information are sometimes given because required by contract; 
sometimes because naming the source gives authority to an other- 
wise incredible statement; and sometimes the source is named be- 
cause the agency does not wish to take the responsibility itself of 
giving currency to the news. But no representation can properly be 
implied from omission to mention the source of information except 
that the International News Service is transmitting news which it 
believes to be credible. 

Nor is the use made by the International News Service of the 
information taken from papers or bulletins of Associated Press 
members legally objectionable by reason of the purpose for which 
it was employed. The acts here complained of were not done for 
the purpose of injuring the business of the Associated Press. Their 
purpose was not even to divert its trade, or to put it at a disadvan- 
tage by lessening defendant’s necessary expenses. The purpose 
was merely to supply subscribers of the International News Service 
promptly with all available news. The suit is, as this court de- 
clares, in substance one brought for the benefit of the members of 
the Associated Press, who would be proper, and except for their 
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number perhaps necessary, parties; and the plaintiff conducts the 
suit as representing their interests. It thus appears that the pro- 
tection given by the injunction is not actually to the business of the 
complainant news agency; for this agency does not sell news nor 
seek to earn profits, but is a mere instrumentality by which 800 or 
more newspapers collect and distribute news. It is these papers 
severally which are protected; and the protection afforded is not 
from competition of the defendant, but from possible competition of 
one or more of the 400 other papers which receive the defendant’s 
service. Furthermore, the protection to these Associated Press 
members consists merely in denying to other papers the right to 
use as news, information which by authority of all concerned had 
theretofore been given to the public by some of those who joined in 
gathering it; and to which the law denies the attributes of property. 
There is in defendant’s purpose nothing on which to base a claim 
for relief. 

It is further said that, while that for which the Associated 
Press spends its money is too fugitive to be recognized as property 
in the common law courts, the defendant cannot be heard to say 
so in a court of equity, where the question is one of unfair competi- 
tion. The case presents no elements of equitable title or of breach 
of trust. The only possible reason for resort to a court of equity 
in a case like this is that the remedy which the law gives is inade- 
quate. If the plaintiff has no legal cause of action, the suit neces- 
sarily fails. Levy v. Walker, L. R. 10 Ch. D. 436, 449. There is 
nothing in the situation of the parties which can estop the defend- 
ant from saying so. 

Fifth. The great development of agencies now furnishing 
country-wide distribution of news, the vastness of our territory and 
improvements in the means of transmitting intelligence, have made 
it possible for a news agency or newspapers to obtain, without pay- 
ing compensation, the fruit of another’s efforts and to use news so 
obtained gainfully in competition with the original collector. The 
injustice of such action is obvious. But to give relief against it 
would involve more than the application of existing rules of law 
to new facts. It would require the making of a new rule in analogy 
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to existing ones. The unwritten law possesses capacity for growth; 
and has often satisfied new demands for justice by invoking analo- 
gies or by expanding a rule or principle. This process has been in 
the main wisely applied and should not be discontinued. Where 
the problem is relatively simple, as it is apt to be when private in- 
terests only are involved, it generally proves adequate. But with 
the increasing complexity of society, the public interest tends to 
become omnipresent; and the problems presented by new demands 
for justice cease to be simple. Then the creation or recognition by 
courts of a new private right may work serious injury to the gen- 
eral public, unless the boundaries of the rights are definitely estab- © 
lished and wisely guarded. In order to reconcile the new private 
right with the public interest, it may be necessary to prescribe 
limitations and rules for its enjoyment; and also to provide admin- 
istrative machinery for enforcing the rules. It is largely for this 
reason that, in the effort to meet the many new demands for justice 
incident to a rapidly changing civilization, resort to legislation has 
latterly been had with increasing frequency. 

The rule for which the plaintiff contends would effect an im- 
portant extension of property rights and a corresponding curtail- 
ment of the free use of knowledge and of ideas; and the facts of 
this case admonish us of the danger involved in recognizing such 
a property right in news, without imposing upon news-gatherers, 
corresponding obligations. A large majority of the newspapers 
and perhaps half the newspaper readers of the United States are 
dependent for their news of general interest upon agencies other 
than the Associated Press. The channel through which about 400 
of these papers received, as the plaintiff alleges, “a large amount of 
news relating to the European war of the greatest importance and 
of intense interest to the newspaper reading public” was suddenly 
closed. The closing to the International News Service of these 
channels for foreign news (if they were closed) was due not to un- 
willingness on its part to pay the cost of collecting the news, but to 
the prohibitions imposed by foreign governments upon its securing 
news from their respective countries and from using cable or tele- 
graph lines running therefrom. For aught that appears, this pro- 
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hibition may have been wholly undeserved; and at all events the 
400 papers and their readers may be assumed to have been innocent. 
For aught that appears, the International News Service may have 
sought then to secure temporarily by arrangement with the Associated 
Press the latter’s foreign news service. For aught that appears, all of 
the 400 subscribers of the International News Service would gladly 
have then become members of the Associated Press, if they could 
have secured election thereto.’® It is possible, also, that a large 
part of the readers of these papers were so situated that they could 
not secure prompt access to papers served by the Associated Press. 
The prohibition of the foreign governments might as well have been 
extended to the channels through which news was supplied to the 
more than a thousand other daily papers in the United States not 
served by the Associated Press; and a large part of their readers 
may also be so located that they cannot procure prompt access to 
papers served by the Associated Press. 

A Legislature, urged to enact a law by which one news agency 
or newspaper may prevent appropriation of the fruits of its labors 
by another, would consider such facts and possibilities and others 
which appropriate inquiry might disclose. Legislators might con- 
clude that it was impossible to put an end to the obvious injustice 
involved in such appropriation of news, without opening the door 
to other evils, greater than that sought to be remedied. Such ap- 
pears to have been the opinion of our Senate which reported un- 


* According to the by-laws of the Associated Press no one can be 
elected a member without the affirmative vote of at least four-fifths of all 
the members of the corporation or the vote of the directors. Furthermore, 
the power of the directors to admit anyone to membership may be limited 
by a right of protest to be conferred upon individual members. See By- 
Laws, article III, section 6. “The members of this corporation may, by 
an affirmative vote of seven-eighths of all the members, confer upon a mem- 
ber (with such limitations as may be at the time prescribed) a right of 
protest against the admission of new members by the board of directors. 
The right of protest, within the limits specified at the time it is conferred, 
shall empower the member holding it to demand a vote of the members of 
the corporation on all applications for the admission of new members 
within the district for which it is conferred except as provided in section 
2 of this article.” abe 
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favorably a bill to give news a few hours’ protection;'® and which 
ratified, on February 15, 1911, the convention adopted at the Fourth 
International American Conference;'’ and such was evidently the 
view also of the signatories to the International Copyright Union 
of November 13, 1908,!° as both these conventions expressly exclude 
news from copyright protection. 

Or legislators dealing with the subject might conclude, that 
the right to news values should be protected to the extent of per- 
mitting recovery of damages for any unauthorized use, but that 
protection by injunction should be denied, just as courts of equity 


1% Senate Bill No. 1728, 48th Congress, First Session. The bill provides: 

“That any daily or weekly newspaper, or any association of daily or 
weekly newspapers, published in the United States or any of the territories 
thereof, shall have the sole right to print, issue, and sell, for the term of 
eight hours, dating from the hour of going to press, the contents of said 
daily or weekly newspaper, or the collected news of said newspaper associa- 
tion, exceeding one hundred words. 

“Sec. 2. That for any infringement of the copyright granted by the 
first section of this act the party injured may sue in any court of competent 
jurisdiction and recover in any proper action the damages sustained by 
him from the person making such infringement, together with the costs of 
suit.” 

It was reported on April 18, 1884, by the Committee on the Library 
without amendment, and that it ought not to pass. Journal of the Senate, 
48th Congress, First Session, p. 548. No further action was apparently 
taken on the bill. 

When the copyright legislation of 1909, finally enacted as Act of 
March 4, 1909, c. 320 (35 Stat. 1075), was under consideration, there was 
apparently no attempt to include news among the subjects of copyright. 
Arguments before the Committees on Patents of the Senate and House of 
Representatives on Senate Bill No. 6330 and H. R. Bill No. 19853, 59th 
Congress, First Session, June 6, 7, 8 and 9, and December 7, 8, 10 and 11, 
1906; Hearings on Pending Bills to Amend and Consolidate Acts Respect- 
ing Copyright, March 26, 27 and 28, 1908. 

738 Stat. 1785, 1789, Article 11. 

** Bowker, Copyright: Its History and Its Law, pp. 330, 612, 613. See 
the similar provisions in the Berne Convention (1886) and the Paris Con- 
vention (1896). Id. pp. 612, 613. 

In 1898 Lord Herschell introduced in Parliament a bill, section 11 of 
which provides: “Copyright in respect of a newspaper shall apply only to 
such parts of the newspaper as are compositions of an original literary 
character, to original illustrations therein, and to such news and informa- 
tion as have been specially and independently obtained.” (Italics ours.) 
House of Lords, Sessional Papers, 1898, Vol. 3, Bill No. 21. Birrell, Copy- 
right in Books, p. 210. But the bill was not enacted, and in the English 
law as it now stands there is no provision giving even a limited copyright 
in news as such. Act of December 16, 1911, 1 and 2 Geo. 5, c. 46. 
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ordinarily refuse (perhaps in the interest of free speech) to re- 
strain actionable libels,’® and for other reasons decline to protect 
by injunction mere political rights ;*° and as Congress has prohibited 
courts from enjoining the illegal assessment or collection of federal 
taxes.”1 If a Legislature concluded to recognize property in pub- 
lished news to the extent of permitting recovery at law, it might, 
with a view to making the remedy more certain and adequate, pro- 
vide a fixed measure of damages, as in the case of copyright in- 
fringement.”* 

Or again, a Legislature might conclude that it was unwise to 
recognize even so limited a property right in published news as that 
above indicated ; but that a news agency should, on some conditions, 
be given full protection of its business; and to that end a remedy 
by injunction as well as one for damages should be granted, where 
news collected by it is gainfully used without permission. If a 
Legislature concluded (as at least one court has held, New York 
and Chicago Grain and Stock Exchange v. Board of Trade, 127 
Ill. 153, 19 N. E. 855, 2 L. R. A. 411, 11 Am. St. Rep. 107) that 
under certain circumstances news-gathering is a business affected 
with a public interest, it might declare that, in such cases, news 
should be protected against appropriation, only if the gatherer as- 
sumed the obligation of supplying it at reasonable rates and with- 
out discrimination, to all papers which applied therefor. If legis- 
lators reached that conclusion, they would probably go further and 
prescribe the conditions under which and the extent to which the 


* Boston Diatite Co. v. Florence Mfg. Co., 114 Mass. 69, 19 Am. Rep. 
310; Prudential Assurance Co. v. Knott, L. R. 10 Ch. App. 142. 

* Giles v. Harris, 189 U. S. 475, 23 Sup. Ct. 639, 47 L. Ed. 909. Com- 
pare Swafford v. Templeton, 185 U. S. 487, 22 Sup. Ct. 783, 46 L. Ed. 1005; 
Green v. Mills, 69 Fed. 852, 859, 16 C. C. A. 516, 30 L. R. A. 90. 

** Revised Statutes, § 3224 (Comp. St. 1916, § 5947); Snyder v. Marks, 
109 U. S. 189, 3 Sup. Ct. 157, 27 L. Ed. 901; Dodge v. Osborn, 240 U. S. 
118, 36 Sup. Ct. 275, 60 L. Ed. 557. 

2 Act of March 4, 1909, § 25, c. 320 (35 Stat. 1075, 1081) provides, as 
to the liability for the infringement of a copyright, that “in the case of a 
newspaper reproduction of a copyrighted photograph such damages shall 
not exceed the sum of two hundred dollars nor be less than the sum of fifty 
dollars,” and that in the case of infringement of a copyrighted newspaper 
the damages recoverable shall be one dollar for every infringing copy, but 
shall not be less than $250 nor more than $5,000. 
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protection should be afforded; and they might also provide the ad- 
ministrative machinery necessary for insuring to the public, the 
press and the news agencies, full enjoyment of the rights so con- 
ferred. 

Courts are ill-equipped to make the investigations which should 
precede a determination of the limitations which should be set 
upon any property right in news or of the circumstances under which 
news gathered by a private agency should be deemed affected with 
a public interest. Courts would be powerless to prescribe the de- 
tailed regulations essential to full enjoyment of the rights conferred 
or to introduce the machinery required for enforcement of such 
regulations. Considerations such as these should lead us to decline 
to establish a new rule of law in the effort to redress a newly dis- 
closed wrong, although the propriety of some remedy appears to 
be clear. 


Ury, eT AL. v. Mazer Cigar Mre. Co. 
(253 Fed. Rep. 551) 


United States Circuit Court of Appeals, Eighth Circuit 
October 28, 1918 


1. Unram CoMPETITION—J URISDICTION. 

It is the value of the right to be protected from injury and not 
the extent of the injury already done that measures the amount re- 
quired to confer federal jurisdiction. 

2. Uwnrarr CompetTitTIOoN—CoMPETITION IN Fact. 

There is fraudulent competition, where the territory of the plain- 
tiff meets that of the defendant, though only in the sale of goods bear- 
ing a customer’s name and the intent of defendant to copy plaintiff's 
goods is clearly established. 

3. Uwnram Competition—Parties—LiaBILity. 

A son of the owner of the business in the conduct of which the 
fraudulent competition occurs is a proper party defendant, when his 
guilty participation in the unfair practices is shown. 


Appeal from a decree of the United States District Court for 
the Eastern District of Missouri, in favor of complainant. Affirmed. 


Chester H. Krum, of St. Louis, Mo., for appellants. 
James Love Hopkins, of St. Louis, Mo., for appellee. 
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Before Hook and Cartanp, Circuit Judges, and Amipon, 
District Judge. 


Hook, Circuit Judge: In a suit by the Mazer Cigar Manu- 
facturing Company against Harriet and Richard Ury for unfair 
trade and fraudulent competition by closely copying the size, color 
and marks of its tin containers for hand-made cigars, the trial 
court gave plaintiff a decree of injunction and for an accounting. 
Upon the accounting plaintiff was awarded $346.60 and interest. 
The defendants appealed, and have specified four errors on which 
they rely. 

1. That the amount in controversy was not sufficient to confer 
jurisdiction. But there was proof that plaintiff's property right 
which it sought to protect by the suit was of a value much more 
than the jurisdictional requirement. It is a familiar rule that the 
test is the value of the right to be protected against a continuing 
violation, not the amount of loss or damage actually caused by the 
trespass to date. 

2. That plaintiff's claim on the merits was without equity. 
Upon this a comparison of the containers shows a close resemblance 
well calculated to deceive the ordinary purchaser. Moreover, there 
was convincing proof that the defendants had the plaintiff’s con- 
tainers copied in form, marks and appearance, with the evident in- 
tention of appropriating to themselves its trade and good-will. 

That defendants were not competitors of plaintiff, and there- 
fore there was no unfair competition. This contention rests upon 
the fact that plaintiff, a Michigan corporation, made and sold its 
product from Detroit, and that defendants’ sales were confined to 
St. Louis, Mo., and neighborhood; also that the only competitive 
contact in St. Louis was with a customer and distributor of plain- 
tiff, whose name was printed on the containers. This practice was 
in accord with established business methods, in which there was no 
intent to deceive the public, and it does not affect the right to pro- 
tection. There was in fact a fraudulent competition. 

That the liability of defendant Richard Ury was not shown. 
The evidence disclosed that the business in which the unfair and 
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fraudulent acts were committed belonged to Harriet Ury and was 
conducted largely by her two sons. One of them, Richard, was a 
salesman and the bookkeeper. He conducted the correspondence 
with the concern in Pennsylvania which resulted in the manufacture 
of the imitating containers. We have no doubt of his guilty par- 
ticipation. 

The decree is affirmed. 


Farr & CARNIVAL Suppty Co. v. SHAPIRO 
(253 Fed. Rep. 738) 


United States Circuit Court of Appeals, Third Circuit 
December 5, 1918 


TrapE~MARK—INFRINGEMENT—INJUNCTION. 
The reasonable exercise of its discretion by the trial court, in 
granting or refusing an application for a preliminary injunction will 
not be interfered with by the Appellate Court. 


Appeal from an order of the United States District Court, for 
the Eastern District of Pennsylvania, denying a motion for pre- 
liminary injunction. Appeal dismissed. 


Stephen J. Cox, of New York City (Wiedersheim & Fairbanks 
and J. Bonsall Taylor, all of Philadelphia, Pa., of coun- 
sel), for appellant. 

Jacob I. Weinstein and Alfred Aarons, both of Philadelphia, 
Pa., for appellees. 


Before Burrineton and Woo ttey, Circuit Judges. 


Per Curiam. In the court below the plaintiffs, the makers of 
dolls, to which it had given the name “Bewtie Dolls” and of which 
it had sold large numbers, filed its bill charging the defendants with 
unfair competition and violation of plaintiff’s trade-mark, in the sale 
of a doll of similar appearance under the trade-name of “the Beauty 
Doll.” The plaintiff's application for a preliminary injunction was 
heard by the court on affidavits and refused. Thereupon the plain- 
tiff appeals to this court. 








52 NINE TRADE-MARK REPORTER 


Without entering upon a discussion of the pertinent facts, we 
may say the affidavits satisfy us, the case was one where there was a 
considerable range of discretion as to whether a court should decide 
the question of injunction on preliminary or final hearing. In the 
exercise of that discretion, the court followed the latter course. 
Without, as we have said here, discussing the facts and expressing 
no conclusion thereon, we may say they disclose no such situation, 
as made the refusal of the injunction at this stage of the case error, 
instead of a reasonable exercise of the court’s discretionary powers 
in declining present injunctive relief and allowing the case to go to 
final hearing. 

The appeal is therefore dismissed. 


RosENBLUM v. RosENBLUM 
(253 Fed. Rep. 863) 


United States District Court, Eastern District of New York 
October 22, 1918 


INFRINGEMENT—CONFLICTING Marks. 
A trade-mark for onions, consisting of the letter R in red en- 
closed in a diamond, is infringed by a mark consisting of a monogram, 
made up of a red R and a blue S in a diamond. 


In equity. On final hearing. Decree for plaintiff. 


Hamilton Anderson, of New York City, for plaintiff. 
Munn, Anderson & Munn, of New York City, for defendant. 


CuatFIELD, District Judge: Plaintiff owns registered trade- 
mark R in red for use on bags of onions. Defendant uses and has 
applied for registration of a trade-mark, with R in red and S in 
blue, put together in a monogram, for similar bags of onions. 

Both use, as do many others, a red diamond inclosing the trade- 
mark. This narrows the scope of the trade-mark, for if the plain- 
tiff was entitled to sole use of the diamond and the letter R, there 
would be little doubt that the defendant’s mark infringed. But the 
defendant uses a similar red diamond and thereby gives the plaintiff 
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the right to claim that the design as a whole is apt to deceive and 
obscures what little difference there is from the trade-mark proper. 
The defendant also uses lettering and words almost exactly like 
that of the plaintiff on other parts of the bag. Intent to imitate can 
therefore be inferred, and as the red R is the outstanding part of 
the monogram on his bags, it must be held that he is using the 
plaintiff's design. 

The dominant feature of each design is the same R in red. 
Johnson & Johnson v. Bauer & Black, 82 Fed. 662, 27 C. C. A. 
374; Omo Mfg. Co. v. Mystic Rubber Co. (D. C.) 225 Fed. 92 [5 
T. M. Rep. 445]; Cartier v. Carlisle, 3 Beav. 292. 

There are other features of the plaintiff’s case which substan- 
tiate his claim of unfair imitation and competition, and on the whole 
application a temporary injunction should issue. 


Hovse or Directories v. Lane Directory Co. 
(206 Southwestern Rep. 475) 


Kentucky Court of Appeals 
December 6, 1918 


Unrar Competition—Fatse Ciarms oF Succession 1N BusINEss. 

False claims of having succeeded to the business of another, by 
reason of which the latter’s business is destroyed constitute unfair 
competition. 

Appeal from a judgment of the Circuit Court, Daviess County, 
in favor of plaintiffs. Affirmed. 


Ben D. Ringo, of Owensboro, for appellant. 
J. J. Sweeney and W. T. Ellis, all of Owensboro, for appellees. 


Cuay, C.: John W. Lane and T. T. Lane, partners doing 
business under the firm name of the Lane Directory Company 
brought this suit against the defendant, the House of Directories, 
a corporation, to recover damages for unfair competition. From a 
verdict and judgment in favor of plaintiffs for $500, the defendant 
appeals. 
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The material allegations of the petition are, in substance, as 
follows: Plaintiffs, John W. Lane and T. T. Lane, were partners, 
doing business in the city of Owensboro under the name of the Lane 
Directory Company, and as such were engaged in publishing a 
directory in the city of Owensboro, giving the names, addresses and 
occupations of the inhabitants of the city, their street addresses and 
other information, and containing numerous advertisements, and 
had been so engaged for more than ten years. The defendant is a 
corporation organized under the laws of North Carolina, with its 
principal place of business at Asheville, in that state, and was 
then and is now engaged in the publication of city directories. 
In the year 1915, the defendant, claiming to be the successor of 
the Piedmont Directory Company, came to Owensboro for the pur- 
pose of publishing and circulating a city directory similar to the 
one plaintiffs had been issuing, and on the 19th of November of 
that year falsely, maliciously and with the view of taking undue 
advantage of plaintiffs in their business advertised that it was the 
owner and holder of the copyright for the Lane Owensboro City 
Directory, and caused the following notice to be published in the 
newspapers of Owensboro: 


“The House of Directories have a force of experienced directory can- 
vassers at work collecting data for the new Owensboro City Directory, 
which will be ready for delivery at an early date, and will be by far the 
most complete directory ever issued for Owensboro. The House of Direc- 
tories is simply a holding company for several other allied directory com- 
panies, which have been in business for a number of years. One of these com- 
panies is the Piedmont Directory Company. This company published the last 
directory of Owensboro, and under very trying circumstances. The pre- 
vious publishers circulated at that time many untrue reports and finally in 
an attempt to eliminate all ill feelings, the Piedmont Directory Company 
purchased outright from the Lane Directory Company all claims they had 
to publish the Owensboro City Directory, and this is a record of court. 
The Piedmont Directory Company also hold the copyright for Lane’s 
Owensboro City Directory, and the new directory will be issued as Lane’s 
Owensboro, Kentucky, City Directory, but the Lanes have no interest what- 
soever in the matter, having sold out their right which we have been in- 
formed they now repudiate. We shall proceed with our publication re- 
gardless of what may come up, and feel sure that when the facts are known, 
we will have the support of most, if not all, fair and honest business men. 
For reference, any bank, city of Asheville, N. C. 

“House of Directories, 
“Successor to Piedmont Directory Company, 
“FE. H. Miller, President.” 
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The statements contained in above notice, that the Piedmont 
Directory Company had purchased from the Lane Directory Com- 
pany all claims they had to publish the Owensboro City Directory, 
and that this was a record of court, and that the Piedmont Direc- 
tory Company held the copyright for Lane’s Owensboro City 
Directory, and that the new directory would be issued as Lane’s 
Owensboro City Directory, were false, and were published for the 
purpose of deceiving the people of Owensboro, and with the view of 
getting the subscribers and business of plaintiffs in that city, and 
constituted unfair competition. Defendant also caused similar re- 
ports to be circulated through the city of Owensboro among the 
subscribers and patrons of Lane’s Directory, with the view of get- 
ting and obtaining the subscribers thereto, and the said methods 
employed by its agents, servants and employees were unfair com- 
petition. 

By reason of said publication and circulation of said false 
reports, defeudant secured large subscriptions for its city directory, 
amounting to over $1,000, and a large amount of advertising, 
amounting to over $500, and plaintiffs, by reason of the false re- 
ports published in the newspapers and circulated by defendant’s 
agents and servants, were unable to get out a directory, and were 
forced to cease all efforts to publish the same, as was their purpose 
to do, and their business, which was valuable, was destroyed, to 
their damage in the sum of $500. 

By an amended petition, plaintiffs set up the fact that their 
business of publishing a directory in the city of Owensboro was a 
valuable one, and that the patronage enjoyed by them brought them 
an income of $2,400 every two years, which business was destroyed 
by reason of the false statements published in the newspapers of 
Owensboro and circulated by the defendant’s agents and servants. 

The first ground urged for reversal is the refusal to grant a 
continuance because of the absence of the witness Stanton, who, 
it is claimed, was the chief officer and agent of the defendant, having 
the matter in charge. The motion for the continuance was accom- 
panied by the affidavit of defendant’s counsel, stating what the testi- 
mony of the absent witness would be. It does not appear, however, 
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that this affidavit was ever offered in evidence. That being true, 
the error, if any, in refusing the continuance was waived. United 
States Fidelity & Guaranty Co. v. Boyd, 94 S. W. 35, 29 Ky. Law 
Rep. 601. 

It is further insisted that a continuance should have been 
granted because plaintiffs filed a second amended petition intro- 
ducing a new issue. The amended petition simply alleged that it 
was not true that plaintiffs had sold their copyright, or the right to 
publish their directory, to the Piedmont Directory Company or to 
any one. Clearly, this did not introduce any new issue, because the 
original peitition had alleged that the statement that the Piedmont 
Directory Company had purchased outright from the Lane Directory 
Company all claims they had to publish the city directory was and 
is a false statement, and this was equivalent in effect to the allega- 
tion contained in the second amended petition. 

It is further insisted that the petition does not state a cause of 
action for unfair competition. In this connection, it is argued that, 
as the advertisement stated that the Lanes had no interest in the 
directory, there was no attempt to deceive the public by leading them 
to believe that they were subscribing for the directory of the Lanes. 
It may be admitted that cases of unfair competition usually arise 
from the adoption of a trade-mark or a trade-name similar to that 
used by another, but, as we understand it, the rule is not confined 
to such cases. Indeed, the rule is broadly stated that any conduct, 
the natural and probable tendency and effect of which is to deceive 
the public, so as to pass off the goods or business of one person as 
and for that of another, constitutes actionable, unfair competition. 
38 Cyc. 756; Morton v. Morton, 148 Cal. 142, 82 Pac. 664, 1 L. R. 
A. (N. S.) 660; Rains v. White, 107 Ky. 114, 52 S. W. 970, 21 Ky. 
Law Rep. 742. Thus oral representations made by a dealer, tend- 
ing to pass off one man’s goods for those of another, may be en- 
joined. Weber Medical Tea Co. v. Kirkschstein (C. C.) 101 Fed. 
580. The rule is not confined to any particular method, but in- 
cludes every possible means of effecting the result. There can be 
no difference in principle between the adoption of a trade-mark 
or trade-name so similar to that of another as to deceive the public 
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and lead them to believe that they are purchasing the goods of such 
other person and falsely advertising that you have purchased the 
business of another and will conduct it under the same name. Here, 
the defendant advertised that it was the owner and successor of 
the Piedmont Directory Company, that the latter company had pur- 
chased from the Lane Directory Company its right to publish the 
Owensboro City Directory, that the Piedmont Directory Company 
also held the copyright for Lane’s Owensboro City Directory and 
that the new directory would be issued as Lane’s Owensboro City 
Directory, but the Lanes had no interest in the matter. The evi- 
dence shows that all these statements were false. In making these 
statements the defendant could have had but one purpose in view 
and that was to deceive the public into the belief that in subscribing 
for the directory proposed to be issued by the defendant they were 
subscribing for Lane’s Owensboro City Directory. If this did not 
result in defendant’s palming off its directory as that of plaintiffs’, 
it was not due to any lack of effort on the part of defendant. As a 
matter of fact, the method pursued was much more effective than 
the mere adoption of a similar trade-name or a similar trade-mark. 
The most that can be said of the latter method is that it was cal- 
culated to deceive the public, but the method adopted by the de- 
fendant was so artfully contrived as to make it impossible for the 
public not to be deceived. We therefore conclude that the de- 
fendant was guilty of unfair competition and that the petition 
stated a cause of action. 

There is no merit in the contention that the defendant was 
entitled to the burden of proof because it confessed the publication 
and attempted to justify it. Under our Code, the burden of proof 
in the whole case lies on the party who would be defeated if no evi- 
dence were given on either side. Civ. Code Prac. § 526. While it 
is true that the defendant admitted the publication, it did not admit 
any of the other. allegations contained in the petition. On the con- 
trary, it denied that the Lanes were partners, or that they were 
engaged in publishing a directory in the city of Owensboro, or in 
soliciting advertisements for same, or that they had been so engaged 
for a period of more than ten years. It further denied that the 
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statements contained in the advertisements were false, or that the 
Lanes had been damaged. Under these circumstances, plaintiffs 
would have been defeated if they had offered no evidence to sustain 
the allegations of the petition. It follows that the trial court cor- 
rectly ruled that the burden of proof was on plaintiffs. 

Other alleged errors are relied on, but we do not deem them of 
sufficient importance to merit a discussion or to authorize a reversal. 

Judgment affirmed. 


Hitton v. Hitton 
(105 Atlantic Rep. 65) 


New Jersey Court of Chancery 
October 7, 1918 


InJUNCTION—VIOLATION—CONTE MPT. 

The defendant having been enjoined from using the name “Hilton” 
in a manner to deceive the public, continuance in the old method of 
doing business without the permission of the court, cannot be excused 


because of alleged labor troubles that interfered with the required 
changes. 


ConTEMPT—PUNISHMENT. 

The punishment for contempt depends upon the defendant’s knowl- 
edge of law and of the situation, and on whether he is acting with the 
advice of counsel. But ignorance of law or advice of counsel does not 
excuse the contempt. 

InsuNCTION—WuaAT Is VIOLATION. 

The court will not advise a party as to a course of conduct which 
will be regarded as complying with its decree. The burden is on the 
party to experiment, and make himself liable, if he fails to comply 
with the court’s requirements. 

InsUNCTION—VIOLATION—EVIDENCE. 

As no proof of confusion is required for the issuance of an in- 
junction, no proof of confusion is necessary to justify punishment for 
contempt, the likelihood of confusion being evident. 


October 21, 1918 


IngJuNcTION—ConTEMPT—CouNSEL FEEs. 
On an application to punish for contempt, where the defendant 


is found guilty, counsel fees may be awarded against him and in- 
cluded in the costs. 


On application to punish defendant for contempt of court in 
violating an injunction order. 
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For the opinion of the Court of Chancery on final hearing, see 
8 T. M. Rep. 96. For the opinion of the Court of Errors and 
Appeals, on appeal, see 8 T. M. Rep. 259. 


Pitney, Hardin & Skinner, of Newark (Edward O. Stanley, 
Jr., and Alfred F. Skinner, both of Newark), for com- 
plainant. 

Selick J. Mindes and Robert H. McCarter, both of Newark, 
for defendant. 


Lang, V. C. (orally): The final injunctive order came to the 
knowledge of defendant on or about the 29th day of July, 1918. 
His counsel had had notice of it prior to that time and there had 
been several conferences following the handing down of the opinion 
of the Court of Errors and Appeals on June 17, 1918 (104 Atl. 
375), with a view to ascertaining a method by which the decree of 
the court which would be entered on that opinion could be complied 
with. The injunction forbids defendant from using the name “Hil- 
ton,” or “Hilton’s” alone or in such manner as to lead or induce the 
public to believe that the goods sold and manufactured by him are 
manufactured and sold by complainant, and that the business con- 
ducted by defendant is the same as or part of the business conducted 
by complainant, and 


“from using any emblem or device resembling the trade emblem of com- 
plainant in any way in his business, and from conducting his business so 
as to deceive the public and induce it to believe that the goods manufactured 
or sold by defendant were manufactured or sold by complainant, and that 
the business conducted by defendant is the same as or a part of the busi- 
ness conducted by complainant.” 

The original decree followed a long hearing, at the conclusion 
of which it had been adjudged by this court (102 Atl. 16), which 
judgment was affirmed by the Court of Errors and Appeals, that the 
method in which the defendant was then using the name “Hilton,” 
or “Hilton’s,” was such as to bring it within the bar of the injunc- 
tion. It was the duty of defendant, therefore, immediately upon 
being served with the injunctive order, to stop the use of the names, 
labels and symbols in the manner in which he was using them. His 
continuance in the use of them after service of the injunction for 
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any length of time was a contempt of this court. If bona fide he 
had desired to change his practice, so as to operate his business in 
a manner which would be in accordance with the decree of the court, 
and desired a reasonable opportunity to make the change, his right 
was to have applied to this court for a stay of the injunctive order, 
and no doubt, if this court had been satisfied that he was acting 
bona fide, it would have granted the stay and might have gone 
further and advised him, or modified the decree to such an extent 
as to indicate, more clearly than did the final decree, just exactly 
what he might do or might not do. He did not do this. For a 
considerable length of time he continued his business in the manner. 
which had been denounced by both this court and the Court of 
Errors and Appeals. His excuse was that he gave orders immediately 
for a change and that because of labor conditions it was not pos- 
sible for him to have the words “J. Hilton, Prop.,” put on the signs 
within a short space of time; that he had not yet substituted new 
labels, but has still continued the use of the old labels because of 
labor shortage, cannot be accepted for a disobedience of an order of 
this court. No excuse will be accepted, except a physical impos- 
sibility to comply with the order of the court. There was no 
physical impossibility in this case. The defendant might have, 
and he was obliged to, if necessary to comply with the order of the 
court, closed his entire business. 

What punishment may be meted out to him for his disobedience 
of the order of the court will, of course, depend to a large extent 
upon his knowledge of the law, upon his knowledge of the situation, 
and upon the question as to whether he was acting under advice of 
counsel or not. But, as I said in the case of In re Bowers, 104 Atl. 
196, advice of counsel or ignorance of the law is no excuse for the 
commission of a contempt so far as the adjudication itself goes. 
The defendant, therefore, will be adjudged guilty of a contempt of 
court. The adjudication may rest entirely upon the actions which 
were committed after the service of the injunction and before the 
placing the words “J. Hilton, Prop.,”’ on the signs. Whether the 
contempt was continued down to the present time is another ques- 
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tion. I am not, I think, disposed to determine this finally today, 
but I will express the views that I now have. 

I recognize that a layman is put, by an injunctive order such 
as has been made in this case, in a very unfortunate position. He 
is directed to refrain from doing something which may tend to de- 
ceive the public. Now, whether a thing tends to deceive the public 
or not is a matter of fact and inference. Acting bona fide, he may 
do certain things which he does not believe tend to deceive the 
public, and yet the court may differ with him, and because the court 
differs with him, although he had acted in a manner which he had 
thought proper, he may be guilty of contempt. I endeavored to 
avoid such an effect in the original decree, because I could not con- 
ceive, at the time that that decree was made, that the word “Hilton,” 
or “Hilton’s,” could be used in such a manner as that the public 
would not be deceived, that is, in such a manner in a competitive 
business and I therefore enjoined defendant from using the name 
“Hilton,” or “Hilton’s,” in any manner whatever in the competitive 
business. I suppose I should have (it might have made some dif- 
ference in the Court of Errors and Appeals) reserved to the de- 
fendant the right to apply to this court to use the name in a certain 
specified manner, in which event the court might then have per- 
mitted him to have used the name in a manner which the court 
would then find in- advance would not tend to deceive or defraud 
the public. The Court of Errors and Appeals took a different view 
from me and must have assumed that the name “Hilton,” or 
“Hilton’s” might possibly be used in some manner or other in such 
a way as not to deceive the public in a competitive business. It has 
put the burden in the first instance upon the defendant to experi- 
ment, and make himself liable, if his experiment does not work out. 

As I presently view it, I think the addition of the word “J. 
Hilton” to the sign and the change in the label which has been 
made is not a sufficient change in the method of operating the busi- 
ness to relieve it of the criticism I made of it in the original case. 
It seems to me, as was said by the Court of Errors and Appeals in 
the case of Roger v. International Silver Co. or International Silver 
Co. v. Rogers, in 72 N. J. Eq. 933, at page 938, 67 Atl. 105, 129 
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Am. St. Rep. 722, in reference to the use of the name “Rogers,” that 
the addition of the words “J. Hilton,” far from tending to remove 
the confusion, may tend to increase it. The public does not know 
generally who the proprietor of the Hilton Company is. J. Hilton 
may be the proprietor of both the Hilton Company and Hilton’s, so 
far as the general public are concerned. There is nothing to in- 
dicate to the public mind that the Hilton business, which is owned 
by J. Hilton, is not that of the original Hilton Company. In the 
Rogers Case, Rogers was forced to stamp upon his goods and put 
upon his signs a statement that the business was not connected in 
any wise with the original Rogers; in other words, I think upon the 
defendant was put the burden of indicating to the public that his 
business was not the business—not only not the business of another 
competitor, known as the Hilton Company, but not the business of 
another competitor, known as the Hilton Company, which was the 
Hilton Company prior to his entering the field. I do not think 
that, if the defendant should add to his sign ““Not Connected with 
the Hilton Company,” it would save the situation. 

I express no opinion at this time upon the question as to whether 
the use of the word “J. Hilton & Co.” will be permitted, because, 
for one reason, I cannot conceive, unless both sides agree, that I 
have any authority to pass upon such a question at this time. The 
way the decree is now left by the Court of Errors and Appeals, the 
only authority now left to this court is to determine whether or not 
a contempt has been committed. If the defendant desires to make 
a record, I suppose he can apply to this court for permission to 
modify this decree in some way and to permit him to use the word 
“Hilton” in a certain manner to be prescribed by the court. Whether 
that can be done after the decree of the Court of Errors and Ap- 
peals I do not now determine. 

Vice-Chancellor Howell, in the case I referred to during the 
argument, reported as Sheehan v. Humphreys, 81 N. J. Eq. 416, 
83 Atl. 189, approved by the Court of Errors and Appeals 81 N. J. 
Eq. 513, 87 Atl. 1119, held that in cases such as this, in order to 
warrant the court in issuing an injunction, it is not necessary there 
be proof of actual confusion. I reiterated that in the Hilton Case 
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originally, and the Court of Errors and Appeals did not see fit to 
dissent from it or overrule it. I think that no greater proof is 
necessary in an application to punish for contempt than is necessary 
to secure an injunction in the first instance. Considering the entire 
case, the facts and circumstances surrounding it, and whatever 
proof actually there is in the case, I am bound to conclude that the 
use of the word “Hilton’s,” in the manner that it is now being used, 
with the addition of the word “J. Hilton, Prop.,” leads to confusion 
and that it is bound to. 

I will, as above indicated, adjudge the respondent guilty of a 
contempt of this court and will not at this moment irrevocably 
pass upon the question as to the present practice, nor as to whether 
I think the use of the term “J. Hilton & Co.” would be proper. The 
matter is not now squarely presented to me. Between the present 
and the time when I shall definitely decide upon the question of the 
present practice, the further continuance of the use of the word 
“Hilton’s,’ with the “J. Hilton, Prop.,” will not be considered as 
an additional contempt of court. I will hear counsel as to what 
punishment ought to be imposed. 

If, as a means of purging himself of his contempt, the re- 
spondent offers to change his practice in such a manner as will 
appear to me to be in accordance with the injunction, it may be that 
I will permit him to purge himself. 


On Motion for Allowance of Counsel Fees as Costs 


Upon proceedings instituted by complainant, respondent was 
adjudged guilty of a contempt for his failure to obey an injunction 
requiring him to desist from using the name “Hilton’s,” etc., in such 
manner as to deceive the public and injure the business of com- 
plainant. Upon respondent making substantial changes in his 
method of conducting business the court concluded not to impose 
any punishment, other than to compel him to pay costs. 

Application is now made to include in the costs an allowance 
for counsel fees. In O’Rourke v. Cleveland, 49 N. J. Eq. 577, 25 
Atl. 367, 81 Am. St. Rep. 719, the Court of Errors and Appeals 
held that this court could not impose a counsel fee upon a party 
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held in contempt as a punishment. It rested its determination upon 
the absence in this state of legislative authority to award counsel 
fees in such cases indicating that the power to award a counsel fee 
is purely statutory. Subsequent to the determination of that case 
(1892), section 91 of an act concerning the Court of Chancery (1 
Comp. St. of N. J. p. 445), was amended to read as follows: 


“In any cause, matter or proceeding in the Court of Chancery the 
chancellor may make such allowances by way of counsel fee to the party 
or parties obtaining the order or decree as shall seem to him to be reason- 
able and proper, and shall direct which of the parties shall pay such al- 
lowances.” P. L. 1910, p. 427. 


Considering this legislation, as contrasted with the legislation . 


as it previously existed, it seems to me to be clear that the clear in- 
tent was to vest the Chancellor with jurisdiction to allow counsel 
fees in every proceeding of every kind and description that might 
be brought in the Court of Chancery. In the Matter of Frankish, 
86 N. J. Eq. 280, 98 Atl. 395, the present Chancellor held that the 
act applied to proceedings in lunacy. The Court of Errors and 
Appeals, in the O’Rourke Case, expressly determined that the 
award of costs at the discretion of the court is the settled practice 
in courts of equity in contempt proceedings, and I can see no reason 
why there may not be included in the costs by virtue of section 91 
a reasonable counsel fee. The statute with respect to the allowance 
of costs in existence at the time of the determination in the O’Rourke 
Case was, as indicated in the opinion of the Court of Errors and 
Appeals, essentially different from the statute as it now exists. 

In the instant case the proceedings to punish for contempt were 
not only to vindicate the dignity of the court, but also to secure the 
private rights of the complainant. I conclude, therefore, that coun- 
sel fees may be allowed against a respondent adjudged guilty of a 
contempt and included in the costs. Whether they should be al- 
lowed or not is a matter of discretion. 

I conclude in this case that they ought to be. The method in 
which the respondent conducted his business had been condemned 
by both this court and the Court of Errors and Appeals. For some 
time after service upon the respondent of the decree as modified by 
the Court of Errors and Appeals he continued to conduct his busi- 
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ness in the condemned manner. His excuse was that by reason of 
labor shortage, etc., he could not change his signs and labels. It 
was, of course, his duty to instantly comply with the order of the 
court, even if it necessitated closing his business. His remedy was 
to apply to this court for a stay of the operation of the injunctive 
decree. Because of the substantial change which he has now made 
and the fact that he acted in a mistaken idea as to his rights or as to 
his duty, it has induced me, without expressing an opinion as to 
whether the present method conforms to the decree, not to impose 
any punishment other than as above indicated, but I can see no good 
reason why the complainant, forced to come into this court to assert 
his legal rights under a decree of this court, should be obliged to 
bear the entire expense of the proceeding. 

Counsel for complainant ask for an allowance of $300. I 
think the amount asked for is modest and it will be allowed. 


Hostetter Co. v. GorRLING, ET AL. 
(173 N. Y. Supp. 375) 


New York Supreme Court, Appellate Term, First Department 
January 2, 1919 


New York Stratute—PEeNaAtty—REFILLino. 

Under § 367, General Business Law of New York, providing a 
penalty for refilling, by another than the owner, of bottles bearing a 
label or trade-mark, it is an offense to refill the bottle with other goods 
made by the owner of the trade-mark. 


Appeal from a judgment of the Municipal Court, Borough of 
Manhattan, in favor of defendants. Reversed. 


Argued December term, 1918, before Guy, Bisur, and De te- 
HANTY, JJ. 


Theodore E. Larson, of New York City (H. T. Randall, of 
New York City, of counsel), for appellant. 

George L. Donnellan, of New York City (John W. Clancy, of 

New York City, of counsel), for respondents. 
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Detenanty, J.: This action was_ instituted to recover two 
penalties under section 367 of the General Business Law (Consol. 
Laws, c. 20), which provides, in so far as pertains to this action, 
that any person other than the proprietor of a label or a trade-mark, 
registered in accordance with its provisions, who shall put into, refill 
with, or sell from or out of a bottle bearing such label, any article 
or substance other than the original contents placed therein by the 
owner, shall forfeit to such owner $100 for each violation. 

The appellant sues to recover for two separate violations of the 
statute in question and it is not claimed that it has failed to comply 
with the provisions of said statute with reference to the registration 
of the labels under which its product, Hostetter Bitters, is sold. For 
the purposes of this appeal it is necessary to consider. but one of 
said violations, as appellant waives recovery on the cause of action 
covering the other violation. 

Considering the specific violation, it was shown that on July 
2, 1917, appellant’s investigators purchased at defendant’s saloon 
from defendant Max Goerling, or one of his bartenders, part of the 
contents of a bottle which was substantially full and which bore 
plaintiff’s registered labels. This bottle had been previously marked 
for identification by one of the witnesses, and at that time was about 
three-quarters full. The respondent Max Goerling produced this 
identical bottle and testified that he had purchased a number of 
bottles of plaintiff’s product, which proved on examination to con- 
tain a cloudy sediment; that the contents were not salable in this 
condition, and that he therefore filtered the sediment out of the 
bottles and poured the balance of the contents from time to time 
into the identified bottle, out of which the contents of the filtered 
bottles were subsequently sold. 

It seems to me that respondent by this testimony clearly con- 
victed himself of a violation of the statute quoted. This court, in 
Hostetter v. McGowan, 101 Misc. Rep. 501, 167 N. Y. Supp. 276 
[7 T. M. Rep. 276], construed this statute and held that the plain 
intent thereof is that a bottle once filled by the manufacturer shall 
not be filled again by any one else, and that consequently the statute 
is offended if any one sells from a receptacle that has been refilled 
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with even the same liquid manufactured by the manufacturer, citing 
People v. Luhrs, 195 N. Y. 377, 89 N. E. 171, 25 L. R. A. (N. S.) 
478, in support thereof. 

As appellant was entitled to judgment upon the record thus 
presented, it follows that the judgment appealed from must be re- 
versed, with $30 costs, and judgment, absolute granted in favor of 
appellant for $100 and appropriate costs, pursuant to section 1317, 
Code Civ. Proc. All concur. 


Aunt Jemima Mitts Co. v. KirKtaNnp Distrisutine Co. 
Court of Appeals of the District of Columbia 
December 2, 1918 


INFRINGEMENT—CONFLICTING Marks. 
The bust picture of a negro woman, wearing a red bandana hand- 
kerchief around her neck, held to be infringed upon by the picture of 
a negro boy eating a watermelon. 


Appeal from a decision of the Commissioner of Patents dis- 
missing the opposition on the merits. See 8 T. M. Rep. 233. Re- 
versed. 

For the decision of the Commissioner, refusing to dismiss the 
opposition on motion, see 7 T. M. Rep. 395. 


E. S. Rogers and F. M. Phelps, for appellant. 
E. T. Fenwick and L. L. Morrill, for respondent. 


Van Orspet, A. J.: Appellant, the Aunt Jemima Mills Com- 
pany, opposes the registration by appellee, the Kirkland Distribut- 
ing Company, of the trade-mark, for use on self-rising flour, con- 
sisting of the bust of a negro holding a piece of watermelon under 
the chin, surmounted by the words “Good Enuf.” The opposition 
is based upon a registered mark for use on pancake flour, consisting 
of the bust picture of a negro woman with a red bandana handker- 
chief around her neck, surmounted by the words “Aunt Jemima.” . 
From a decision dismissing the opposition, the case comes here on 
appeal. 
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It is substantially conceded that the goods upon which the re- 
spective marks are used are of the same descriptive properties. 
The concession obviates the necessity of an express holding to the 
same effect. The only question left is whether the marks are so 
similar as to be likely to create confusion in trade. It would be 
difficult to imagine a more flagrant violation of the statute than the 
one here presented. The red core of the watermelon with its seed 
spots, held under the chin of the negro, is a good reproduction of 
the red bandana with its spots, tied around the neck of the negress. 
A mere glance at the marks is convincing. No evidence of confu- 
sion is necessary, nor can any amount of fine-spun discrimination 
withdraw the case from the direct operation of the statute. The 
opposition should have been sustained. 

The decision of the Commissioner of Patents is reversed and 
the clerk is directed to certify these proceedings as by law required. 


Hoop Russer Co. v. NeepHam Tire Co. 


Court of Appeals of the District of Columbia 
December 2, 1918 


1. TrapE-Mark—DescripriveE Mark. 

There is nothing per se descriptive about an arrow. It may be 
a good trade-mark. Nor will its use as a trade-mark interfere with its 
legitimate use by another, to indicate direction. 

2, INFRINGEMENT—CONFLICTING Marks. 

A mark consisting of a proper name, the letters of which are 
pierced by an arrow, conflicts with the word “arrow” or the picture of 
an arrow, in use by another. 

3. CANcELLATION—RicHTs oF THiep Parry. 

A petitioner for cancellation cannot invoke the superior rights of 

a third party in the mark to support his petition. 


Appeals from decisions of the Commissioner of Patents in can- 
cellation proceedings cancelling the mark of the appellant and sus- 


taining the registration of the appellee. See 8 T. M. Rep. 230, 
239. Reversed. 


J. M. Spear and William F. Hall, for appellant. 
A. V. Cushman and Robert Cushman, for appellee. 
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Ross, A. J.: These are trade-mark cancellation proceedings, 
each party seeking the cancellation of the other’s mark. 

The Hood Rubber Company is a manufacturer of automobile 
tires and has continuously used the word “Arrow,” or the picture of 
an arrow, as a trade-mark on tires since May of 1914. There is 
evidence tending to carry its title back to a much earlier date, but, 
inasmuch as the earliest date claimed by the Needham Company is 
1915, it is unnecessary to consider this earlier claim. The Need- 
ham Company is engaged in the same business in contiguous terri- 
tory and its mark, apparently adopted with full knowledge of the 
extensive use by appellant of the arrow mark, consists of the word 
“Needham” in block type with the barb and feather of an arrow 
projecting beyond the ends of the word. The marks clearly con- 
flict, for the arrow in the Needham mark is an essential and prom- 
inent part of that mark. Carmel Wine Co. v. California Winery, 
38 App. D. C. 1 [2 T. M. Rep. 33]. 

The Examiner of Interferences dismissed the Needham Com- 
pany’s petition for cancellation and sustained that of the Hood 
Company. On appeal an Assistant Commissioner cancelled the 
registration of the Hood Company, ruling “that the arrow is not 
and never was anybody’s trade-mark, or could have been, because it 
is one of the widest known and most used functional signs in ex- 
istence.”” Thereupon he dismissed the petition of the Hood Com- 
pany, holding that inasmuch as it had no trade-mark right in an 
arrow, “it becomes immaterial whether the registered mark (of the 
Needham Company) is likely to be confused with an arrow.” The 
result therefore is that the registration of the company first to 
adopt the mark is cancelled, while the registration of the company 
last to adopt is permitted to stand. 

The evidence clearly shows that appellant has used the arrow 
mark as a trade-mark and not as a functional sign, and we see no 
reason why its rights should not be protected. The use of this 
mark by appellant can in no way abridge the right of the general 
public to use the representation of an arrow as a functional sign. 
Any one who in good faith desires to use that sign may do so, without 
the slightest danger of infringing appellant’s mark. 
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It is further contended that persons other than the Hood Com- 
pany and the Needham Company have used the word “Arrow,” or 
the picture of an arrow, as a trade-mark in a manner analogous to 
its use by these parties, but that question may not be raised by ap- 
pellee. Standard Brewery Co. v. Interborough Brewing Co., 44 
App. D. C. 193 [6 T. M. Rep. 189]. In that case we said: 


“We do not think the statute contemplates that a mere interloper 
may invoke its provisions. The statute was intended as a shield to the 
innocent rather than as a foil to the guilty. The appellee, on its own 
showing, has no right whatever to the use of this trade-mark. How, then, 
can it be injured by its registration by the appellant? It is not concerned 
with the question whether the appellant’s right to the mark is superior to 
that of a third party. If that party deems itself injured by the registration 
it may invoke the provisions of this statute, but certainly an interloper 
and wrongdoer has no standing to invoke it.” 


The registration of the Needham Tire Company will be can- 
celled and that of the Hood Rubber Company will be sustained. 


Gutta Percua & Ruspser Mra. Co. v. Asax Mra. Co. 
Court of Appeals of the District of Columbia 
December 2, 1918 


INFRINGEMENT—GooDs OF SAME DEscRIPTIVE PROPERTIES. 

Rubber bicycle and automobile tires are goods of the same de- 
scriptive properties with rubber hose and belting. They are similarly 
classified by the patent office. 

Oprosttion—Norice—SvFFIciENCY. 

In construing a notice of opposition, which is susceptible of more 
than one meaning, that meaning must be adopted that is most favorable 
to the opposer. 


Appeal from a decision of the Commissioner of Patents, dis- 
missing a notice of opposition. See 8 T. M. Rep. 236. Reversed. 


Hans von Briesen, for appellant. 
E. C. Seward, for appellee. 


Smytu, C. J.: The appellee sought the registration of the 
conventional figure of a Maltese cross as a trade-mark upon bicycle 
and automobile tires composed of rubber and fabric, claiming that 
it had been using the same as a trade-mark on those goods since 
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September, 1916. Appellant filed a notice of opposition wherein 
it alleged, inter alia, that from some time prior to 1870 it had been 
using the same mark on its merchandise, consisting of mechanical 
rubber goods, among which were hose and belting and annexed to 
the notice a photograph of a publication containing a representation 
of an automobile tire bearing the figure of a Maltese cross which, 
appellant alleged, was its trade-mark; and that the public had come 
to know and recognize mechanical rubber goods having that mark as 
the product and output of the appellant. It stated its belief that 
by reason of the facts just set forth it would be damaged if the 
appellee was permitted to register a like mark. Appellant further 
asserted that in the Patent Office automobile and bicycle tires were 
placed in the same class as belting and hose. 

A motion to dismiss was filed by the appellee, the grounds of 
which were (1) that the notice failed to state that appellant had ever 
applied the trade-mark in issue to goods of the same class or de- 
scriptive properties as automobile and bicycle tires of rubber and 
fabric, and (2) failed to allege that there had been any confusion 
or that there was any likelihood of any confusion in the commer- 
cial exploitation of the goods of the appellant and the appellee. 
The examiner of interferences overruled the motion and, the ap- 
pellee having failed to answer within the time limited by his order, 
sustained the opposition and denied registration to the appellee. 
On appeal the examiner’s decision was reversed and the opposition 
dismissed by an assistant commissioner. 

The notice is not a model of clear and definite pleading. None 
the less we think it must be sustained as sufficient. It is the rule 
that in construing a notice of this character we must give to it the 
meaning most favorable to its author, if it is susceptible of more 
than one. Kaisersbrauerei Beck & Co. v. S. Liebmann’s Sons Brew- 
ing Co., 43 App. D. C. 268 [5 T. M. Rep. 250]. (See also Sage 
v. Culver, 147 N. Y, 245.) The notice, as we have seen, charges 
that the Patent Office places automobile and bicycle tires of rubber 
and fabric in the same class as belting and hose; that the appellant 
is engaged in producing mechanical rubber goods, which include 
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hose and belting; and that it has been, and is, using the mark in 
question on those goods. 

Automobile and bicycle tires are mechanical rubber goods of 
the same descriptive qualities as hose and belting. This finds 
much support in the fact that the Patent Office places them all in the 
same category. The general and essential characteristics of the 
goods are alike. No analysis is necessary to disclose this. Further- 
more, since automobile and bicycle tires are mechanical rubber 
goods, appellant’s allegation that it uses its mark on those goods is 
equivalent to saying that it uses it on such tires. The law denies 
“registration to trade-marks which are identical with a registered or 
known trade-mark owned and in use by another, and appropriated 
to merchandise of the same descriptive properties.” Anglo-Ameri- 
can Incandescent Light Co. v. General Electric Co., 48 App. D. C. 
385, 386 [5 T. M. Rep. 330]. (See also Walter Baker & Co. v. 
Harrison, 32 App. D. C. 272; Phoenix Paint & Varnish Co. v. 
John T. Lewis & Bros., 82 App. D. C. 285.) 

Even if we construe the notice narrowly, which we may not 
do, and say that it does not sufficiently allege the use of the mark by 
the appellant on automobile and bicycle tires, still the appellant 
would have a right to oppose the appellee’s use of it on those tires. 
The first appropriator has not only the right to the use of the 
mark on goods which he deals in (Menendez v. Holt, 128 U.S. 514), 
but also on goods which he may afterwards produce or handle if 
they have the same essential qualities as those upon which he has 
been using the mark. Appellee has no right to impede the appel- 
lant in the use of the mark in the natural expansion of its business. 
Simplex Electric Heating Co. v. Gold Car Heating & Lighting Co., 
43 App. D. C. 28 [5 T. M. Rep. 200]. 

Coming to the second ground of the motion, it must also be 
rejected. An intending purchaser favorably impressed by the 
goods of the appellant and familiar with its trade-mark seeing a 
similar mark on a tire put out by the appellee would naturally con- 
clude that the tire was a product of the appellant. Thus he would 
be led to confuse the goods of the appellant with those of the ap- 
pellee, from which undoubtedly injury would result to the former. 
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By failing to file an answer appellee admitted the allegations 
of the notice. The decision of the assistant commissioner is there- 
fore reversed and the opposition sustained. 


Batt & Gunnine Miiuine Co. v. MammMotH Serine MItuiNne Co. 
Court of Appeals of the District of Columbia 
December 2, 1918 


TravE-Mark—Loss or Ricur. 

The addition to a manufacturer’s line of a new and higher grade 
of flour under a different mark, is not a forfeiture of any rights in 
the mark formerly applied to its highest grade of flour, and still con- 
tinued under the same mark, without depreciation in quality. 


Appeal from a decision of the Commissioner. of Patents in an 
interference proceeding granting registration to the appellee. See 
8 T. M. Rep. 239. Affirmed. 


D. P. Wohlhaupter, for appellant. 
E. G. Siggers, for appellee. 


Ross, A. J.: Appeal from a decision of the Patent Office in 
a trade-mark interference proceeding in which priority of adoption 
was granted appellee. 

It was found by the Patent Office tribunals, and is conceded 
here, that the appellee company was the first to adopt and use the 
words “Golden Gate” as a trade-mark for flour. Appellant first 
contends that appellee has abandoned or forfeited its mark because, 
prior to 1907, it used the mark on its highest grade flour, but about 
that time produced and sold under another name a better grade of 
flour. There was no contention in the Patent Office, nor is there 
here, that the standard of quality of the “Golden Gate” brand was 
lowered; in other words, there is no evidence that the “Golden 
Gate” brand is not as good today as it was when the mark was 
adopted. These facts bring the case within the ruling in Royal 
Milling Co. v. J. F. Imbs Milling Co., 44 App. D. C. 207 [6 T. M. 
Rep. 142], where a mark that had been used on flour made from 
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soft wheat was used on flour made from hard wheat of the same 
grade and it was held that there had been no misrepresentation. 

It appears that these parties located in adjoining states, used 
this trade-mark for a number of years without either party learning 
of the other. With the increase of transportation facilities, how- 
ever, actual conflict resulted, but it is here contended that under 
the ruling in Hanover Milling Co. v. Metcalf, 240 U. S. 403 [6 
T. M. Rep. 149], registration should not be granted appellee. That 
case involved a different question, that of unfair competition, and 
the facts differed materially from those in this case, as appears 
from the following: ‘We are not dealing with a case where the 
junior appropriator of a trade-mark is occupying territory that 
would probably be reached by the prior user in the natural expan- 
sion of his trade and need pass no judgment upon such a case.” 
The question here is not that of unfair competition, but whether 
appellant, under the terms of the statute, is entitled to the regis- 
tration of this mark, which it was the first to adopt and use. We 
agree with the Patent Office that it is. Whether there are equitable 
reasons why appellee may not prevent appellant from using the 
mark in the territory formerly occupied by appellant is a question 
not here involved. 

The decision is affirmed. 


Patron Paint Co. v. Orr’s Zinc Wuite, Ltp. 


Court of Appeals for the District of Columbia 
December 2, 1918 


INFRINGEMENT—CONFLICTING Marks. 

A mark consisting of a seascape, with a picture of a rising sun 
conflicts with marks consisting of the conventional representation of a 
sun, with and without the words “Sun-Proof.” The controlling feature 
of each mark is the picture of the sun. 


Appeal from a decision of the Commissioner of Patents, over- 
ruling an opposition. See 8 T. M. Rep. 235. Reversed. 


W.C. Estabrook and Archibald Cox, for appellant. 
C. L. Sturtevant and E. G. Mason, for appellee. 
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Smytu, C. J.: This is an appeal from a decision of the Patent 
Office overruling the opposition of the appellant to the application 
of the appellee for the registration of a trade-mark. The appellant 
has two registered marks which it applies to paints, enamels and 
related material. Each includes a conventional representation of 
the sun. On one appears the words “Sun-Proof”; the other is 
devoid of words but has streamers running from the representation 
of the sun. The first mark was registered in 1898, the second in 
1915. Appellee’s mark is also used on paints and is described as a 
seascape with a pictorial representation of the rising sun. The 
sole contention in the proceeding is as to whether or not the use 
of the mark by both parties on the same class of goods would be 
likely to produce confusion in the public mind and cause damage to 
the opposer. 

It must be clear, it seems to us, that the controlling feature in 
each of the marks is the picture of the sun. It is that which first 
attracts the eye. If a person was sent to purchase a paint with 
the representation of the sun on the container he would be as likely 
to select the product of the one party as of the other. The statute 
says that where the junior mark would “be likely to cause confusion 
or mistake in the mind of the public, or to deceive purchasers,” it 
shall not be registered. In Pillsbury, et al. v. Pillsbury-Washburn 
Flour Mills Co., 64 Fed. 841, 847, it was held that “the purchaser 
is required only to use that care which persons ordinarily exercise 
under like circumstances. He is not bound to study or reflect; he 
acts upon the moment. * * The imitation need only to be slight if it 
attaches to what is most salient, for the usual inattention of a pur- 
chaser renders a good-will precarious if exposed to imposition.” 
Of course if the purchaser had an opportunity of comparing both 
marks he would have no difficulty in discovering distinguishing 
features, but this is usually denied him. “He acts,” as was said in 
the Pillsbury case, “upon the moment.” There is nothing in the 
statute [Sec. 5, 33 St. L. 725] requiring proof of actual confusion 
or damage. It is enough if it fairly appears from the record, as 
it does here, that confusion or mistake in the mind of the public 
would “be likely” to result from the registration of the junior mark 
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and cause damage to the opposer. (Battle Creek Sanitarium Co. 
v. Fuller, 30 App. D. C. 411, 415.) 

The decision of the Patent Office is reversed, the opposition 
sustained and registration of the mark in controversy denied to the 
Orr’s Zinc White, Limited. 


Dennison Mrea. Co v. Denney Tae Co. 
Court of Appeals of the District of Columbia 
December 2, 1918 


1. Trape-Marks—REcIstraTION—Marks OF QUALITY. 
Letters used merely as grade marks are not registrable. 
2, CANCELLATION—RIGHT OF PETITIONER. 
One who has used a mark to indicate grade or quality, may apply 
to cancel its registration by another. 


Appeal from decisions of the Commissioner. of Patents, sus- 
taining petitions for cancellation. See 8 T. M. Rep. 236, 237. 
Affirmed. 


A. V. Cushman and Charles S. Grover, for appellant. 
James A. Watson, for appellee. 


Ross, A. J.: These are appeals from decisions of the Patent 
Office tribunals sustaining appellee’s petition for the cancellation 
of the letters “D,” “T,” and “T C,” which appellant therefore had 
registered as trade-marks for tags. 

The Patent Office, after a review of the evidence, found that 
appellant had not used these letters as trade-marks but merely as 
grade marks, and, since it appeared that appellee was using sub- 
stantially the same marks in the same way, sustained the petition 
for cancellation. This action clearly was right, for words, letters, 
figures or symbols not denoting origin or ownership, but merely in- 
dicating quality, are not capable of exclusive appropriation. 
Lawrence Mfg. Co. v. Tenn. Mfg. Co., 1388 U. S. 587, 547; Colum- 
bia Mill Co. v. Alcorn, 150 U. S. 460, 463. 

The interest of appellee was sufficient to form the basis for 
its petition to cancel. Tim & Co. v. Cluett, Peabody & Co., 42 
App. D. C. 212 [4 T. M. Rep. 369]. 

The decisions are affirmed. 
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L. P, LARSON, JR., CO. V. WM. WRIGLEY, JR., CO. 


L. P. Larson, Jr., Co. v. Wm. Wriatey, Jr., Co. 


Wo. Wrictey, Jr., Co. v. L. P. Larson, Jr., Co. 
(253 Fed. Rep. 914) 


United States Circuit Court of Appeals, Seventh Circuit 
July 30, 1918 


TrapE-MArK—DeEscripTivE TERM. 

The word “Spearmint” is a common noun, denoting flavor, and is, 
therefore, not susceptible of appropriation as a trade-mark. 
INFRINGEMENT—CONFLICTING Marks. 

The word “Peptomint” is so different in appearance and sound 
from “Spearmint” that confusion between them is unlikely. 

Unrain CoMPETITION—IMITATION OF PACKAGES. 

There is no unfair competition in the use of features in the dress- 
ing of goods that are common to the trade. 

Unrarrk CoMPETITION—DEFENSES—PLAINTIFF’S FRAUD. 

A plaintiff who has attempted to deceive the court and oppress 
his opponent should be denied relief in equity. 

Unraimr CoMPETITION—ADMISSIONS AND AVERMENTS OF ParTIEs. 

A party litigant cannot complain when the court accepts his al- 
legations and sworn testimony as establishing the probability of con- 
fusion between packages of goods, notwithstanding that the finding 
of these facts under all the circumstances of the case, operated to his 
detriment. 


Appeals from decrees of the United States District Court, 


Northern District of Illinois. Plaintiff appeals from decree dis- 


missing bill of complaint in first suit. Defendant appeals from 
dismissal of counterclaim in second suit. First decree affirmed. 
Second decree reversed with directions. 


For opinion of the court on motion for a preliminary injunc- 


tion in the first suit, see 2 T. M. Rep. 279. 


Certiorari denied 248 U. S. ——, 39 Sup. Ct. 22, 63 L. Ed. 


—_——_ 


District Judge. 


James R, Offield and Charles K. Offield, both of Chicago, II1., 
for Wm. Wrigley, Jr., Co. 

Charles H. Aldrich and Frank F. Reed, both of Chicago, IIl., 
for L. P. Larson, Jr., Co. 

Before Baker and Atscuuter, Circuit Judges, and Lanois, 
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Baker, Circuit Judge: In No. 2500 Wrigley Company ap- 
peals from the final dismissal of its bill against Larson Company 
for alleged unfair competition and infringement of trade-mark. 

“Spearmint” was counted on as a trade-mark and was charged 
to be infringed by “Peptomint.” First. “Spearmint” is a com- 
mon noun, denoting flavor, and is therefore not susceptible of ap- 
propriation as a trade-mark. Second. ‘“Peptomint” is so different 
in appearance and sound that there would be no infringement, even 
if “Spearmint” were a proper trade-mark. 

Respecting unfair competition, an inspection of the packages 
discloses some marked dissimilarities. On the display side of the 
one “Wrigley’s Spearmint Pepsin Gum” are the prominent words; on 
the other, “L. P. L. Peptomint Gum.” “Spearmint,” specially em- 
phasized, is printed on the shaft of a spear, lying horizontally along 
the middle of the label. ‘“Peptomint,” specially emphasized, is 
printed on a straight-line banner, running obliquely from lower left 
to upper right, and laid upon a circle in the middle of the label. 
These differences, when the labels are placed side by side, are very 
striking. But there are also striking similarities. Both packages 
severally contain 5 sticks of gum, done up in pink wrappers, which 
protrude at each end some distance beyond the label wrappers. 
Both labels are done on white paper with red and green printers’ 
inks. Spear shaft and head are green, and thereon “Spearmint” 
shows in large white letters. Larson Company’s banner is green, 
and thereon “Peptomint” shows in large white letters. ‘Wrig- 
ley’s” above the spear and “Pepsin Gum” below are printed in red. 
Larson’s circle is red. In segments above and below the banner 
“L. P. L.” and “Gum” appear in white on the red background. 
Both labels bear sprigs of mint in green. 

If the case were to be disposed of by the foregoing compari- 
son, the finding might well be that the similarities so overbear the 
differences that the casual purchaser. might be misled by the com- 
mon color and printing scheme; and such was the view of the learned 
district judge in granting a pendente lite injunction on the sworn 
bill and exhibits. [2 T. M. Rep. 279.] 
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But at the final hearing other facts appeared, which may be 
briefly summarized as follows: In gum making before Wrigley’s 
time it was common practice to form sticks of the size and shape 
now used by Wrigley and Larson; to wrap the sticks in pink paper; 
to put 5 sticks in a package; to put 20 packages in a box; to tie each 
package of 5 pink sticks with a counterband of white paper; to use 
red and green printers’ inks on the white counterband; to display 
the maker’s name and “Gum”’ or “Pepsin Gum” in red letters; and, 
if the flavor was of the mint order, to print the name denoting flavor 
in white on a green design or in green on a white design. And on 
the package of this general style Wrigley was not the first to apply 
“Spearmint” as a display word of special emphasis. That had 
been done by Pulver years before Wrigley came on the scene. So 
there was nothing that Wrigley did not take from others, except 
his own name and the spear as the design on which to spread the 
word “Spearmint.” 

Wrigley, of course, knew these facts, and also the inside story 
of his suit against Pulver. According to the final decree in that 
case, Wrigley, not Pulver, was the originator of the “Spearmint” 
package. But the decree was not entered until Wrigley owned 
both sides of the lawsuit. He gave Pulver $100,000 in cash and 
$150,000 in notes running one to five years. If Pulver should fail 
to keep still, there might be trouble in collecting the notes remaining 
unpaid. It was Larson’s persistent digging that unearthed this 
hidden story. 

Wrigley’s oppression of his opponent and his attempt to de- 
ceive the court were ample grounds for refusing him relief in equity ; 
and in the strict law, when Wrigley is limited, as he must be, to his 
own name and the spear design for displaying “Spearmint,” Larson 
is not liable for using his own initials and the oblique banner across 
the circle for displaying “Peptomint.” 

In No. 2498, the record came here first; but it presents a later 
controversy. Larson, while under the pendente lite injunction 
against his “Peptomint” package, brought out his “Wintermint”’ 
brand. Wrigley sued him as an infringer of “Wrigley’s Double- 
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mint” package. On final hearing Wrigley’s bill was dismissed for 
want of equity, and Wrigley has acquiesced. 

Wrigley’s bill described the packages and averred that con- 
fusion had arisen and was bound to continue. This was fortified 
by the opinion testimony of Wrigley and another officer of his com- 
pany. Larson, in his answer and counterclaim, fully accepted 
Wrigley’s position as to similarity and confusion, denied that “Wrig- 
ley’s Doublemint” was the elder, and averred that Wrigley had 
deliberately brought out “Doublemint’’ to undermine Larson’s es- 
tablished and growing trade in “Wintermint.” The evidence proves 
with certainty that “Wintermint’” was seven months older than 
“Doublemint.” A reasonably clear inference from facts in the 
record is that Wrigley was acquainted with the “Wintermint” pack- 
age before adopting his ‘““Doublemint” package. 

But, in support of the counterclaim, no proof was made of 
actual confusion. Counsel, however, contend that an inference to 
that effect may be drawn from Larson’s testimony that after 
“Doublemint” appeared his sales of “Wintermint’” materially de- 
creased. True, but a falling off in business may result from fair 
as well as from unfair competition. 

Insistence comes to be centered on the proposition that the 
trial court was not at liberty to determine the question of actual or 
probable confusion from a comparison of the packages and from 
the lack of direct testimony, but was bound to take that issue as 
settled by Wrigley’s averments and admissions in court; and coun- 
sel cite many cases as supportive of their contention.! 


* Sullivan v. Colby (C. C. A. 7th) 71 Fed. 460, 464, 465, 18 C. C. A. 193; 
10 R. C. L. 701, 702, sub. “Estoppel,” where the authorities are cited as fol- 
lows: Sutherland v. Sutherland, 102 Iowa, 535, 71 N. W. 424, 63 Am. St. 
Rep. 477; Tarbell v. Royal Exchange Shipping Co., 110 N. Y. 170, 17 N. E. 
721, 6 Am. St. Rep. 350; Morrison v. Atkinson, 16 Okl. 571, 85 Pac. 472, 8 
Ann. Cas. 486, and note. Vide Appeal and Error. 2 R. C. L. 183 et seq.; 
Balloch v. Hooper, 146 U. S. 363, 13 Sup. Ct. 128, 36 L. Ed. 1008; Northern 
Pac. Ry. v. Paine, 119 U. S. 561, 7 Sup. Ct. 323, 30 L. Ed. 513; Kansas R. 
Co. v. Morton, 61 Fed. 814, 10 C. C. A. 12; Central R. Co. v. Stoermer, 51 
Fed. 518, 2 C. C. A. 360; Clark-Montana R. Co. v. Butte & S. Copper Co. 
(D. C.) 233 Fed. 547; Historical Pub. Co. v. Jones Bros. Pub. Co., 231 Fed. 
638, 145 C. C. A. 524; Morton v. Clark, 181 Mass. 134, 63 N. E. 409; 
Loughridge v. N. W. Ins. Co., 180 Ill. 267, 54 N. E. 153; Standard Brewing 
Co. v. Bemis Malting Co., 171 Ill. 602, 49 N. E. 507; Leeds v. Townsend, 
228 Ill. 451, 81 N. E. 1069, 138 L. R. A. (N. S.) 197. 
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Undoubtedly a litigant has no cause for complaint if the court 
accepts his solemn and sworn admissions in pleadings and testimony 
as true. But we must reject the contention that his adversary has 
the right to compel the court to do so. Otherwise a court could be 
forced by parties to decide moot, feigned, and collusive cases, or a 
chancellor might be made to proceed with an equitable accounting 
between partners who had stolen the property they brought into 
court.2, But the present case on the counterclaim is not moot, nor 
feigned, nor collusive, and it presents a question of Larson’s legiti- 
mate property rights. 

In the “Wintermint” package the sticks of gum are wrapped in 
green paper; also in the “Doublemint” package. Both have counter- 
bands of white paper bearing words and devices in red and green 
printers’ inks. To a casual glance the packages seem alike in some 
degree. But the differences are noticeably prominent. “Win- 
termint” is displayed on Larson’s oblique banner; “Doublemint,” 
on the shaft of a spear having a head at each end. And the name 
of the maker in each case is given emphasis: ‘“Larson’s Winter- 
mint,” “Wrigley’s Doublemint.” From a comparison the learned 
distrist judge found that the distinctive words and marks were so 
dominating that the careless purchaser, desiring “Larson’s Winter- 
mint,” would not be misled into taking ““Wrigley’s Doublemint.” 

With nothing before us but the packages, we would be in- 
clined to concur in the finding. But the record contains also Wrig- 
ley’s averment in his bill that confusion had arisen. There was no 
proof to support that averment and Larson’s parallel averment. 
But Larson’s counsel may have relied on the stipulation of fact in 
bill and counterclaim to save hunting up and bringing in witnesses 
of wrongful sales. Furthermore, Wrigley and another interested 
with him gave testimony as experts in the gum business that con- 


*Everet v. Williams, section 94, note, Lindley on Partnership (5th Eng. 
Ed.); Evans v. Richardson, 3 Merivale, 469; Richardson v. Buhl, 77 Mich. 
632, 43 N. W. 1102, 6 L. R. A. 457; Bartle v. Nutt, 4 Pet. 184, 7 L. Ed. 825; 
Coppell v. Hall, 7 Wall. 542, 19 L. Ed. 244; Oscanyan v. Arms Co., 103 U. S. 
261, 26 L. Ed. 589; Fowle v. Spear, Fed. Cas. No. 4996; Heath v. Wright, 
Fed. Cas. No. 6310; Kohler v. Beeshore, 59 Fed. 572, 8 C. C. A. 215; Uri 
v. Hirsch (C. C.) 123 Fed. 568; Fetridge v. Wells, 13 How. Pr. 388; Sim- 
mons v. Mansfield Drug Co., 93 Tenn. 84, 23 S. W. 165. 
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fusion was likely to result from the similarities; and so there is a 
basis for at least the possibility that Wrigley’s averment of fact and 
his expert opinion may be true, and that Larson’s diminished sales 
came from Wrigley’s simulation of the “Wintermint” package. 

In such a situation, the rule, in our judgment, is this: In a 
real and legitimate controversy, a party should be left within the 
knot of his averments in pleadings and admissions in testimony, 
unless the court can find an absolute demonstration from other evi- 
dence in the case or from facts within judicial notice, like the 
laws of physics, etc., that under no circumstances could the aver- 
ments and admissions be true. This is in analogy to the rule re- 
specting the sustaining of a demurrer to a bill for infringement of a 
patent on account of the invalidity of the patent on its face. Wes- 
trumite Co. v. Commissioners, 174 Fed. 144, 98 C. C. A. 178; Lange 
v. McGuin, 177 Fed. 219, 101 C. C. A. 889. 

In No. 2500 the decree is affirmed. 

In No. 2498 the part of the decree that dismisses the counter- 
claim of Larson Company is reversed, with the direction to enter an 
injunction and order an accounting. 


B. V. D. Co. v. Morris Isaac, ET. AL. 


U. S. Circuit Court of Appeals, Sixth Circuit 
February 6, 1919 


1, Price MAInTENANCE—EFFECT OF SALE. 

The rule that the seller of merchandise parts with all control over 
it is no longer open to question. This rule applies regardless of 
whether patents, copyrights or trade-marks are involved. 

2. RicHT oF Buyer—ALTERATION OF CARTONS. 

The original owner of cartons enclosing goods cannot control pur- 
chasers’ treatment of the cartons. Serial numbers or secret marks 
placed upon boxes of goods by the original owner may be removed 
by purchasers without violating any rights of such original owner. 

3. Trape-MarkK and Unrarr ComPetiTIoN. 
The removal, by the purchaser, of serial numbers or secret marks 


from cartons of goods is not unfair competition or infringement of 
trade-mark. 


Appeal from decree of the District Court of the United 
States for the Southern District of Ohio, in favor of defendants. 
Affirmed. 
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Hans IV’. Briesen, of New York City, and Murray Seasongood, 
of Cincinnati, counsel for plaintiff-appellant. 
James N. Ramsey, of Cincinnati, Ohio, counsel for defendants- 
appellees. 
Before KNapren and Denison, Circuit Judges, and Cocuran, 
District Judge. 


KnappeEN, Circuit Judge: Plaintiff manufactures the so-called 
“B. V. D.” underwear, consisting of two-piece suits not protected by 
patent, as well as union suits, as to which rights under patent are 
claimed. It sells only to a selected list of jobbers, about three hun- 
dred and fifty in number out of about eight hundred and fifty ap- 
plicants. Previous to the decision of the Sanatogen case (229 U. 
S. 1), it sold its union suits under a strict price maintenance agree- 
ment. As to the two-piece suits there was not such agreement. 
Since December 7, 1916, (more than three years after the Sanatogen 
decision) plaintiff's acknowledgments of receipts from jobbers of 
orders for goods, both union and two-piece suits, have been accom- 
panied by a form letter expressly designed to secure price main- 
tenance in fact. The statement not only says: “We consider it im- 
portant that in the distribution of these goods the prices to be re- 
ceived therefor shall not be either greater or less than those which 
are fairly reasonable to all concerned. A schedule of prices which 
we deem fair to all under present conditions is herein set forth”; 
but also, “Any B. V. D. goods which shall be shipped to you should 
not therefore be sold at prices greater or less than our latest re- 
tailers’ prices.” 

Defendant is a jobber at Cincinnati. It had been unable to 
buy directly from plaintiff, although it had offered complete assur- 
ance that prices would not be cut. It was thus compelled to buy 
from others. Several years before the Sanatogen decision plain- 
tiff inaugurated a system of placing a selected serial number upon 
the bottom of each carton contained in a given case. This secret 
mark, being entered on plaintiff's books, furnished means of identi- 
fying the jobber to whom the box had been shipped and plaintiff 
claims this enabled it to prevent fraudulent substitution. Defendant 
claimed and exercised the right to remove these secret marks from 
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cartons containing plaintiff's goods. It was to enjoin this action that 
the bill was filed. Defendant justifies its action as necessary to pro- 
tect the jobbers from whom it has bought against the consequences of 
selling below plaintiff's prescribed prices. 

The District Court dismissed the bill on the grounds, first, that 
plaintiff parted with the title to its goods and their enclosing car- 
tons when it sold them, and that it had no concern with defendant's 
treatment of the cartons after the latter had acquired full owner- 
ship; and, second, that one of the purposes, if not the real purpose, 
of plaintiff in putting a secret mark on the cartons is to enable it 
to determine which of its wholesalers is cutting prices, with a view 
of striking the offender from the selected list of jobbers. 

The District Court was clearly right in dismissing the bill. 
The broad rule that the seller of merchandise outright parts with 
all control over it is no longer open to question. While the decisions 
to this effect have been for the most part in suits where the pro- 
tection with respect to price maintenance was claimed under patent, 
copyright or trade-mark, yet the rule stated was applied not be- 
cause of such features but in spite of them, and upon the fundamental 
ground that the control of the owner over the article sold ended 
with the complete passing of title. Dr. Miles Medical Co. v. Parl: 
& Sons Co., 220 U. S. 873; The Sanatogen case, supra; Straus v. 
Victor Talking Machine Co., 243 U. S. 490; Motion Picture 
Patents Co. v. Universal Film Mfg. Co., 243 U. S. 502; Boston 
Store v. Amer. Graphophone Co., 246 U. S. 8. 

The question of price restriction apart, there is no merit in 
the claim that plaintiff has retained such an interest in preserving 
its own good-will as will support its claimed right to relief. The 
sale of its goods was absolute, and completely passed title not only 
to the goods themselves but to their enclosing cartons. No au- 
thorities are cited, nor have we found any, which since the line of 
decisions above referred to lend support to plaintiff’s claim. In 
Coca Cola Co. v. Bennett, 238 Fed. 513 [7 T. M. Rep. 159] (so far 
as material here) it was merely held unfair competition for the 
purchaser of plaintiff’s goods in bulk to sell them in bottles bearing 
plaintiff's name and trade-mark when plaintiff had already sold to 
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others the sole bottling privilege. Ingersoll v. Doyle, 247 Fed. 620 
(8 T. M. Rep. 188] was a case of trade-mark infringement. The 
recent “‘Associated Press’ decisions seem to us not at all in point. 
Neither is there application in cases like Wells, Etc., Co. v. Abra- 
ham, 146 Fed. 190 (s. c. 149 Fed. 408) and Miles Medical Co. v. 
Goldthwaite, 133 Fed. 794, where (before the Sanatogen decision) 
provisions expressly designed to enforce restrictions were sus- 
tained. The case of B. VY. D. Co. v. Kommel, 200 Fed. 559 [3 T. M. 
Rep. 89], specially relied upon by plaintiff, is not persuasive of its 
contention. Not only was that case decided several years before 
the Sanatogen case, but what was there said favorable to plaintiff 
is merely obiter, and apparently not even the unanimously accepted 
view of the court. Manifestly, cases involving protection of marks 
on articles still belonging to a plaintiff have no application. Con- 
ceding that plaintiff's secret system is susceptible of entirely legi- 
timate and proper use, and even that it was not used illegitimately 
in the present case, the action below was nevertheless right. There 
was here no invasion of trade-mark, and no breach or attempted 
breach of any legitimate trust relation on the part of either de- 
fendants or their vendors. 

The suggestion that the erasure of the serial number will en- 
able the sale of former-season goods as if put out during the cur- 
rent season, and thus affect plaintiff's good-will, relates to a con- 
dition too remote and unsubstantial to justify the attempted re- 
striction, especially as the purchasers from the plaintiff's jobbers 
were under no obligation even to retain or use the boxes in which 
the goods were originally sold, and sales of past-season goods were 
not forbidden. 

It cannot, however, be said that the conclusion of the District 
Court that plaintiff's reason for using its secret marking system 
embraces at least the enforcement of its price maintenance sys- 
tem, and thus was an unlawful restraint of trade, is without justi- 
fication. To say the least, equity will not lend its aid to an attempt 
of that nature. True, the testimony of plaintiff’s president denied 
such purpose, but in view of all the other testimony in the case, 
the court was not bound to accept that statement at its face value. 
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The district judge heard and saw the witnesses, and his conclusions 
should not be disturbed. 
The decree of the District Court is affirmed. 


B. V. D. Co. v. Morris Isaac, ET AL. 
United States District Court, Southern District of Ohio 
October 15, 1917 


1. Price MainteNaNnce—Seri1AL NumBers—RiGut To Remove. 

A wholesaler who purchases goods from the manufacturer under 
contract not to sell below a certain price, and his vendee who is not 
under such contract, are free to remove a serial or identification num- 
ber placed upon the boxes containing the goods by the manufacturer. 


2, Price MAINTENANCE—ANTI-Trust Act. 
A contract of a manufacturer with a wholesaler not to sell to 


others at less than a given price is in restraint of trade and will not 
be countenanced. 


In equity. On final hearing. Decree for defendants. 


Hans V. Briesen, of New York City, and Parton, Warrington 
& Seasongood, of Cincinnati, counsel for plaintiff. 
James N. Ramsey, of Cincinnati, counsel for defendant. 


Houuister, District Judge: Complainant manufactures and 
sells men’s under-garments under the name “B. V. D.,” for which 
it has a registered trade-mark, and, for the construction of certain 
parts, has patents. There is a great demand for its product in this 
and other countries, the product consisting of so-called union suits, 
which in fact are one garment, and of suits of two pieces consisting 
of the usual undershirt and drawers. These are marked with a 
label “B. V. D.,”’ with the legend “Made For the Best Retail Trade,’ 
with notice of the copyright and registered trade-mark, and on some 
articles notices of the patents. The articles are packed in attractive 
boxes appropriately illustrated, which carry on the top and side 
substantially the same information as is marked upon the articles 
themselves, and also certain numbers indicating sizes, ete. The 
boxes also have on their bottom a serial number, so that the com- 
plainant, by looking at the bottom of the box, assuming that the 
articles in it are B. V. D. goods, may tell to whom it sold them 
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originally. Dealers who testified are of opinion that they can al- 
ways tell the genuine B. V. D. goods from their make-up and the 
marks upon them, although they admit that the labels may be coun- 
terfeited as well as the texture itself. There is nothing, however, 
in the case to indicate that anybody ever did imitate or try to imi- 
tate the B. V. D. goods, or that there ever were any goods on the 
market in imitation of complainant's. 

The complainant does not sell its goods to retailers, but only 
to wholesalers, and not all of them in any locality; but chooses from 
them certain ones, each of whom is required to agree with com- 
plainant that he will not sell the goods at less than $1.00 a pair. 
The price exacted from the wholesaler is constant, so that if each 
wholesaler lived up to his contract with complainant, the profit on 
each pair sold would be the difference between a dollar and the 
price the wholesaler had to pay. The wholesalers sell to each other 
and to retailers, and it is common practice in this market, and pre- 
sumably elsewhere, since the reasons are the same, for some, at 
least, of the wholesalers to sell to each other and to retailers at 
less than $1.00 per pair. Competition between the wholesalers 
causes them to cut the price; and the retailers often sell for one 
reason or another, because of the season or the amount of stock on 
hand or for whatsoever reason, even below the price the manu- 
facturer exacts from the wholesale dealers with whom it has con- 
tracted. 

One of the purposes, if not the real purpose of the mark on 
the bottom of the box is that by tracing through the serial num- 
bers there marked, the complainant may find out who it is among 
the wholesalers with whom he has contracted that is selling the 
articles at less than $1.00 per pair agreed upon. He may then 
strike such wholesaler from his list of customers. 

The wholesale dealers, when cutting prices, sometimes them- 
selves remove the serial number from the bottom of the box and 
sometimes sell on condition that the purchaser do so. The purpose 
of this is to prevent the complainant from finding out where the 
articles found in a retail store come from. 
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The defendants, Morris Isaac & Sons, are a partnership com- 
posed of Morris Isaac and Bernard J. Isaac, his son—it now being 
held that the other two defendants are not parties in interest. 
This firm is a wholesale dealer in men’s furnishing goods and other 
commodities and sells union suits and two-piece suits of other make 
as well as B. V. D. underwear, at such prices as it is willing to 
sell them for, including prices lower than $1.00 per pair. The 
firm carries B. V. D. articles in the boxes in which they were pur- 
chased, and presumably in which they were originally packed, and 
sometimes buys them with the serial number on the bottom of the 
box. The defendants remove the serial numbers. This action is 
founded upon that fact. 

The bill of complaint will be dismissed for the reason that the 
defendants having purchased genuine B. V. D. goods in the market 
were under no obligation to complainant or anybody else to pre- 


serve such serial marks as the complainant may have chosen to put 
on the bottom of its boxes. 

The case has no analogy to the Meccano and the Prest-O-Lite 
cases, referred to by counsel; for there, the complainant’s busi- 
ness system was used by the defendants for the purpose of intro- 
ducing the defendant’s goods and palm them off on the public as 
the complainant’s goods. Here the defendants purchased genuine 
goods at such price as they were able to obtain them. The com- 
plainant’s price was constant. It received its price on every sale. 
The contract of complainant with its wholesalers was an attempt 
to prevent competition between them and required dealers, and ulti- 
mately the public, to pay a greater price than if complainant’s 
chosen wholesalers were in competition among themselves for the 
retailer’s trade. These contracts are clearly in restraint of trade. 
To require a wholesaler, either one with whom the complainant had i 
contracted, or one with whom the complainant is unwilling to con- 
tract, to preserve the serial number on the bottom of the box, 
would enable the complainant to punish such wholesaler for selling 
below the price at which he has contracted to sell. The tendency 
of this is, through fear of loss, to compel the agreeing wholesalers 
to sell at a fixed price, and to deprive the retailers and the public 
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of the beneficial results of competition between the wholesalers. 
The complainant fixes its price in each case; receives its price, and 
the price at which the article thereafter sold was, under the law, 
of no consequence to it, and the attempt to maintain a price by these 
contracts and to ferret out by means of these serial numbers the 
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wholesalers who might break their contract, was a contract and de- 
vice in restraint of trade. No device, however subtle, will be per- 
mitted to interfere with the free competition between those who 
handle these goods, after the complainant has received its price. 

It is true defendants are not complaint’s contractees, but the 
contracts are immediately involved in this action, because if com- 
plainant can prevent these defendants and all others in a similar 
situation from removing the serial numbers or selling B. V. D. goods 
in boxes from which the serial numbers have been removed either by 

defendants or by those from whom they purchased, then the com- 

plainant will have gone a long way toward preventing its chosen 
wholesalers from selling at less than the stipulated price, and thus 
preventing competition between them. 

The bill is wanting in equity and will be dismissed. 


O. & W. Tuum Co. v. Dickinson 
(254 Fed. Rep. 219) 
United States District Court, Western District of Michigan 


January 29, 1918 


INFRINGEMENT—ACccounT OF Prorrts—ForM 
In rendering an account of profits from sales made under an in- 
fringing mark, the infringer may be compelled to disclose the names 
and addresses of his customers, particularly when he denies having 
made any profit, so that the inquiry may be limited to the damages 
j sustained by the plaintiff. 
In equity. On review of master’s order directing the filing of 
an account. Affirmed. 
For opinions rendered in the decision of the case on the merits, 


see 7 T. M. Rep. 496, 469; 8 Id. 11. 


Chappell & Earl, of Kalamazoo, Mich., for complainant. 
Butterfield & Keeney, of Grand Rapids, Mich., for defendant. 
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Sessions, District Judge: The master’s order, requiring de- 
fendant to file his account and to include therein the names and ad- 
dresses of all purchasers of goods bearing the infringing trade- 
mark, is in the form used and employed for many years in this 
district in accountings of like nature, and should be approved, un- 
less it invades some substantial right of defendant, or violates some 
established rule of practice, and thus constitutes an abuse of dis- 
cretion. Equity rule 63 (198 Fed. xxxvii, 115 C. C. A. xxxvii) pre- 
scribes the form and not the contents of the account. An account 
is none the less “in the form of debtor and creditor” because it is 
complete and contains such matters of detail as are essential to 
the determination of the rights of the parties. Independently of 
the rule, it lies within the discretion of the court to require the de- 
fendant to disclose in his account such facts as are necessary to 
show, not only his own profits from his wrongdoing, but also the 
extent of the injury otherwise done by him to the plaintiff. 

The finding of the Circuit Court of Appeals that defendant has 
been a wilful and persistent trespasser upon plaintiff’s rights is 
binding upon this court, and constitutes the controlling rule of de- 
cision in this case. At best, defendant occupies the position of a 
trustee ex maleficio and must account as such. The primary object 
of requiring an unfaithful trustee “to bring in his account is to com- 
pel discovery from him as to the details of the transaction under 
investigation.” Defendant is not entitled to protection against the 
consequences of his own malfeasance, and if the full and fair dis- 
closure, which the law requires him to make, incidentally involves 
some personal loss or business disadvantage, the blame therefor rests 
upon himself alone. Courts should not be so tender of his claimed 
rights as to destroy the very purpose which the rule was de- 
signed to accomplish, or to jeopardize or sacrifice the adjudicated 
rights of plaintiff. 

The claim of defendant that he ought not to be required to 
disclose the names and addresses of his customers might rest upon a 
somewhat more substantial foundation, if the profits made by him 
in the manufacture and sale of the infringing goods alone were 
involved; but the accounting is ordered to ascertain both his gains 
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and profits and the damages suffered by plaintiff. In a recent 
petition defendant has averred that he has made no profits. If this 
averment is true, and he cannot now gainsay its truth, plaintiff will 
be limited in its recovery to the damages (as distinguished from 
the infringer’s profits) it has sustained. An important element of 
such damages, if any, may be sales of goods bearing the infringing 
trade-mark, which have prevented sales by plaintiff of its own 
goods to its own customers. Whether any such sales have been made 
cannot be learned until after the discovery of the names of the pur- 
chasers of infringing goods from defendant. An account merely 
stating dates, amounts and prices would afford little, if any, assist- 
ance in the determination of this important question. To hold that 
plaintiff is not entitled to such information until after the filing 
of his account and exceptions thereto, and not even then unless, 
possibly, it can be obtained from an examination of the defendant 
either viva voce or upon interrogatories, would be to create and to 
invite the delays which the rule was intended to prevent. 

Decisions of District Courts, which seem to rule differently, 
have not been overlooked. In some vital respects the cases cited 
differ materially from the present one. These cases, in themselves, 
when carefully examined, particularly as to dates, furnish glaring 
examples of the delays caused in some measure by following the 
rule of practice therein approved. In a mandamus proceeding in 
one of the cases, the opinion of the Court of Appeals is in har- 
mony with the views herein expressed. In re Beckwith, 203 Fed. 
45, 121 C. C. A. 381. The whole trend of modern decisions and 
rules of procedure is to eliminate delays wherever possible, and 
courts ought not to permit the use of equity rule 63 as an instru- 
ment to produce the serious evil which it was intended to remedy. 

The order of the master is approved and affirmed. 
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Gerson v. Iowa Peart Button Co., Inc. 
(254 Fed. Rep. 363) 
United States District Court, Southern District of New York 


June 18, 1918 


Unrairn ComMpETITION—TRADE AND Corporate NAMES. 

One who has filed a certificate under the law of New York, au- 
thorizing him to use the trade-name “Iowa Pearl Button Co.” held 
not entitled to a preliminary injunction, to restrain a corporation 
organized under the laws of Iowa from using the same name, the 
name being descriptive of the business conducted under it. 


In equity. On motion for a preliminary injunction. Denied. 


Emanauel S, Cahn, of New York City, for the motion. 
Joseph A. Arnold, of New York City, opposed. 


Mayer, District Judge: The application is for a preliminary 
injunction to restrain defendant from using the words “Iowa Pearl 
Button Company” within the state of New York, or, in any event, 
within the county of New York. 

Plaintiff has used the name since December 2, 1913, having 
filed a certificate in the office of the New York county clerk in ac- 
cordance with the statute permitting individuals, as distinguished 
from corporations, to use the designation of “Company” after com- 
pliance with statutory requirements and procedure. 

Defendant corporation was organized under the laws of Iowa 
in 1916, its place of business being in Muscatine, in that state, and, 
on January 5, 1917, it obtained the usual certificate of authority to 
do business in the state of New York. 

Bishop, the president of defendant, states that after a careful 
investigation, to ascertain whether the name “Iowa Pearl Button 
Company” had been used in the United States, he was unable to find 
that the name was in use. There is no reason to doubt this state- 
ment, as it is quite likely that such a search would be confined to 
inquiry of state secretaries or like state officials, rather than of 
innumerable county clerks or similar officials. According to Bishop, 
neither he nor any one else connected with defendant knew of the 
existence of Gerson’s trade-name. 
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Gerson is a dealer, and trades, not only in Iowa pearl buttons, 
but also in other kinds of buttons. Defendant is a large manu- 
facturer of “Iowa,” or fresh-water pearl buttons. Nothing in the 
way of wrongdoing, nor deception, nor unfair trade methods, is 
shown against defendant. Plaintiff’s sole reliance is on the liability 
to deception and confusion which is likely to result from the use by 
defendant of a name substantially identical with that of plaintiff's 
trade-name. 

It is unnecessary to analyze at length the cases which deal with 
this frequently litigated subject, for the motion may be disposed 
of on the authority of Goodyear’s India Rubber Glove Mfg. Co. v. 
Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 166, 32 L. Ed. 535. 

It seems—rather interestingly—that “Iowa pearl button’ is 
a well-known product, which has grown to have a name as generic as 
“cotton” or “grain,” to use the illustration of the Goodyear case, 
supra. In other words, “Iowa pearl button” means a button made 
out of fresh-water shells. According to defendant, about 25 years 
ago the manufacture of pearl buttons out of fresh-water shells 
originated in Muscatine, Iowa. Up to that time there had never 
been any pearl buttons made out of fresh-water shells, in the 
United States or elsewhere. Machines for finishing pearl buttons 
made out of these shells were invented and developed at Muscatine, 
where the industry started, and the industry has grown large, and 
especially at Muscatine and other towns in Iowa. Iowa pearl but- 
tons are known exclusively in the button trade as the equivalent 
of sweet-water buttons made from shells which are found in streams 
adjacent to Iowa, and many of the prominent firms manufacturing 
fresh-water pearl buttons are located in Iowa. 

Under the heading “Button,” it is stated in the Encyclopedia 
Britannica (volume IV, page 891): 

“Pearl buttons were made (in the United States) on a small scale in 
1855, but their manufacture received an enormous impetus in the last 
decade of the nineteenth century, when J. F. Boepple began, at Muscatine, 
Iowa, to utilize the unio or ‘niggerhead’ shells found along the Mississippi. 
By 1905 the annual output of these ‘fresh-water pearl’ buttons had reached 
11,405,723 gross, worth $3,359,167, or 36.6 per cent. of the total value of the 


buttons produced in the United States. * * * (See U. S. A. Census Re- 
ports 1900, Manufacturers, part iii, pp. 315-327.)” 
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Muscatine, Iowa, is mentioned in volume XIX of the same work 
(page 44) as: 

“The center of a pearl-button industry introduced in 1891 by J. F. 
Boepple, a German; the buttons being made from the shells of the fresh- 
water mussel found in the neighborhood. * * *” 

From the foregoing it is plain that neither plaintiff nor de- 
fendant is entitled to the exclusive use of the name “Iowa Pearl 
Button,” nor, under the Goodyear case, supra, can such use be ac- 
quired by adding the word “Company.” 

In any event, whether this conclusion is right or not, a pre- 
liminary injunction should not be granted. The cause can be 
tried early in the fall, and, meanwhile, an injunction might do great 
injury to defendant, if improvidently granted; whereas, there is 
no showing of any real injury to plaintiff at this time, but only a 
possible injury. Defendant has had the certificate to do business 
in this state under the name complained of for over a year, and this 
motion was only recently made, and the controversy may be safely 
left for determination upon the trial of the suit. 

Motion denied. 





AmMMoN & Person v. NarraGANsett Dairy Co., Lrp. 
(254 Fed. Rep. 208) 
United States District Court, District of Rhode Island 


December 12, 1918 


INFRINGEMENT—ACCOUNTING. 
Plaintiff, who had been granted an injunction, and an accounting 
of profits arising from infringement of its trade-mark, held not en- 
titled to recover profits on sales made by defendant in good faith, 
without knowledge of plaintiff’s rights and on packages clearly identi- A 
fied as his own. ‘ 


In equity. On motion for entry of decree. For opinion on 
final hearing, see 8 T. M. Rep. 395. 


Edwards & Angell, of Providence, R. I., for plaintiffs. 
Wilson, Gardner & Churchill, of Providence, R. I., for de- 
fendant. 
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Brown, District Judge: Though the opinion already filed 
(252 Fed. 276) [8 T. M. Rep. 395] holds that the plaintiffs are en- 
titled to an injunction, and that the defendant’s cross-bill must be 
dismissed, yet it appears that the former Narragansett Dairy Com- 
pany had used as a trade-mark applied to goods the word “Queen” 
alone for about three years prior to any use of the word alone by the 
plaintiffs as a trade-mark applied to goods. This use by that com- 
pany or by the defendant had been very substantial and continuous 
in New England and elsewhere from 1909 to September 29, 1915, 
the date of plaintiffs’ notice to defendant; such use being without 
fraudulent intent to imitate plaintiffs’ goods, and so far as appears 
without actual deception of purchasers. This has a most important 
bearing on pliantiffs’ right to an accounting of profits and assess- 
ment of damages. 

The goods of both these manufacturers were sold as their own 
product to persons who ordered of them as manufacturers. While 
plaintiffs’ cartons for one-pound packages, bearing the word 
“Queen,” first used in 1912, bore no marks indicating that Ammon 
& Person, the plaintiffs, who were wholesalers and not manufactur- 
ers, were connected in any way with the goods, the cartons of the 
two corporations were so conspicuously marked with their names as 
manufacturers that it is impossible to believe that any purchaser 
of these either at wholesale or retail, could have supposed he was 
getting goods of the plaintiffs. Were it not for the earlier use of 
plaintiffs’ trade-mark, “Queen of the West,” and evidence showing 
that this had been abbreviated to the trade-name “Queen,” not 
used as a trade-mark before 1912, the plaintiffs would be entitled 
to no relief. 

By reason of differences in the facts, Hanover Milling Co. v. 
Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. 
Rep. 149], seems insufficient to support defendant’s cross-bill. Yet 
that case is important for the recognition that it gives to the rights 
of one who, in good faith and without notice, has built up a trade in 
a special territory, and to the principle that the earlier adopter may 
not monopolize marks where his trade has never reached, and where 
the mark signifies, not his goods, but those of another. 
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The plaintiffs’ contention that the word “Queen” alone had 
become so associated with plaintiffs’ goods, that it meant to the 
public plaintiffs’ goods, and that therefore defendant’s profits are 
presumably due to that meaning, finds little support in the evidence. 
The contention is based rather upon a theoretical presumption than 
upon any substantial testimony. 

To apply in this case a presumption that purchasers who 
ordered goods from the defendant’s factory, or who purchased goods 
packed in defendant’s cartons (which could not be mistaken for 
plaintiffs’), did so because of any knowledge of plaintiffs’ reputa- 
tion or connection with the goods, would be highly unreasonable. 
Presumptions are never allowed against ascertained and established 


' 


facts; when these appear, presumptions disappear. Lincoln v. 
French, 105 U. S. 617, 26 L. Ed. 1189. 

Hamilton-Brown Shoe Co. v. Wolf Bros. Co., 240 U. S. 251, 36 
Sup. Ct. 269, 60 L. Ed. 629 [6 T. M. Rep. 169], has slight appli- 
cation to the facts of the present case. In that case of fraudulent 


imitation the court applied the principle applicable in cases of 
tortious confusion of goods. 240 U. S. 262, 36 Sup. Ct. 269, 60 
L. Ed. 629 [6. T. M. Rep. 178]. It is to be noted that the ex- - 
clusion from an accounting of sales, where the infringing mark was 
accompanied by matter clearly indicating that the goods were of the 
defendant’s manufacture, was affirmed. 240 U. S. 255, 260, 36 
Sup. Ct. 269, 60 L. Ed. 629 [6 T. M. Rep. 173, 176]. See, also, 
Wolf Bros. Co. v. Hamilton-Brown Shoe Co., 206 Fed. 611, 619, 124 
C. C. A. 409 [3 T. M. Rep. 415]. The rule applicable in cases of 
confusion of goods extends no further than necessity requires. See 
cases cited in Bouvier’s Law Dict. (Rawle’s 3d Ed.) vol. 1, pp. 605, 
606. 
In Westinghouse Co. v. Wagner Mfg. Co., 225 U. S. 604, 618. 
619, 32 Sup. Ct. 691, 696 (56 L. Ed. 1222), it was said: 
“The inseparable profit must be given to the patentee or infringer. 
The loss had to fall on the innocent or the guilty. In such an alternative 
the law places the loss on the wrongdoer.” 
But only in such alternative is the rule applicable. Whether 
such alternative exists is a matter of fact, and not of law. It 
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would be altogether too sweeping a proposition to say that, irrespect- 
ive of particular circumstances, a court should hold that a sale of 
goods bearing a trade-mark was due to such trade-mark; for it is 
familiar knowledge that in the sales of many goods bearing trade- 
marks the trade-mark is a negligible factor, and this would seem 
especially true of many ordinary articles of consumption. Whether 
or not things which are mixed can be separated cannot be deter- 
mined as a matter of law. On the contrary, in many cases it may 
be quite obvious that marks affixed to goods could have played but 
an insignificant part in the sale. As was said (225 U. S. on page 
620, 32 Sup. Ct. 696 [56 L. Ed. 1222]) in the opinion last cited: 


“The rule, however, is not intended to penalize the infringer, nor to 
give the patentee profits to which he is clearly not entitled. So that where, 
by general evidence, expert testimony, or otherwise, it is shown that his 
patent is of relatively small value, it will often be possible to prove that, 
at the utmost, it could not have contributed to more than a given amount 
of the profits. Lwpton v. White, 15 Vesey, Jr., 432-440. In such cases, 
except possibly against one who had concealed or destroyed evidence or 
been guilty of gross wrong, the plaintiff's recovery cannot exceed the 
amount thus proved, even though it be impossible otherwise more precisely 
to apportion the profits.” 


The burden is upon the plaintiffs to prove the existence of 
profits attributable to their trade-mark and to demonstrate that 
they are impossible of accurate or approximate apportionment. 225 
U. S. 622, 32 Sup. Ct. 691, 56 L. Ed. 1222. 

The plaintiffs in this case are met by the fact that their trade- 
mark “Queen of the West” and the trade-mark “Queen” are not the 
same, but the resemblance is partial. That the word “Queen” alone, 
when applied as a trade-mark, did not mean to the public gen- 
erally the goods of the plaintiff, but did mean for a period of about 
three years before the use of the trade-mark “Queen” the goods of 
manufacturers who sold the goods as their own product, and who 
had associated their own name with the word “Queen” so con- 
spicuously as to exclude any reasonable presumption that the pur- 
chaser of cartons so marked, or the purchaser from salesmen rep- 
resenting the manufacturers, or who ordered their goods from the 
factory, could have been mistaken. 
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Under this state of things, it is evident that to call upon the 
defendant to produce a specific account of the goods sold upon 
orders sent to its factory, or taken by salesmen from purchasers 
who knew they were getting the defendant’s goods, would be in- 
equitable, and that the expense and burden of such an accounting 
would be wholly disproportionate to any possible advantage that 
could result to the plaintiffs. The plaintiffs must establish their 
right to the assistance of a court of equity, not through the abstract 
propositions of law enunciated in cases of a different character, but 
upon the facts of the present case. There is no testimony that any 
mistake was ever made by purchasers. There is affirmative evi- 
dence that no mistake was made to the knowledge of the officials 
of the two Narragansett Dairy Companies. 

The plaintiffs’ equity rests upon its showing of a prior use of 
the trade-mark “Queen of The West” and of the trade-name 
“Queen.” It is a hardship to the defendant that it should be de- 
prived of the benefits of a trade-mark corresponding to the trade- 
name earlier used in connection with plaintiffs’ business. The 
plaintiffs’ right to an injunction is not free from doubt, but seems 
justified in order to prevent confusion likely to arise in the natural 
expansion of trade. 240 U. S. 420, 36 Sup. Ct. 357, 60 L. Ed. 713 
[6 T. M. Rep. 162]. In view of the peculiar circumstances of 
this case, it seems both impracticable and inequitable to impose upon 
the defendant the burden of an accounting or assessment of damages. 
Ludington Novelty Co. v. Leonard, 127 Fed. 155, 62 C. C. A. 269; 
Rushmore v. Badger Brass Mfg. Co., 198 Fed. 379, 117 C. C. A. 
255 [2 T. M. Rep. 489]; G. & C. Merriam Co. v. Saalfield, 198 
Fed. 369, 877, 878, 117 C. C. A. 245 [2 T. M. Rep. 443]; Worcester 
Brewing Corp. v. Reter & Co., 157 Fed. 217, 84 C. C. A. 665; G. & 
C. Merriam Co. v. Ogilvie, 170 Fed. 167, 95 C. C. A. 428; Keystone 
Type Fdy. Co. v. Portland Pub. Co. (C. C.) 180 Fed. 301, and cases 
cited. 

While some of these cases relate to unfair competition rather 
than to trade-mark infringement, yet they discuss principles which 
seem equally applicable to both classes of cases in respect to the 
question of an accounting, since the common law of trade-marks is 
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but a part of the broader law of unfair competition. See Hanover 
Milling Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 
713 [6 T. M. Rep. 149]. 

The plaintiffs’ draft decree is not in all respects in conformity 
with equity rule 71 (198 Fed. xxxviii, 115 C. C. A. xxxviii). The 
defendant’s proposed draft seems both to conform to the rule and 
to cover all that plaintiffs are entitled to under this and the former 
opinion. 

A decree in the form proposed by the defendant will be en- 
tered by the clerk as of this date. 


Haro.tp P. Baran v. Goopyear Tire & Russer Co. anp GoopyEAR 
Tire & Russer Co., INc., or New York 


United States District Court, Southern District of New York 
January 17, 1919 


Price MAINTENANCE—RiGuT TO SELECT CusTOMERS. 
The refusal of the manufacturer to sell to dealers who will not 
maintain a resale price fixed by him is a violation neither of the Anti- 
Trust Act, nor of the Clayton Act. 


In equity. On demurrer to bill of complaint. Demurrer sus- 
tained. 


House, Grossman & Vorhaus, for plaintiff. 
Lewis & Kelsey, for defendants. 


Aveustus N. Hanp, District Judge: The plaintiff has filed 
his complaint seeking to recover treble damages upon two causes of 
action (1) under the Sherman Act and (2) under the Clayton Act. 
The defendants question the sufficiency of each cause of action by 
demurrer. 

The material allegations in the first cause of action are that 
the first named defendant is a large Ohio manufacturer of auto- 
mobile tires and accessories and the second defendant is engaged 
in selling these Goodyear. tires and accessories among the several 
states as agent of the Ohio company; that these defendants con- 
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spired to monopolize and to restrain trade and commerce in re- 
spect to these tires and accessories in the following way: 

(1) They selected the dealers to whom they would sell the 
tires and accessories. 

(2) Forbade these dealers so selected to sell to any other 
dealers, but only directly to consumers, “at the prices and upon 
the terms from time to time maintained, fixed and suggested by the 
defendants.” 

(3) “Did threaten, warn and notify” the dealers to whom 
they sold that “in the event of any violation of any of the pro- 
hibitions and requirements aforesaid, they * * * would thereupon 
cease and refuse to sell to any such person * * *.” 

(4) “Did establish a system of espionage and blacklisting in 
order to preclude the sale to any person * * * violating any of 
the prohibitions or requirements aforesaid.” . 

(5) “Did refuse to make adjustments by way of replace- 
ments or repairs or allowances upon Goodyear automobile cas- 
ings * * * through the agency of any dealers other than the per- 
sons * * * so designated * * * thereby discriminating against 
and tending to eliminate the competition of dealers other than those 
so designated.” 

In pursuance of the foregoing scheme the defendants refused 
to sell Goodyear automobile merchandise to the plaintiff, because 
he had not maintained prices as fixed and suggested, and threat- 
ened other dealers not to sell to them if they sold to plaintiff, and 
ceased to sell to dealers who did so sell. 

The appointment by the Ohio company of the New York com- 
pany as its exclusive selling agent is not a violation of any right 
under the common law or the Sherman Act (Virtue v. Creamery 
Package Co., 227 U. S. 8; Am. Sea Green Slate Co. v. O’Halloran, 
229 Fed. 77; Locker v. Am. Tobacco Co., 218 Fed. 447). 

It is to be noticed at the outset that there is no allegation 
that either defendant had a monopoly in automobile tires and ac- 
cessories, or even did a large percentage of the business in such 
goods within any part of the United States. The alleged combina- 
tion or conspiracy between principal and agent, if obnoxious at 





A 








i 


Ohi ieee” 


H. P. BARAN V. GOODYEAR TIRE & RUBBER CO. 10 


law, must be so because what they have together done would have 
been illegal if done by the principal alone. The real question 
which remains is therefore whether a refusal of a manufacturer to 
sell to dealers (a) who will not maintain suggested prices, or (b) 
will sell ‘to other dealers and not merely to the consumer, is a viola- 
tion of the Sherman Act. 

There is no restriction upon title alleged. The selected deal- 
ers who got the merchandise could do as they pleased with it. No 
agreement among the dealers to fix prices or restrict sales to the 
consumer is set forth. The sole gravamen of the action is the at- 
tempt of the defendants to prevent price cutting by refusing to sell 
to dealers who did not maintain the suggested price. 

The enforcement of the Sherman Act if that act were read 
literally would reach nearly every commercial enterprise. To un- 
derstand the act at all we must view it in the light of the decisions. 
There is no decision of an appellate court construing the Sherman 
Act to which I have been referred that prevents a single trader 
from rejecting a customer because he did not like the prices at 
which the customer resold, or otherwise disapproved of his mode 
of conduct. Nor does the -fact that a single trader extends his 
policy of refusing to sell to any one of many customers who may 
cut prices impose any additional legal liability. It is impossible 
to see how a single person may choose one customer or reject one 
customer without impropriety and not separately select or reject 
a number of customers with equal freedom. The Circuit Court of 
Appeals for this circuit seems to have held that this may be done 
in the case of Great Atlantic & Pacific Tea Co. v. Cream of Wheat 
Co. (227 Fed. 46) [5 T. M. Rep. 469]. Judge Wanppitv has re- 
cently passed upon this: precise point on demurrer to an indict- 
ment under the Sherman Act in the decision of United States v. 
Colgate Co. He there held that the Sherman Act did not reach 
cases where a manufacturer sold to dealers upon an agreement by 
each dealer to maintain a price and refused to resell to those deal- 
ers who had failed to live up to the arrangement. The first cause 
of action presents no facts showing a violation of the Sherman 
Act and the demurrer to it must be sustained (Dueber Watch Case 
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Co. v. Howard Watch Co., 66 Fed. 646; Whitwell v. Continental 
Tobacco Co., 125 Fed. 454; Union Pacific Coal Co. v. United States, 
173 Fed. 787). 

The principal case relied upon by the plaintiff is Dr. Miles 
Medical Co. v. Park & Sons Co. (220 U. S. 373). But there sales 
by one company to various purchasers accompanied by contracts 
fixing prices of resales were held unlawful restraints of trade. The 
vigorous dissent by Mr. Justice Hoimes calls attention to the fact 
that if the arrangement “should make the retail dealers also agents 
in law as well as in name, and retain the title until the goods left 
their hands,” it would not be denied that “the owner was acting 
within his rights.” Here the arrangement only affected the un- 
questionable general right of the defendants to make future sales 
to such dealers as they chose. The prevailing opinion of Mr. Jus- 
tice Huaues does not reach such a case as this, and to impose the re- 
striction contended for upon a producer would inhibit his actions in 
choosing his customers in a way that only the clearest public policy 
can justify. Such a rule would make the motive of declining cus- 
tomers the test of legality. 

It is true that Judge Hoven rested his decision in Great At- 
lantic & Pacific Tea Co. v. Cream of Wheat Co. (224 Fed. 566) 
[5 T. M. Rep. 339] upon the Clayton Act, and not the Sherman 
Act, because the relief sought was only possible under the former 
statute, but his reasoning seems applicable to the Sherman Act, and 
the Circuit Court of Appeals in affirming the decree said: “Before 
the Sherman Act, it was the law that a trader might reject the offer 
of a proposing buyer for any reason that appealed to him; it might 
be because he did not like the other’s business methods, or. because 
he had some personal difference with him, political, racial or social. 
That was purely his own affair, with which nobody else had any 
concern. Neither the Sherman Act, nor any decision of the Su- 
preme Court construing the same, nor the Clayton Act has changed 
the law in this particular * * *.” 

The second cause of action brought under the Clayton Act is 
based solely upon the allegation that the defendants discriminated 
in the price of Goodyear supplies “between dealers (including this 
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plaintiff) and manufacturers of automobiles, and in favor of such 
manufacturers.” 

Section 2 of the Clayton Act forbids discrimination in price 
between different purchasers “where the effect of such discrimina- 
tion may be to substantially lessen competition or tend to create a 
monopoly in any line of commerce.” 

There is nothing in the complaint to show how the alleged 
discrimination might substantially lessen competition, and it cer- 
tainly could not tend to create a monopoly. Every manufacturer 
holds a monopoly in the goods of his own manufacture, but there is 
no allegation that the defendants have a monopoly “in any line of 
commerce,’ to use the term of the Clayton Act. Manufacturers of 
automobiles ordinarily would buy tires in much larger quantities 
than dealers, and consequently the defendants could generally af- 
ford to sell to such manufacturers at a lower price than to dealers. 
The manufacturers sell to dealers, and the latter to the consumer. 
There is apparently no competition between the manufacturers of 
tires and the dealers, nor is it alleged that any exists. The dif- 
ferentiation in price would not therefore substantially lessen com- 
petition. If-such would be the effect it must be set forth in some 
discernible way, and not in the mere language of the statute. There 
is no unreasonable arrangement set forth, nor is it made apparent 
how competition may be substantially lessened, or how the de- 
fendants were doing more than to select “their own customers in 
bona fide transactions, and not in restraint of trade.” More than 
mere sweeping conclusions in the language of the statute should be 
alleged to subject parties to trial. I can see no basis for the sec- 
ond cause of action. 

The demurrer is sustained, with leave to plead over within 
fifteen days. 
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Youne & Cuarree Furniture Co. v. CHAFFEE Bros. FurRNITURE 
Co., ET AL. 


(170 Northwestern Rep. 48) 


Michigan Supreme Court 
December 27, 1918 


1. Uwnrarr CompeTiItion—Trade AND CorporaTE NAMES. 
There should be no injunction against the use of a corporate name, 
when its similarity to one previously in use is not such as to deceive a 
person of ordinary intelligence. Equity is not bound to protect the 
careless or indifferent observer against possible deception. 


2. Proper Name—Ricut To Use. 
In the absence of contract, fraud or estoppel, any man may use 
his own name, in all legitimate ways, and as the whole or a part of a 
corporate name. He is bound only so to use it as not to cause per- 
sons dealing with him to believe that they are dealing with another. 
Argued before Ostranper, C. J., and Birp, Moore, STEEreE, 


Brooke, Fettows, Stone and Kuun, JJ. 


H. Monroe Dunham, of Grand Rapids, for appellant. 
Stuart E. Knappen and Wykes & Averill, all of Grand Rapids, 
for appellees. 


Fetiows, J.: In 1896 Robinson J. Young and Guy W. Chaf- 
fee formed a copartnership under the firm name of Young & Chaf- 
fee Furniture Company, for the purpose of conducting a retail 
furniture business on Ottawa Street in the city of Grand Rapids. 
The business seems to have quite largely consisted in the sale of 
furniture and house furnishings on the installment plan, and to have 
been successful. Defendants Glen D., Owen R. and Bert K. Chaf- 
fee, were brothers of Guy W. Glen D. commenced to work for the 
firm about 1898 or 1899, and Owen R. and Bert K. about 1901 or 
1902. None of them had to do with the management of the affairs 
of the partnership or the succeeding corporation later organized, 
except that upon the death of Guy W. about August 1, 1913, Bert 
K. became manager for the balance of the year. Owen R. left the 
employ of the concern about 1908 and went to Oregon. On Sep- 
tember 22, 1909, the present plaintiff was organized as a corpora- 
tion under the laws of this state with $280,000 capital stock, divided 
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into 1,800 shares of common stock and 1,000 shares of preferred, 
each of the par value of $100. The corporation succeeded to and 
took over the business of the old firm. Defendant Glen D. Chaffee 
owned no stock in the corporation. Defendant Bert K. Chaffee 
actually owned no stock in the corporation, although 10 shares 
owned by his brother Owen R. were at one time placed in his name. 
Defendant Owen R. Chaffee owned 71 shares of common stock and 
20 shares of preferred; at one time he was elected a director of 
the company, but by reason of his absence in Oregon did not attend 
meetings. 

The record fairly discloses that, during the lifetime of Guy 
W. Chaffee, he was the dominant factor in the business, and that 
after his death others interested in the corporation assumed its 
control. A few months after his death, the services of Glen D. and 
Bert K. were dispensed with. In January, 1914, defendants Owen 
R. and Bert K. Chaffee formed a copartnership, under the firm 
name of Chaffee Bros. Furniture Company, and opened up a re- 
tail store on Division Street, where they engaged in business simi- 
lar to that conducted by plaintiff on Ottawa Street. They had but 
a small amount of ready money, but it seems to be admitted on all 
hands that they had a reputation for honesty and probity in Grand 
Rapids and vicinity which aided in their venture. Their business 
also was a success. In July, Owen R. sold his stock in plaintiff 
company, and, the following fall, defendant the Chaffee Bros. Furni- 
ture Company was organized as a corporation under the laws of this 
state, with $15,000 common and $10,000 preferred stock. The com- 
mon stock and $3,000 of the preferred was issued in equal shares 
to defendants Owen R. Chaffee, Bert K. Chaffee and Arnold G. 
Lockerby. 

In the fall of 1915, defendant Young became interested in de- 
fendant company. It is to be inferred that he bought some of the 
preferred stock. Mr. Young sold his stock in the plaintiff com- 
pany to the controlling interest. The exact date of the sale does 
not appear, but it is to be inferred that it was after he made his 
investment in defendant company and the following spring. He 
does not appear to have been active in the plaintiff corporation, and 
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there is no substantive proof that he was or is active in defendant 
corporation. 

This bill was filed May 18, 1916, and seeks to restrain de- 
fendants from the use of the words “Chaffee Brothers” as a part 
of the corporate name, and from advertising or doing business un- 
der a name containing such words, or other words which are likely 
to lead the public to believe that it is dealing with plaintiff. From 
a decree dismissing the bill plaintiff appeals, seeking a reversal on 
the following grounds: 


“First. Because of the statute of the state of Michigan, the same 
being section 9018 of the Compiled Laws of Michigan 1915, which pro- 
vides as follows: 

“*The name assumed and by which the corporation shall be known in 
law: Provided, no name shall be assumed already in use by any other 
existing corporation of this state, or corporation lawfully carrying on 
business in this state, or so nearly similar as to lead to uncertainty or con- 
fusion.’ 

“Second. Because the defendants have violated the duty to use their 
name so as not to prevent confusion between their house and goods and the 
house and goods of the plaintiff in the same business. 

“Third. Because of the similarity of names, defendants’ use of its 
corporate name is causing unfair competition as against the plaintiff.” 


A comparison of the names of these two corporations does not 
persuade us that from the names alone uncertainty and confusion 
are liable to arise. We think the person of ordinary intelligence 
would quite likely assume from the two names that they were not 
one and the same company. That there might be some confusion 
to the careless or indifferent reader of them is possible. But a 
court of equity should not issue its stringent writ of injunction upon 
such bare possibilities. We are impressed that relief under this 
statute alone should not be had. Michigan Savings Bank v. Dime 
Savings Bank, 162 Mich. 297, 127 N. W. 364, 189 Am. St. Rep. 
558; Detroit Savings Bank v. Highland Park State Bank of De- 
troit, 201 Mich. 601, 167 N. W. 895; Supreme Lodge K. of P. v. 
Improved Order K. of P., 118 Mich. 133, 71 N. W. 470, 38 L. R. 
A. 658. The Secretary of State evidently was not impressed that 
confusion would arise; and, while his determination is not final, it 
is a question for his determination in the first instance. 
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The remaining questions may naturally be solved together. The 
law does not favor monopolies. Honest competition should not be 
stifled or prevented. It is unfair competition, unfair trade, which 
courts of equity prevent by injunction. This case must stand or 
fall upon the question of whether this record makes out a case of 
unfair trade. It was stated by the Master of the Rolls in the case 
of Croft v. Day, 7 Beav. 84: 

“It has been very correctly said that the principle, in these cases, is 
this: That no man has a right to sell his own goods as the goods of an- 
other. You may express the same principle in a different form, and say 
that no man has a right to dress himself in colors, or adopt and bear sym- 
bols, to which he has no peculiar or exclusive right, and thereby personate 
another person, for the purpose of inducing the public to suppose, either 
that he is that other person, or that he is connected with and selling the 
manufacture of such other person, while he is really selling his own. It 
is perfectly manifest that to do these things is to commit a fraud, and a 
very gross fraud.” 

One may dispose of the right to use his name in connection 
with a certain business; he may so circumscribe himself as to be 
estopped from claiming the right to its use in that business. But, 
generally speaking, one has the right to use his own name; he may 
not use it in such a way as to lead the public to the belief that they 
are dealing with another, or that his wares are the wares of another; 
he may not by any artifice so use his name as to deceive the public 
into the belief that his establishment is the establishment of an- 
other, thereby bringing to himself profit not properly appertain- 
ing to himself and his business, and thus inflicting damage on his 
competitor. It was said by Justice Devens, speaking for the court 
in Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. E. 304, 9 
Am. St. Rep. 685: 

“A person cannot make a trade-mark of his own name, and thus debar 
another having the same name from using it in his business, if he does so 
honestly, and without any intention to appropriate wrongfully the good-will 
of a business already established by others of the name. Every one has the 
absolute right to use his own name honestly in his own business for the 
purpose of advertising it, even though he may thereby incidentally interfere 
with and injure the business of another having the same name. In such 
case the inconvenience or loss to which those having a common right to it 
are subjected is damnum absque injuria. But although he may thus use 
his name, he cannot resort to any artifice or do any act calculated to mis- 
lead the public as to the identity of the business firm or establishment, or 


of the article produced by them, and thus produce injury to the other be- 
yond that which results from the similarity of name.” 
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It was said by Lord Esher, Master of the Rolls, in Turton v. 
Turton, 42 Ch. Div. 128: 
“Therefore the proposition goes to this length; that if one man is in 
business and has so carried on his business that his name has become a 
value in the market, another man must not use his own name. If that 


other man comes and carries on business he must discard his own name 
and take a false name. The proposition seems to me so monstrous, that 


the statement of it carries its own refutation.” 

In Holmes, Booth & Haydens v. Holmes, Booth & Atwood 
Manf. Co., 37 Conn. 278, 9 Am. Rep. 324, it was tersely stated: 

“The ground on which courts of equity afford relief in this class of 
cases is the injury to the party aggrieved, and the imposition upon the public 
by causing them to believe that the goods of one man or firm are the pro- 
duction of another.” 

The rule was thus broadly stated by Chief Justice Futier in 
Howe Scale Co. v. Wyckoff, Seamans G Co., 198 U. S. 119, 25 
Sup. Ct. 614, 49 L. Ed. 972: 


“We hold that, in the absence of contract, fraud, or estoppel, any man 
may use his own name, in all legitimate ways, and as the whole or a part 


of a corporate name.” 

The following authorities will be found instructive on the sub- 
ject: Burgess v. Burgess, 3 De Gex, M. & G. 896; Meneely v. 
Meneely, 62 N. Y. 427, 20 Am. Rep. 489; Walter Baker & Co., Ltd., 
v. Baker (C. C.) 87 Fed. 209; Pillsbury v. Flour Mills Co., 64 Fed. 
841, 12 C. C. A. 482; Gilman v. Hunnewell, 122 Mass. 1389. We 
forbear further citation of authorities from other jurisdictions. 
Many of them were collected and discussed in Williams v. Farrand, 
88 Mich. 473, 50 N. W. 446, 14 L. R. A. 161, in both the pre- 
vailing and dissenting opinions. Chief Justice CHampuin, in his 
dissenting opinion in that case, expressly stated, on page 542 of 88 
Mich., on page 467 of 50 N. W. (14 L. R. A. 161): 

“TI think the complainants’ case rests entirely upon the fact that the 
parties were once copartners, and that the defendants sold to the other 


members of the firm the entire business, including a lease of the premises, 


and the good-will of the business; and that it was to continue as a going 
concern in the same line of business.” 


An exhaustive note on this subject will be found in 17 C. C. A. 
at page 579. An examination of any considerable number of the 
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cases on this subject will demonstrate that the rules here adverted 
to have quite uniformly been followed; where there has been an ap- 
parent deviation, the peculiar facts of the case in hand, rather than 
a change of doctrine, will be found to be the cause. 

Our own decisions are in entire accord with those of other 
jurisdictions. The cases cited by plaintiff do not in any way con- 
flict with the prevailing doctrine. They have been disposed of on 
their own peculiar facts. In Lamb Knit Goods Co. v. Lamb Glove 
Mitten Co., 120 Mich. 159, 78 N. W. 1072, 44 L. R. A. 841, Mr. 
Lamb assisted in the organization of the complainant, and for a 
valuable consideration a former company, in which he was inter- 
ested, transferred, not only its physical assets, but also its good- 
will to the new company. It appeared that he had not expressly 
sold the exclusive use of his own name, but it was held that he was 
estopped under the facts of the case from claiming that the com- 
pany did not take its name rightfully, and under the facts found 
to exist in that case, including the proven fact that the public 
actually had been deceived, an injunction was decreed. This case 
was followed, and upon substantially the same conclusion of facts 
an injunction was likewise decreed, in Penberthy Injector Co. v. 
Lee, 120 Mich. 174, 78 N. W. 1074. In both cases there was 
actual deception to the public generally and the trade, and in both 
cases the doctrine of estoppel was applied. 

In Myers v. Kalamazoo Buggy Co., 54 Mich. 215, 19 N. W. 
961, 20 N. W. 545, 52 Am. Rep. 811, the retiring members of the 
copartnership had sold for a valuable consideration their interest in 
the good-will of the copartnership; thereafter they organized a cor- 
poration under a name so similar to that under which the old firm 
did business as to mislead the public; they located their plant within 
a few feet of that of the old partnership, and put out advertising 
matter of a character to lead the public to believe it was dealing 
with the old firm. The doctrine herein announced, applied to the 
facts of that case, required the granting of injunctive relief. 

In People’s Outfitting Co. v. People’s Outlet Co., 170 Mich. 
398, 136 N. W. 599 |2 T. M. Rep. 330] the case was heard on de- 
murrer to the bill. It was held that, taking the allegations of the 
bill as true, a case for equitable relief was made out. 
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Finney’s Orchestra v. Finney’s Famous Orchestra, 161 Mich. 
289, 126 N. W. 198, 28 L. R. A. (N. S.) 458, was a controversy 
over the right to use the name Finney. Complaintant was a cor- 
poration organized by the members of the orchestra who had by a 
voluntary association continued the business several years after the 
death of Mr. Finney. They were 23 in number. Defendant was 
organized by 3 members who had withdrawn from the association. 
None of the members of either orchestra appear to have borne the 
name of Finney. Disposing of the case upon the facts, it was held 
that defendant’s claim was not supported by proof, and the prayer 
of the bill was granted. 

In Gordon Hollow Blast Grate Co. v. Gordon, 142 Mich. 488, 
105 N. W. 1118, this court again applied the doctrine heretofore 
discussed to the facts of that particular case. The facts found 
were: 


“The testimony leads fairly to the conclusion that defendants designed 
by use of the partnership name, by the connection of the partnership 
name with the names of articles manufactured by the partnership, and by 
advertising matter, to mislead the public and to injure the business of 
complainant, to the profit of the partnership business. To some extent 
what was designed has been accomplished.” 


And the decree of the lower court was modified and affirmed. 

An examination of these cases demonstrates that we have in 
each of them applied the rule here announced to different and vary- 
ing states of facts, and that this court is in accord with the pre- 
vailing doctrine, both in this country and in England. 

Do the facts established by this record authorize the relief 
sought? There is no claim that the defendants Chaffee have by ex- 
press contract transferred to plaintiff the exclusive right to use 
their family name; there is no claim that they have expressly 
covenanted not to use their family name in the furniture business 
in Grand Rapids. But one of them owned any stock in plaintiff 
company, and he but a comparatively small amount. When he sold 
it, he did not either expressly or impliedly covenant not to engage 
in the furniture business under his own name or any other name. 
Defendants Chaffee were but employees of the company, paid for 
their services as other employees were, earning their wage as other 
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employees did. Have they so circumscribed themselves as to be 
estopped from using their own name in the furniture business in 
Grand Rapids? We think not. It is pointed out by the plaintiff 
that they have acquired experience and a reputation for honesty 
and integrity while in the employ of the plaintiff, and it is urged 
that they should not be permitted to use such experience and repu- 
tation against their former employer. While they were in the 
employ of the plaintiff, it was entitled to the benefit of their ex- 
perience and their reputation. But when they left its employ the 
right to such experience and reputation ceased. 

It is urged that great confusion has arisen by the use of the 
name adopted by the corporate defendant, and considerable testi- 
mony to this effect of a general character was introduced by the 
plaintiff. We are not impressed from an examination of all the 
testimony, including the exhibits, that outside of some petty annoy- 
ances, such as telephone calls and an occasional small payment of 
money to plaintiff, which belonged to defendant, there has been 
any considerable amount of confusion, or that plaintiff has suf- 
fered annoyance consequential in any amount when the amount of 
their business is considered. Plaintiff's managers seem to have 
prepared for this lawsuit by filing such evidence of confusion as 
they were able to collect over some period. Their exhibits show 
that in several instances letters asking extension of time from 
persons owing defendant company came to plaintiff; around a 
dozen orders for goods specially advertised by defendant were re- 
ceived by plaintiff. In only one instance do these exhibits show 
dealing with defendant company under the mistaken belief that the 
party was dealing with plaintiff. Plaintiff's managers seem to 
have appropriated the business offered in the letters and filed them 
all for future reference. Plaintiff advertised its store as “The Big 
Store.” When defendants’ store was first started, it was called 
“The New Store.” Plaintiff insists this was done to lead the 
public to the belief that it was a branch of plaintiff's establishment. 
Defendants insist they called their place of business “The New 
Store” because their goods were all new and to attract trade which 
preferred new goods, and to differentiate from plaintiff’s business. 
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employees did. Have they so circumscribed themselves as to be 
estopped from using their own name in the furniture business in 
Grand Rapids? We think not. It is pointed out by the plaintiff 
that they have acquired experience and a reputation for honesty 
and integrity while in the employ of the plaintiff, and it is urged 
that they should not be permitted to use such experience and repu- 
tation against their former employer. While they were in the 
employ of the plaintiff, it was entitled to the benefit of their ex- 
perience and their reputation. But when they left its employ the 
right to such experience and reputation ceased. 

It is urged that great confusion has arisen by the use of the 
name adopted by the corporate defendant, and considerable testi- 
mony to this effect of a general character was introduced by the 
plaintiff. We are not impressed from an examination of all the 
testimony, including the exhibits, that outside of some petty annoy- 
ances, such as telephone calls and an occasional small payment of 
money to plaintiff, which belonged to defendant, there has been 
any considerable amount of confusion, or that plaintiff has suf- 
fered annoyance consequential in any amount when the amount of 
their business is considered. Plaintiff's managers seem to have 
prepared for this lawsuit by filing such evidence of confusion as 
they were able to collect over some period. Their exhibits show 
that in several instances letters asking extension of time from 
persons owing defendant company came to plaintiff; around a 
dozen orders for goods specially advertised by defendant were re- 
ceived by plaintiff. In only one instance do these exhibits show 
dealing with defendant company under the mistaken belief that the 
party was dealing with plaintiff. Plaintiff's managers seem to 
have appropriated the business offered in the letters and filed them 
all for future reference. Plaintiff advertised its store as “The Big 
Store.” When defendants’ store was first started, it was called 
“The New Store.” Plaintiff insists this was done to lead the 
public to the belief that it was a branch of plaintiff’s establishment. 
Defendants insist they called their place of business “The New 
Store” because their goods were all new and to attract trade which 
preferred new goods, and to differentiate from plaintiff’s business. 
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They insist that they are anxious, even more so than plaintiff, to 
avoid the impression that they are in any way associated with plain- 
tiff’s business. They show that they have not for some time ad- 
vertised their store as “The New Store,” and their exhibits show 
that in their advertising matter they state, “We are not connected 
with any other store.”’ Plaintiff states this was not done until this 
suit was started, but admits that this expression is now constantly 
used. Plaintiff shows that goods belonging to defendant company 
have been delivered at its store, but the proofs show that this 
caused defendants more inconvenience than it did plaintiff. We are 
satisfied that the confusion shown is inconsequential in amount, and 
that it is not due to any artifice on the part of the defendants or 
any of them. Plaintiff's proofs have not established a cause for 
equitable relief. It is not necessary for us to consider the ques- 
tion raised by plaintiff that while one may use his own name in a 
business he may not confer that name upon a corporation, as we are 
satisfied that defendants have not so used their family name in the 
name of this corporation as to lead the person of ordinary intelli- 
gence to believe he was dealing with plaintiff company, nor that 
defendants have exceeded the boundaries of fair competition. 


We find no reason to disturb the decree of the court below, and 
it is affirmed, with costs. 


JosePpH M. CuristmMan v. Appott I. WERNER, ET AL. 
New Jersey Court of Chancery 
October 2, 1918 


1, Uwnrarr Competition—Trape-N ames. 

One who has obtained from the manufacturer the exclusive right 
to sell its product, identified by the name Gill, and to use the name in 
connection with such sale, may enjoin the continued use of the name by 
one whose rights under a like contract have expired. 


2, Insunctrion—To Prevent Listinc oF NAME IN TELEPHONE Lust. 
A telephone company may be made a party to a suit for unfair 
use of a trade-name and enjoined from listing the name in associa- 
tion with the address of one not entitled to its use. 


In equity. On motion for a preliminary injunction. Granted. 
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Mr. Andrew Foulds, Jr., for complaint. 
Mr. Jacob Lubetkin, for defendant. 


Messrs. Day, Day, Smith & Slingerland, for the New York 
Telephone Co. 


Lang, V.C.: The bill alleges that complainant by contract with 
the Chalsmith Sales Corporation, dated August 21, 1918, obtained 
the exclusive license and authority to sell piston rings, used for 
automobiles, manufactured by the Gill Manufacturing Company ; 
that the Chalsmith Sales Corporation was duly authorized by the 
Gill Manufacturing Company to enter into such contracts; that the 
piston rings so manufactured have been extensively advertised un- 
der the name Gill, and that the name Gill indicates the origin of the 
piston rings with the aforesaid Gill Manufacturing Company; that 
as a part of said contract he has obtained the exclusive right and 
license for the use of the name Gill in connection with the sale of 
such rings and that he has adopted the name of Gill Ring Sales Co. 
to designate his business; that prior to the 21st day of August, 
1918, Gill piston ring had been dealt in by defendant, Abbott I. 
Werner, who had obtained his right to act as exclusive agent by a 
contract similar to that of complainant, obtained from the Chalsmith 
Sales Corporation; that by such contract during the term of its 
existence Werner had the exclusive right to the use of the name 
Gill in connection with his business, and that he had adopted the 
name Gill Piston Ring Co.; that the contract expired on the 21st 
day of July, 1918, but that Werner persists in the use of the term 
Gill Piston Ring Company to designate his business and unless re- 
strained by the court the New York Telephone Company will list 
him under such name in the new edition of its directory which goes 
to print October 3, 1918. 

The bill seeks an injunction restraining the defendant from 
the use of the term Gill Piston Ring Company, or the term Gill, 
to designate his business. No answer is filed by defendant. In his 
affidavit he does not deny any material allegation of the bill. He 
does say that as matter of fact he does not know whether the 
Chalsmith Sales Corporation of New York is the representative of 
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the Gill Manufacturing Company or not, and he asserts that on or 
about July 21, 1917, the Gill Piston Ring Company, Incorporated, 
of New York entered into a contract with him, the terms and pro- 
visions of which were the same as those alleged to have been con- 
tained in the contract alleged to have been entered into between him 
and the Chalsmith Sales Corporation; he does not expressly deny 
the contract, but alleges his entering into it with the Gill Piston 
Ring Company was not through the medium of the Chalsmith Sales 
Corporation, as its agent. 

I think it fair to assume from the affidavits that defendant ob- 
tained his right to the use of the name Gill to designate his busi- 
ness under a contract similar to that of complainant and that his 
right to the use thereof expired with his contract on July 21, 1918. 
Counsel have in no wise questioned the validity of the respective 
contracts and so I express no opinion thereon, No question has 
been raised as to the right of the Gill Manufacturing Company, to, 
through its agent, give the exclusive authority to individuals in cer- 
tain territories to sell its product and use its name in connection 
with the sale thereof, and so I express no opinion thereon. 

We have then a situation of an individual to whom such an ex- 
clusive right has been granted continuing the use of the name 
after the right has expired. Assuming the contract made with the 
complainant to be valid, the continuance by the defendant of the 
use of the name unquestionably is a violation of his rights and will 
create damage to his business for which the law provides no ade- 
quate remedy. On the argument, no contention was made by coun- 
sel for the defendant that he had acquired the right to the use of 
the name in any other manner than by virtue of the contract. If, 
as contended for by defendant, the injunction will injure the busi- 
ness of defendant to the advantage of the business of complainant 
it is because of the voluntary act of the defendant in entering into 
the contract he did. 

Injunction will issue restraining, until final hearing, defendant 
from using the name Gill in any wise to distinguish his business; 
the defendant Telephone Company will be enjoined from publish- 
ing the name Gill Piston Ring Company or the name Gill either 
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alone or in connection with other words in association with the de- 
fendant’s address in any directory of subscribers of the New York 
Telephone Company. 


MiLk Borriers FepERATION v. RosEN, ET AL. 
(174 N. Y. Supp. 145) 
New York Supreme Court, Appellate Term 
First Department January 30, 1919 


New York Stratute—PeENAxtTy For TRAFFICKING IN MARKED CONTAINERS. 
Facts held not to show possession of or trafficking in milk cans with 
out consent of owner. 
Appeal from judgment of Municipal Court of the City of New 
York in favor of plaintiff. Reversed. 
Argued January term, 1919, before Guy, Bisur and Muttan, 


JJ. 


Goldstein & Goldstein, of New York City (Jonah J. Goldstein 
and Joseph Hirschman, both of New York City, of coun- 
sel), for appellants. 


William R. Conklin, of New York City (Harry D. Holden, of 
New York City, of counsel), for respondent. 


Bisur, J.: This action was brought to recover two penalties 
for the alleged violation of Section 270 of the General Business Law 
(Consol. Laws, c. 20), which forbids the possession or trafficking 
in milk cans without the consent of the owners. 

The conceded facts in the case at bar were that the owners 
for a long time prior to the alleged violation had sold cream in cans 
to a certain customer, who in turn had sold the same to defendants, 
and that after the contents had been used it had been the practice 
of the defendants to return the cans to the customer, who in turn 
restored them to the owners. 

There being on this state of facts no proof that defendants 
were in possession of the cans without the consent of the owners, 
but rather the contrary, the judgment must be reversed, with $30 
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costs to appellants, and the complainant dismissed, with costs. All 
concur. 


R. S. Howarp Co. v. Batpwin Co. 
R. S. Howarp Co. v. Batpwin Co., ET AL. 
Court of Appeals of the District of Columbia 
March 3, 1919 


1. CANCELLATION—REs ADJUDICATA. 
A court decision, adjudicating on grounds of unfair competition 
the right to use a proper name, has no bearing on the issue of a can- 


cellation proceeding, which involves only the validity of a registered 
trade-mark. 


2. CANCELLATION—Famity NAME. 


A mere family name cannot be properly registered as a trade- 
mark, and when so registered may be cancelled on the application of an 
interested party. 


3. CANCELLATION—PETITIONER. 
A corporation the essential element of whose corporate name is a 


family name, has a standing to petition for the cancellation of a 

registered trade-mark consisting of or including that family name. 

Appeal from a decision of the Commissioner of Patents, refus- 
ing cancellation. See 8 T. M. Rep. 238. Reversed. 

Samuel S. Watson, for appellant. 

Lawrence Maxwell, for appellee. 

These are cancellation proceedings brought by R. S. Howard 
Company, a corporation, against the Baldwin Company, a corpora- 
tion. One is to cancel the certificate of registration of a trade- 
mark consisting of the word “Howard” registered by the Balwin 
Company on October 17, 1905, and the other is to cancel the certifi- 

cate of registration for a trade-mark consisting of the word “How- 
ard” in connection with the initials “V. G. P. Co.” arranged in 
monogram, registered by the Valley Gem Piano Company on 
March 8, 1898, and now owned by the Baldwin Company. Both 
marks were registered as trade-marks for pianos. 

These cases were consolidated and heard together in the patent 
office, and will be so considered here. From the decision of the 
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Commissioner denying the petition [8 T. M. Rep. 238] the Howard 
Company appeals. 

It appears that appellant corporation was organized in 1902, 
and that for a number of years prior to that R. S. Howard, the 
organizer of the corporation, had been an agent for the sale of 
pianos for the Baldwin Company. During that period, Howard 
sold pianos extensively throughout the country bearing the trade- 
mark “Howard.” It appears, however, that pianos similarly marked 
were extensively sold by the Baldwin Company through other agen- 
cies than R. S. Howard. After its organization, the Howard Com- 
pany sold pianos marked on the fall-board “R. S. Howard Com- 
pany,’ and advertised itself extensively as manufacturers of “How- 
ard” pianos. 

This resulted in a suit by the Baldwin Company against the 
Howard Company for unfair competition in the United States 
District Court for the Southern District of New York (233 Fed. 
439) [6 T. M. Rep. 310] resulting in a decree restraining the 
Howard Company from making or selling pianos bearing the word 
“Howard” alone, but permitting it to use the marks “R. S. Howard 
Company” and “Robert S. Howard Company.” The decree was 
affirmed by the United States Circuit Court of Appeals (238 Fed. 
154) [6 T. M. Rep. 535]. 

While an attempt was made to involve the present proceeding 
in that case, the court refused to interfere with its course in the 
Patent Office. The district judge, in his opinion, said: “I am 
inclined to think if this court has the power, it is inadvisable to 
seek to prevent the continuance of the cancellation proceedings in 
the office. It is plain to me that the object of these proceedings 
is primarily to get rid of something which constitutes an obstacle 
to the extension into certain foreign countries (e. g. Cuba and 
Uruguay) of the business of the R. S. Howard Company. I doubt 
whether under our law the name ‘Howard,’ being a not infrequent 
surname or place name, can be appropriated as a strict trade-mark. 
I have no doubt that the original registration in 1898 was made 
with the full knowledge and consent of Mr. Robert S. Howard. 
He admits the knowledge; the consent is implied from the course 
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of business. But if he could not make a strict trade-mark out of 
his own name, I am unable to see how anybody else could do it 
even with his consent.” The Circuit Court of Appeals, referring 
to the validity of the trade-mark registration, said: ‘““The appellee’s 
brief contains the following: * * * “The matter was not pressed 
by either side and therefore there is no finding about it in the de- 
cree. It was evidently the opinion of the court below that all 
questions concerning the validity of the registrations should be left 
to the cancellation proceedings instituted by the R. S. Howard 
Company in the Patent Office and now about to come to final hear- 
ing there.’ We are inclined to think that the court was not called 
upon to hear what were practically moot questions not essential 
to a decision and which, even if decided according to the appellant’s 
contention, would not affect the controlling question in the least.” 
The court decisions can be dismissed from further considera- 
tion, since they were confined solely to the question.of unfair com- 
petition, a matter of no concern in this proceeding, either by way 
of estoppel or otherwise. We are here dealing with the validity 
of the registration of the marks in question, in a proceeding in 
which the Commissioner of Patents is vested by statute with ex- 
clusive jurisdiction. Section 13 of the Trade-Mark Act of Feb- 
ruary 20, 1905, provides “That whenever any person shall deem him- 
self injured by the registration of a trade-mark in the Patent Office 
he may at any time apply to the Commissioner of Patents to cancel 
the registration thereof. The Commissioner shall refer such ap- 
plications to the examiner in charge of interferences, who is em- 
powered to hear and determine this question and who shall give no- 
tice thereof to the registrant. If it appears after a hearing before 
the examiner that the registrant was not entitled to the use of the 
mark at the date of his application for registration thereof, or that 
the mark is not used by the registrant, or has been abandoned, and 
the examiner shall so decide, the Commissioner shall cancel the 
registration. Appeal may be taken to the Commissioner in person 
from the decision of the examiner of interferences.” Section 5 of 
the same act, as amended by the Act of March 2, 1907, among other 
things, forbids the registration of a “mark which consists merely 
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in the name of an individual, firm, corporation, or association, not 
written, printed, impressed, or woven in some particular or distinc- 
tive manner or in association with a portrait of the individual.” 
Unquestionably, the Baldwin Company was the first to make 
a trade-mark use of the word “Howard,” but in our view of the 
case that is of no importance. The sole question here is, Was the 
Baldwin Company entitled to the exclusive use of this mark on the 
date of its application for registration? If not, has the Howard 
Company been injured by the registration of the mark? The right 
to register the name of a person or corporation, except under con- 
ditions not present in either of these cases, is expressly forbidden. 
Rogers v. International Silver Co., 34 App. D. C. 410. The mark 
in the Baldwin case and the dominating feature of the mark in the 
Valley Gem case is not only a common surname, but the name of 
appellant corporation, either of which is sufficient to prohibit the 
right of registration or to form the basis of an action for cancella- 
tion. As was said by Mr. Chief Justice Futter in Howe Scale Co. 
v. Wyckoff, Seaman & Benedict, 198 U. S. 118, 134: “But it is 


well settled that a personal name cannot be exclusively ap- 


propriated by any one as against others having a right to use it; 
and as the name ‘Remington’ is an ordinary family surname, it was 
manifestly incapable of exclusive appropriation as a valid trade- 
mark, and its registration as such could not in itself give it validity. 
Brown Chemical Co. v. Meyer, 139 U. S. 540; Singer Manufactur- 
ing Company v. June Manufacturing Company, 163 U. S. 169; El- 
gin National Watch Company v. Illinois Watch Case Company, 179 
U. S. 665.” 

It will be observed that the statutory prohibition relates back 
to the date of adoption. If it was then “incapable of exclusive ap- 
propriation,” its validity may be assailed by any one possessing 
the right. The question of priority of use is immaterial if no 
right to the use ever existed. As this court said in Asbestone Co. 
v. Philip Carey Mfg. Co., 41 App. D. C. 507, 509 [4 T. M. Rep. 
161]: “The statute takes from the realm of possible registration 
the name of an individual, firm, corporation, or association, except 
under conditions not existing in this case. This limitation is 
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founded upon sound prnciples of public policy. ‘A man’s name is 
his own property, and he has the same right to its use and enjoy- 
ment as he has to that of any other species of property.’ Brown 
Chemical Co. v. Meyer, 139 U. S. 540. The same rule applies to a 
corporation. “That the name of a corporation is an essential part 
of its being, and that the courts, independent of statutory pro- 
vision, will protect the corporation in the use of its name, seems to 
be well settled by the authorities, and the controlling principles 
in such a case are those applicable to trade-marks.’ Investor Pub. 
Co. v. Dobinson, 72 Fed. 603. The converse is equally true. Had 
appellee been using the mark when appellant incorporated, it could 
not, by mere adoption of the name, have created an exclusive right 
to its use. Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear 
Rubber Co., 128 U. S. 598.” 

It follows that, at the date of the adoption of the mark by both 
the Valley Gem and Baldwin Companies, the word “Howard” was 
a surname in common use, and not available to either for registration 
as a trade-mark. But the statute goes further, and requires that 
the registrant must be entitled to the use of the mark at the date 
of his application for registration thereof. When the Baldwin 
Company applied for the registration of the word “Howard,” the 
Howard Company was in existence and a direct competitor of appli- 
cant in the piano business. Hence, the registration of its com- 
petitor’s name was sought and secured in direct violation of the 
express terms of the statute. 

But it is said that the Howard Company has not shown that 
it has been injured by the registration of its name. The element 
of damage enters into the right to challenge the registration of a 
technical trade-mark either in an opposition or a cancellation pro- 
ceeding. In either case, the complaining party must show that he 
would be damaged unless the relief sought is granted. But, where 
the party is seeking to prevent the adoption of his name as a trade- 
mark or the cancellation of its registration, his action is grounded 


upon the invasion of a property right inhering in the name itself, 
and damage will be presumed. As we said in the Asbestone case, 
supra: “It is not the business which the statute in this particular 
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aims to protect. It is the corporate name, and it is sufficient that 
possible damage may be inferred from invading the property right 
which the corporation possesses in its name.” 

Section 13 of the Act of 1905 provides a remedy which applies 
to registrations existing at the date of its passage, as well as to 
registrations made subsequent to its enactment. In Black Betsy 
Coal Co. v. Hamilton Coal Co., 197 O. G. 998 [4 T. M. Rep. 75], 
Commissioner Ewine said: “I see no reason why Section 13 of 
the Trade-Mark Act of 1905 should not be held to apply to trade- 
marks registered under the earlier act. Section 13 does not alter 
in any way the right of a registrant to his trade-mark, but merely 
provides a new remedy in case a trade-mark is registered by a 
party who never had or who has abandoned any right thereto. The 
language in Section 13 is broad enough to cover registration under 
the earlier act, and there is no reason for limiting its plain mean- 
ing.” 

The same interpretation was placed upon the statute by this 
court in Stamatopoulos v. Stephano Bros., 41 App. D. C. 590 [4 
T. M. Rep. 157], where we said: “The registration of trade- 
marks is regulated entirely by statute. There is no such property 
right acquired by registration as either forbids regulation or aboli- 
tion by a subsequent act of Congress. Section 13 relates entirely 
to procedure in the Patent Office. The Act of 1881 did not provide 
for challenging a registration by a proceeding for cancellation. The 
Act of 1905 for the first time furnished this speedy and sensible 
remedy. Being merely remedial, and a matter of procedure, it was 
within the power of Congress to make it apply to all marks regis- 
tered in the Patent Office. Intention to make it apply only to 
future marks is not indicated in the later act. Neither do we find 
anything to that effect in the saving clause in Section 30 of the 
act. Provision as to cancellation did not exist in the prior acts, 
hence the saving clause in the later act could have no reference to 
that subject.” 

The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law required. 
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In rE Fitzpatrick Bros. 
Court of Appeals of the District of Columbia 
December 2, 1918 


Trapve-MarK—REGIsTRaTION—Use as TrapE-Mark. i 
The use of the word “Kitchen” in the combination of en 
will not support an application for registration of the word “Kitchen” 
above. No trade-mark use of this word is shown. 
Appeal from a decision of the Commissioner of Patents deny- 


ing registration. See 8 T. M. Rep. 228. Affirmed. 


G. H. Jochum, Jr., and E. S. Clarkson, for appellant. 
Theodore A. Hostetler, for Commissioner of Patents. 


Ross, A. J.: Appeal from a decision of the Patent Office 
denying appellant’s application for the registration of the word 
“Kitchen” as a trade-mark for a cleaning and scouring preparation 
for household uses. 

The specimens of the mark filed with the application, and 
which the applicant stated under oath truly represented the mark 
sought to be registered, showed that the word “Kitchen” was not 
used alone but with “Klenzer,” with the common initial “K,” thus: 
— 9) The Patent Office ruled that the word “Kitchen” 

lenzert had not been shown to have been used as a trade- 
mark, and further that it would have been descriptive if it had. 
The Trade-Mark Act provides for the registration of actual and not 
fictitious trade-marks. This we already have determined. Re 
Motz Tire & Rubber Co., 40 App. D. C. 487 [7 T. M. Rep. 32]; 
Quaker City Flour Mills Co. v. Quaker Oats Co., 43 App. D. C. 
260 [5 T. M. Rep. 197]. 

The failure to show trade-mark use renders it unnecessary to 
consider any other question. 

The decision is affirmed. 
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